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I. IP - Generally

a. IP Policy

i. Rivalrousness vs. excludability

1. sustainability (congestion)

2. “club goods”- group of ppl who are the only ones who get to use it, to preserve it (e.g., town well)

3. common good resources – clean water, air

a) not rivalrous, up to a point

ii. Means of recouping dev costs

1. w/o IP law, would need to rely on lead time, 1st mover advantage, bundle w/ svcs (value-add)

2. protect ideas by making them excludable

iii. Public goods ≠ excludable, b/c not rivalrous. e.g., nat’l def.

iv. Recouping costs through IP Law

1. Generally: if $ to dev/generate > $ to make item embodying it, then give generator right to exclude others, for a time. But how long?
2. Utilitarian approach 
a) = enough (only) to recover costs [we give more than this]

b) ¢ IP clause notes utilitarian obj – ‘promote [knowledge] & useful arts’

c) Reward creators as means to an end, not an end in itself

3. Natural Rights Approach 

a) Locke – labor theory

b) Hegel, Radin – personhood theory

c) Rewarding indiv creators comports w/ the dictates of natural law

d) (so then why allow any expiration?)

v. SC doesn’t like IP overlap.

II. TM: Acquisition
a. Generally

i. Touchstone of TM action = notion that someone is confusing consumers
ii. Can extend beyond POS – consider consumer sophistication
1. buyer may know, but have to take in entirety of consumer experience & culture (post-sale context)
2. e.g., if someone sees an ‘omega’ watch fall apart, might associate it w/ bad quality
b. Role of TM in Competitive Process

i. Generally

1. Providers compete for consumers

2. Customers want given quality for $ value

3. TM ≠ mark of high quality, rather = consistent quality

ii. Signaling function

1. goods have differing ability to signal quality
a) easy to inspect at low cost
i) e.g., produce freshness – know by handling it
ii) but – organic produce? Needs signal
b) hard – e.g., car; battery
2. TM as signaling function reduces search costs
iii. Why give exclusive right to symbol? 
1. sellers compete b/c buyers can distinguish – someone using someone else’s mark hurts mark owner (lost sale) & consumer (buy wrong thing)
2. sellers will invest in building rep

3. buyers will have lower search costs

4. cost to build reputation among buyers for quality Q & price P
5. cheap to reproduce someone elses’ mark – so need legal right to exclude others from using
6. have to give seller right to exclude others from using its mark & confusingly similar marks
iv. Exceptions to exclusivity

1. can reference brand if not owner for other than signaling
2. e.g., comparison, parody, satire.
c. Hierarchy of Distinctiveness 

i. Generally:

1. strongest → weakest

2. (note – was dev’d w/ word marks in mind)

3. why hierarchy?

a) Encourage ppl to come up w/ stronger marks by giving them more protection

b) Don’t hinder competition from customary usage

ii. Order:

1. Fanciful: 

a) no customary meaning before mark is created
b) e.g., Kodak, Xerox, Exxon

c) inherently distinctive

2. Arbitrary: 

a) TM not related to product,

b) e.g., Apple™ computers

c) inherently distinctive

3. Suggestive: 

a) evocative, suggests characteristics of product

b) reqs imagination or multi-stage thought

c) may conjure up other associations too

d) e.g., Salty sailing gear

e) inherently distinctive

f) okay if no 2ndary meaning

4. Descriptive: 

a) Conveys immediate idea of item’s characteristics

b) Can describe an item’s purpose or usefulness

c) Requires 2ndary meaning

i) protectable upon showing of acquired distinctiveness 
ii) (so try to argue that it = suggestive instead of distinctive)
d) e.g., Tender Vittles™ cat food

e) includes marks that are (primarily geographically descriptive

5. Generic:

a) Refers to genus/class of product, rather than a particular product

b) Includes subcategory names – e.g., ‘wheat’ bread

c) No power to distinguish one source from another

d) Not protectable.

e) Mark can be generic in 2 ways:

i) Starts that way – e.g., Beer™ beer ≠ protectable

ii) A once-distinctive mark dies – consumer comes to think of brand name as actual name of good

f) Test:
i) “primary significance test” – what do buyers understand by the word X? (L. Hand)

ii) Ct reqs survey of customer perception (if on other knock-down ev)

g) If no commonly used alternative effectively communicates the same functional info the term denotes the product is generic (e.g., can it be called anything but “soft chew”

iii. Inherently Distinctive Marks
1. presumption that you can build these as source id’ing
2. Fanciful, arbitrary & suggestive marks = “inherently distinctive”
3. color, product design cannot be inherently distinctive
iv. Trade Dress
1. Rule: décor can be inherently distinctive – if it is, doesn’t need 2ndary meaning, or customer perception (yet)

2. Policy: encourages fancifulness, everyone else can do their own distinctive thing

3. Presentation can = source id’ing

v. Product Design
1. Rule: product design cannot ever be inherently distinctive

2. Customers don’t think of product designs as a source signal
3. have to accumulate distinctiveness
4. note – can use ©, patent, etc. to protect design
d. Obtaining Rights by Using a Mark 
i. Priority system – first use allocation of rights

ii. Rights flow from actual use in commerce

1. look to intent – genuine commercial trx, not merely to reserve a right

2. if genuine commercial trx, ok even if ‘the 1st uses are not extensive & do not result in deep market penetration or widespread recognition’

a) “attempt to complete genuine mkt trx” vs. “just marketing to friends”

e. Registering Marks on the Principal & Supplemental Registers

i. Registration shifts burden to other party to prove earlier use 

ii. Principal Register – § 1051 (p. 309)
1. If in use, include date of 1st use – must be (“use in commerce”

2. if bona fide intention to use, must really intent to use, have to prove use in not-too-distant future

iii. Supplemental Register – § 1091 (p. 318)
1. capable of distinguishing (i.e., not generic) but not registrable on principal register
2. not yet actually distinguishing/not inherently distinctive – just descr so far
3. helps establish priority
4. searchable
5. must be in use – no intend to use marks on supplemental (so if is intent-to-use ap, know it’s the principal reg)
6. Exception: scandalous matter can never go on either register
7. does not give presumption of validity
iv. Objection to Registration – 2 methods
1. Opposition: §1063 (p. 315)
a) Short window method – w/in 30 days of pub
b) Must have standing – believe would be damaged if mark was reg’d
2. Cancellation: §1064 (p. 316)
a) w/in 5 years of reg (though some claims c/b after that, e.g., genericide)
b) also has standing req
v. Use in Commerce – §1127
1. Goods: 

a) placed on goods/containers/docs assoc’d w/ goods;

b) goods are sold or transported in commerce

2. Svcs: When used in ads for the svcs

a) Note – no def’n for svc in Lanham Act. 
i) “intended to have a broad scope” – In re Advertising
ii) Look for ‘the performance of labor for the benefit of another’

b) May ≠ service if an integral part of existence of company
 - has mark been used to id separate services?
vi. Certification Marks – § 1127
1. attest to a characteristic, not a source
2. can’t use same mark as TM/SM & certification mark – indiscriminate use will lead to dilution & impairment of purpose of cert mark

3. must be used by a person other than its owner
4. used to certify regional or other origin, mat’l, mode of mfg, quality, accuracy or other characteristics of the g&s
f. Exclusions from Registration – § 1052
i. *If excluded from reg, doesn’t mean it can’t be used, just won’t get favored position of registration

ii. §1052(a) – can’t be registered if it consist of:

1. Immoral, deceptive or scandalous matter
a) Based on attitude of ‘substantial composite’ of general public

b) Survey ev usually req’d

c) e.g., defecating greyhound
2. matter which may disparage a person (living or dead), brings them into contempt or falsely suggests a connection [confuses consumers]

a) Based on view of ‘substantial composite’ of group

b) Survey ev usually req’d

3. deceptive marks
4. misdescriptive wine origin geog names (1995+ – WTO accession)
a) can’t reg even if no one cares or consumer knows its not from there

iii. §1052(b) – flag/coat of arms/other insignia of US, state, or foreign nation not allowed
1. policy: no confusion re: govt sponsorship of a product

2. how eval’ed: 1st impression of typical onlooker gathered from visial comparison (not painstaking side-by-side analysis)

iv. §1052(c) – 
1. name, portrait or sig id’ing

a) a living indiv (unless w/ consent); or 
b) dead president during life of widow. [live POTUS covered by (a)]
2. policy: right of publicity

v. §1052(d) – 

1. prevents reg of marks that resemble other marks (marks that would likely confuse, mistake or deceive)
2. policy – prevent consumer confusion
3. Analysis:

a) Similarity of marks

i) similarity ≠ binary, = matter of degree
b) relatedness of goods

i) e.g., “blue moon” beer vs. restaurant
ii) don’t take approach that makes branding too hard – need ‘sth more’ linking the potentially related goods/svcs
4. Famous marks – get special protection. 
a) Even if no one would be confused, can’t use famous mark for other stuff. 
b) Consider natural zone of expansion – e.g., syrup to pancake mix.
vi. §1052(e) – aims to prevent deception that would affect purchasing decisions
1. some are okay w/ 2ndary meaning

a) merely descriptive not allowed 
b) (but when gets 2ndary meaning, = ok)

2. never allowed:

a) primarily geog deceptively misdescriptive

b) functional matter

c) deceptiveness
i) 3 part test for deceptiveness:

1) Does the term misdescribe the good?

2) Are prospective buyers likely to believe it?

[(step 1 + 2) = test for deceptively misdescriptive]
3) Is that belief likely to affect buying?

a. If yes, outright deceptive mark

b. If consumers would not care, ≠ deceptive

c. Can’t make consumer do more research (e.g., content label)

ii) If deceptively misdescriptive and has 2ndary meaning, can be reg’d

iii) If just plain deceptive, can’t be reg’d

vii. Descriptive & Deceptive Geographic Marks 
1. concern when descriptive, when affects consumer behavior, overlay of int’l trade obligations
2. test for primarily geog descriptive: 
a) [image: image1.emf]Does public know this mark as a place name? (e.g., Portland =yes, vs. Tangent as in Tangent, Oregon = no)
b) Does public think goods originate in that place?
i) If so, need to develop 2ndary meaning

ii) Note – goods/place assoc can start w/ the applicant
iii) If has goods/place incongruity, e.g., North Pole™ bananas, then has 2ndary meaning, so registrable
c) Post-NAFTA rule:
i) Primarily geog descriptive: registrable after 2ndary meaning
ii) Primarily geog misdescriptive: never registrable
viii. Functional Marks: Trade Dress & Product Design 

1. Rule: while a registered mark is presumptively valid, “in the face of sufficient & undisputed facts demonstrating functionality,” presumption drops out
2. Color:
a) Color alone can’t serve as ™ – have to establish 2ndary meaning b/c ppl don’t ordinarily look to color (unlike words) to determine source

b) If color is functional, can’t be TM (poss can use patent law)
3. Functional Marks Test: Would excl use of the thing (e.g., color) put competitors at a significant non-reputation-related disadvantage?
a) Are there other usable colors?

b) Is this the only color consumers will accept? (e.g., blue toilet bowl water)

4. Role of prior utility patent

a) Is strong ev that = functional (vs. ornamental, incidental or arbitrary aspect)
b) Heavy burden on claimant to show is non-functional

5. Another functionality test (Inwood Labs):

a) Is it essential to the use or purpose of the article?

b) Would it affect cost or quality? 

i) (e.g., 3 springs would cost more than 2)

ii) Don’t insist that ∆ has to bear extra cost to compete

c) Would other designs work?

6. Another test (Talking Rain Beverage Co., Inc. v. South Beach Beverage Co.)
a) Do ads tout designs’ utilitarian advantages? 

i) persuade ppl to buy b/c it works better? 

ii) Implies functionality

b) Does the design come from simple/cheap mfg process?

i) Functionality affects cost or quality of good 

ii) If others will want to use this process b/c = cheap, implies functionality

c) Does the design give a utilitarian advantage? (even if not toured)

d) Are alt designs that affect cost/quality avail?

i) If can do it other ways for same or less costs, then possibly ≠ functional.

ii) The more designs there are, the more likely one was chose for how it looks vs. how it functions/
III. tm: rights of owners (Scope of Protection)
a. Generally

i. If registered, presumed valid (§1115). So BoP on accused infringer.
ii. Federal rights trump state rights.
b. Geographic Extent of Rights 
i. §1115(b)(5) gives ∆ def if adopted mark in good faith; ltd to area where continuous use proved.
ii. Ask:
1. who used it 1st?
a) protection follows from actual (non-sham, non-token) use
2. in what area? 
3. who is registered?
a) Sr user reg before Jr user – easiest analysis.
i) Jr user is on notice. If Sr uses only in west, Hr can use in east b/c no likelihood of confusion.
ii) (scenario rare now b/c internet enables nationwide mktg)
b) Neither registered
i) e.g., National Assoc. for Healthcare Communications, Inc. v. Central Arkansas Area Agency on Aging, Inc. 
ii) Rule: 1st user of c/l TM may not oust a later user’s good faith use of an infringing mark in a mkt where the 1st users products or svcs are not sold.
iii) Consider each party’s plans to expand; potential for consumer harm

c) Sr user registers after Jr user begins use
i) e.g., Burger King v. Hoots. Jr user (Hoots) can continue using in area it was using it in.
d) Jr user registers after Sr user begins use
i) e.g., Peaches Entertainment Corp. v. Entertainment Repertoire Assoc., Inc. Sr. user was using mark on one store. Store owner allowed to open more stores in trade zone – can fully exploit market, even if only had 1 store before Jr user secured federal registration.
c. Infringement

i. Infringement clause = §1114

1. unreg’d marks covered by §1125(a)(1)

ii. Std of “likely to cause confusion” – don’t have to wait for actual confusion

iii. Types of confusion:
1. POS

a) Buy wrong thing

i) Harm to consumer = don’t get what they want

ii) Harm to TM owner = lost sale

b) Substitute goods/related goods

i) Harm to TM owner = consumer blames TM owner for bad quality

2. Post-sale

a) Loss of future sale (e.g., someone sees it fall apart)

3. Initial interest confusion (bait & switch confusion)

a) Confusion dispelled before purchase, BUT takes advantage of TM owner’s goodwill

b) Harm when someone takes the bait – e.g., lured into store thinking store has sth from TM owner but it doesn’t… they then buy sth else from the store anyway

c) Usually on Internet

d) Real world – velvet Elvis bar. Ppl go into bar thinking it’s Elvis-approved, but it’s not… they stay anyway.

i) Capitalizing on other’s goodwill, even though dispelled quickly, is actionable (e.g., Playboy v. Netscape)

iv. Likelihood of Confusion Factors (vary by circuit)
1. Main factors – focus on consumer experience:

a) degree of competition / relatedness of goods

i) more problematic if directly competing

ii) Sold in the same part of the store?

iii) Culturally-related goods? (e.g., bread & butter)

iv) Bridging the gap – zone of expansion: would company selling X also sell Y?

b) similarity of the marks

i) sight / sound / meaning

ii) subjective consumer experience

c) ev of actual confusion

i) anecdotal; consumer survey ev

ii) e.g., complaints sent to the wrong co

2. Other impt factors:

a) Strength of mark (distinctiveness; fame)

i) Arbitrary, suggestive, … ?

ii) How widely used

b) Similarity of marketing channels

i) Same typeface? 

ii) Same location for placement of mark on product? (e.g., on package vs. on product)

iii) Use of other elements, e.g., picture, other words

c) Consumer’s degree of purchasing care

i) Quick, cheap purchase = more risk of quick confusion vs. sth that consumer investigates thoroughly

ii) Sold in same stores?

iii) If inexpensive, consumers worry less about error

d) Other user’s intent in using the mark – goal of trading on someone else’s brand name

v. Dilution 
1. Famous marks: 1995 Federal Law – 15 USC §1125(c)

a) Owner of a famous mark entitled to inj against another’s use of a mark that dilutes the distinctive quality of the famous mark

b) 8 factors for fame – (c)(1)(a)-(h)

c) No $ unless willful – (c)(2)

d) Fair use safe harbors – (c)(4)

2. State law in ≈ ½ states

3. Dilution def’n (from §1127) – the lessening of the capacity of a famous mark to id & distinguish goods or svcs, regardless of presence or absence of

a) competition btwn owner + others, or 
b) likelihood of confusion, mistake or deception

4. Other Terms:

a) Blurring: reduction in individuality, uniqueness. Reducing a mark’s power as a mark.
b) Tarnishment: creating negative associations w/ a mark 
i) e.g., , sex + drugs; shoddy construction
5. Dilution must be actual, but don’t need to show harm from dilution

vi. Cybersquatting – c/a under §1125
vii. Secondary Liability for Infringement 
1. aka “indirect infringement” – what party can be held liable for another’s acts?
2. Contributory: aidor & abettor liability – knowledge + substantial aid
a) If knew or had reason to know
b) Willfully blind = suspect wrongdoing & deliberately fail to investigate
i) But – no affirmative duty to seek out & prevent violations
c) Covers intentional inducement, continued supply to a known infringer
d) e.g., flea market owner at swap meet where vendors have counterfeit shirts

3. Vicarious: respondeat superior liability
a) Covers parties in partnership
b) ∆ liable if ∆ has ‘the right & ability to supervise the infringing activity & also has a direct financial interest in such activities”
c) 2ndart infringement for TM s/b drawn more narrowly than for ©
4. Ask:
a) What control did ∆ have over direct infringer
b) What knowledge did ∆ have
d. Passing Off & False Advertising 
i. Occurs when customer asks for goods of mfg A & another product is substituted.
ii. Requires confusion as to source.
1. using a generic term in a false way ≠ passing off 
2. (but actionable on other theories – later entrant into market can be obliged to dispel confusion (e.g., “Swiss Army” knives – from Switzerland vs. others)
iii. Policy – helps avoid genericide. Vendor has to say that item requested is a brand, not a generic term
iv. e.g., Coca-Cola Co. v. ED E. Dorris – customers asked for Coke, restaurant served house band (“unexplained substitutions”)
v. Can’t say TM is under license when it’s not – is misleading.

vi. Reverse Passing Off: Can’t cover up someone elses’ TM w/ your own – diverts ppl from learning that Π is the source of the product

e. Unfair Competition Law & Patent Law 
i. If no IP protection, okay to copy, but not okay to confuse consumer.
ii. States can require that goods be labeled to prevent customer from being misled as to source.

f. Unfair Competition & Copyright Law
i. False designation of origin – § 1125(a)(1)
1. issues w/ ‘origin’ in © vs. ™ - origin of ideas vs. source of wares
2. Consumers don’t assume brand owner invented or authored the product
ii. Ok to copy a public domain work – requiring attribution (reverse passing off claim) creates mutant form of © protection

1. doesn’t expire
2. how far back does “origin” go?
3. would have effect of using ™ to give you rights that © never could
iii. Reverse issue – if do put original creators name on public domain work, would party be liable for falsely suggesting sponsorship?
1. [same section of Lanham Act says can’t create false assoc of sponsorship]
iv. [ties to trade dress doctrine]
g. Section 43(a) & the State Right of Publicity 
i. Lanham Act vs. state unfair comp law:

1. LA doesn’t have general misappropriation bar (state follows INS v. AP)

2. LA doesn’t protect right of publicity (most states do, either c/l or statutes)

a) LA does have a sponsorship / assoc. provision – can use to try to argue that ∆ is falsely suggesting endorsement where none exists

ii. c/l right of pub c/a

1. is celebrity being evoked for commercial gain?

2. not limited to name or likeness – sound-alike also

iii. LA ‘false endorsement’ claim

1. likelihood of confusion factors adapted as needed

2. (court massages factors in White to make applicable to FE claim)

3. could jury reas conclude that celebrity was endorsing ∆’s products?

IV. tm: defenses
a. Generally

i. Rebuttals

1. ≠ valid mark (generic; descr w/o 2ndary meaning…)

2. No LoC

ii. Affirmative Def
1. fair uses (different types – see below)
iii. Validity attacks that can always be made:

1. generic

2. functionality

3. abandonment (per statute)

iv. Some attacks can’t be made 5+ yrs after reg

1. Incontestability:

a) §1065 – registrant has to file affidavit claiming this status

b) §1115 – incontestable rer = conclusive ev of validity of the registered mark

c) Subject to defenses / defects in §1115(b)
2. Policy: repose, SoL.
b. Fair Use Defenses 
i. Generally:
1. fair use – can be asserted forever, even if incontestable
2. can use TM in a descriptive sense w/o infringing
ii. Classic Fair Use 
1. = using words from another’s mark to describe ones own product.

2. Ask:
a) Did ∆ use mark in bad faith?
b) Was ∆ using mark as words of description?
c) LoC?
3. fair use avail even if some confusion results – high value on letting ppl describe their product w/ everyday language
4. e.g., Sunmark, Inc. v. Ocean Spray Cranberries, Inc.
iii. Artistic or “First Amendment” Fair Use 
1. is ∆ trying to express sth?

a) have to look beyond trad’l LoC factors b/c would not give adequate weight to 1st amend issues.

2. Generally:

a) “some ™ enter our public discourse & become part of our vocab”

b) “™ owner doesn’t have the right to control public discourse whenever the public imbues his mark w/ a meaning beyond its source id’ing function”

3. Titles: no LA liability if use TM in title unless:

a) Title has no artistic relevance to underlying work

b) Title explicitly misleads as to source or content
iv. Nominative Fair Use 
1. = using a mark as a mark, for purposes of comparison, criticism, reference
2. Ask: 

a) Did ∆ do anything that would affirmatively mislead consumer to have them think that TM owner sponsored ∆’s work?
b) Was use commercial?
i) Fair use safe harbor in dilution statute – ok to use famous marks for non-commercial use
3. e.g., Mattel Inc. v. Walking Mountain Productions – Barbies in blenders
v. Comparative Fair use
1. Policy – comparisons help consumers. Can learn at a glance what the product is & get a benchmark.
2. (part of nominative fair use)
3. if there was genuine consumer confusion, that would be a problem
4. e.g., August Storck K.G. v. Nabisco, Inc. – Lifesavers v. Werthers
vi. Fair Use on Reconditioned Goods 
1. Test: Is refurb’ed product so different than new product that using the original mark is a misnomer?
a) (Is the product still very much what it was before)
2. would consumers understand that differences were nothing more than what would be expected for used version of the product?
3. Nitro Leisure Products, LLC v. Acushnet Co. 
V. copyrights: acquisition
a. Introduction 
i. [history]
ii. © owner gets certain rights per §106, but many limits in §107-122.

iii. Independent creation is a good defense (not so w/ TM)

b. Requirements for Copyright Protection 

i. Originality & Authorship 

1. Minimum Reqs (per §101) – definitions (key to © law)

2. §102(a): Original work of authorship fixed in any tangible medium of expression.

3. Burrow-Giles Lithographic Co. v. Sarony (Oscar Wilde photo)
a) “Author” = “he to whom anything owes its origin”

b) “Writing” = the literary productions of authors

i) Incl all forms of writing by which the ideas in the mind of the author are given visible expression
c) Photographer chooses costume, draperies, pose, etc.
4. Bleistein v. Donaldson Lithographing Co. (Circus posters – orders from one place, then has them reprinted at another.)
a) Doesn’t matter that the poster depicts sth real – others are free to copy the original, they are not free to copy the copy.

i) Applies only to pictorial illustrations or works connected w/ the fine arts. i.e., labels on packaging ≠ ©’able

b) Art doesn’t set judges up as art critics

i) Risks to protection for new art, which might be thought ‘repulsive’

ii) Ad art might be thought ‘humble’

iii) A pictures’ worth is shown by desire to reproduce them

c) Minimal creative input is enough

i) [original] + [some (a little) creative expression] = ©’able

5. Feist Publications v. Rural Telephone Service (phone listings)
a) (Copying sth that is not ©able is okay, even if it’s part of ©able stuff.
b) Facts are not ©’able, but compilations of facts are

c) “Original” means:

i) Independently created by the author (not copied)
ii) Some minimal degree of creativity

d) Directories:

i) Facts don’t owe origin to an act of authorship, BUT

ii) Compilations ‘may possess the requisite originality’

e) (Selection, coordination, arrangement are ©’able if done in a way showing a spark of creativity. 
i) (but underlying facts can be copied)
ii) Putting things into alpha order ≠ creative (it’s inevitable)
f) “sweat of the brow” theory rejected – we don’t protect effort in fact gathering
ii. Fixation 

1. 1976 → fixation separates federal from state protection (states can only extend © protection to non-fixed works)

2. Def’n of fixed: “embodiment in {X} … is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.”

3. Williams Electronics, Inc. v. Artic International, Inc. (arcade game copied)
a) Arcade game too transitory for ©? 

b) No – many aspects remain constant – player’s participation doesn’t alter the work, only alters what’s displayed

c) (Non-literal copying can still be infringement.
iii. Expression 

1. Baker v. Selden (copied ledger books)
a) Can’t copy a form
b) Can stop others from:
i) Copying the accompanying essay
ii) from copying the pre-filled pages (possibly)
c) Distinguishing © from patent law: method (art) of doing sth

i) Explaining how to do it © vs.

ii) Describing how to do it (patent)

d) To give © on describing sth & giving © owner the ability to exclude others is an inappropriate end-run on the patent system.

e) Anything needed to practice the method (e.g., diagrams) can’t be © protected
2. Idea/expression dichotomy: Things that are not ©’able

a) [image: image2.emf]§102(b): “In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.”

b) Different levels of abstraction along continuum of idea vs. expression

c) All judges would say script largely ©able, but more disagreement along the line

d) ( Policy – others s/b able to express ideas too.

3. Nichols v. Universal Pictures Corp. (plays w/ similar elements)
a) Analyze (a) plot, (b) characters. (third test – is there verbatim copying? Not at issue here)
b) Plot:
i) Similarities at theme statement level, not basic plot summary
c) Characters
i) Can they be separated from the plot?
ii) Yes, if richly drawn, much detail & nuance. Very rare. (example – Rocky)
iii) Here, not enough.
c. Limitations on Copyrightability 

i. Merger & Scenes à Faire 

1. If too much distance between idea & expression

a) e.g., jeweled bee pin – anyone who tries to make one will get similar results

2. Merger – idea merges w/ expression. 

a) So few ways to express the idea, the idea is not ©able, unless it is an exact repro

b) (have other options to get protection, such as developing a strong brand)

3. CCC Information Svcs, Inc. v. MacLean Hunter Market Reports, Inc. (used car values)
a) Lower ct held that idea of ea valuation merged w/ expression of it.
b) COA reversed – otherwise, would destroy compilation ©, which act specifically allows
c) (Distinguish between explanatory facts vs. expression of taste/opinion.
i) If opinion, enforcing © doesn’t impede others’ competing expression
d) Judgment based on underlying © policy – h2 draw line to encourage new authorship w/o burdening too much
ii. Methods of Operation 

1. §102(b) excludes ‘methods of operation’ from ©
2. Lotus Dev. Corp. v. Borland International, Inc. (software menus)
a) Reduces consumers switching costs to have similar menus (s/b encouraged)
b) Design choices irrelevant in method of op cases

c) Concurrence – users have made investment in learning the menus, not SW developer

d. Classifying Copyrightable Works (PGS & Useful Articles)
i. Pictorial, Graphic, & Sculptural Works → Utility / usefulness mixed w/ expression

1. don’t use © law to protect useful articles in their usefulness

2. ok to protect them in their artiness

3. look for PGS features – only they can help the useful article be considered a ©able work

ii. Definitions

1. §101 – PGS def’in: include 2D & 3D works of fine, graphic, & applied art, photographs, prints & art reproductions, maps, globes, charts, diagrams, models, & technical drawings, incl architectural plans. Such works shall include works of artistic craftsmanship insofar as their form but not their mechanical or utilitarian aspects are concerned; the design of a useful article, as defined in this section, shall be considered a [PGS] work only if, & only to the extent that, such design incorporates [PGS] features that can be identified separately from, & are capable of existing independently of, the utilitarian aspects of the article. 
2. "Applied art" - useful articles can be designed in a way that has aesthetic appeal.

3. A “useful article” is an article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information. An article that is normally a part of a useful article is considered a “useful article.” 
4. Brandir International, Inc. v. Cascade Pacific Lumber Co. (ribbon bike rack)
a) Only © to extent features exist indep fr utilitarian aspects

b) Physical separation poss? (e.g., hood ornament can be taken off car)

c) Conceptual separation is sufficient – but still have to establish that it’s a PGS feature

i) s/b there for fun, not function

ii) Consider how it came to be the way it is – design biography

1) Was creation free of functional influence?

d) Examples:

i) belt buckle sculpture – belt can work w/o the ornamentation, so ok as PGS
ii) mannequin torsos – all of the mannequin is useful, so no ©

iii. Derivative Works 
1. (must incorporate a substantial portion of pre-existing work, and exist in a concrete or permanent form

2. §101 - what = derivative work?
a) A “derivative work” is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. A work consisting of editorial revisions, annotations, elaborations, or other modifications which, as a whole, represent an original work of authorship, is a “derivative work.” 
3. § 103. Subject matter of ©: Compilations & derivative works

a) The subject matter of © ... includes ... derivative works, but protection for a work employing preexisting material in which © subsists does not extend to any part of the work in which such material has been used unlawfully. 

b) The © in a … derivative work extends only to the material contributed by the author of such work, as distinguished from the preexisting material employed in the work …

4. If you create a work, & don’t get perm, whatever © you might otherwise have had won’t ever exist

a) Can maybe fix it if original owner won’t contest, but c/b hard to assert against 3P, b/c they have good statutory argument that © could never have attached
b) © in derivative work only extends to mat’l contributed by author of the derive work, not the preexisting part

5. Gracen v. Bradford Exchange (Wizard of Oz plates)
a) Gracen only has © in painting to extent her painting was lawful
b) © owner can license use w/o also licensing right to © derivative works – would impede © owner from making his own/licensing others to do so
c) Originality requirement helps prevent overlapping claims – h2 tell if copied the copy or copied the original?

i) (Originality req as applied to derive works is a higher bar than w/ an original work.

ii) Purpose of term ‘original’ in © law is to assure sufficient difference between underlying & derive work to avoid entangling subsequent artists depicting the underlying work in © problems
d) Derivative work must be subst different from underlying work to be ©able.

e. Formalities

i. before 1976, fed protection required compliance w/ formalities (notice, registration/deposit)

ii. 1978-1989 – needed notice

iii. After 1989 – no risk of divestiture if no notice

iv. Publication 

a) Estate of Martin Luther King, Jr. v. CBS, Inc. (I have a dream speech replayed on news show)
b) Delivering speech ≠ publication
c) Publication refers to tangible copies on which you can affix a notice
d) Exception for controlled copies
e) (Doesn’t matter for stuff since 1989, no more notice requirement)
f. Ownership 

i. § 201. Ownership of ©
1. (a) Initial Ownership.— © in a work protected under this title vests initially in the author or authors of the work. The authors of a joint work are coowners of © in the work. 
2. (b) Works Made for Hire.— In the case of a work made for hire, the employer or other person for whom the work was prepared is considered the author for purposes of this title, &, unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the ©. 
ii. 1976 act – anyone who ‘owns’ the © who makes a trx of a © has an inalienable right to term the trx 35 yrs later if they want to. Can’t sell, give away, cancel this right. (§203(a)(3))

1. if = work for hire, the employer is the ‘author’ so there has been no trx (so creator cannot terminate the trx)

iii. Collaboration & Joint Works 
1. A “joint work” is a work prepared by two or more authors w/ the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole. 
a) Intent is key – have to work w/ intent that contrib. is to be merged this way
b) Doesn’t have to be made simultaneously ort in same location. Just have to make contribution (expression) & if intent to merge, = joint work.

c) Intent has to be proven by circumstances. 

d) E.g., two ppl write a song, one person writes music, one writes lyrics.

2. Aalmuhammed v. Lee (consultant for Malcolm X)
a) Not sufficient merely to make a creative contribution. 

b) Consider – who is in charge of way it looks at the end? Who choses what footage to use?
c) Absence of control is strong ev of absence of co-authorship
d) Need objective ev of shared control – need signal from early in relationship, e.g., a writing, or refer to each other as co-authors
iv. Works for Hire 
1. “work made for hire” is— 
a) (1) a work prepared by an employee w/in the scope of his or her employment; or 
b) (2) a work specially ordered or commissioned for use as [certain types of works]* if the parties expressly agree in a written instrument signed by them that the work shall be considered a work made for hire. …
2. * covered works (closed list!):
a) a contribution to a collective work
b) as a part of a motion picture or other audiovisual work, 
c) as a translation, 
d) as a supplementary work, 
e) as a compilation, 
f) as an instructional text, 
g) as a test, 
h) as answer material for a test, or 
i) as an atlas 
3. Why this list? 
a) These things req contrib. from lots ppl
b) Hard to get investors if unsure about © - e.g., renegotiate w/ many contribs in 35 yrs is impractical
4. What’s missing?
a) PGS works (free-standing art)
b) Books
c) Musical compositions (to the extent separate from a motion picture)
5. Community for Creative Non-Violence v. Reid (homeless ppl sculpture)
a) 2 reasons not w4h (both dispositive)

i) Not on the list
ii) Even if it was on the list, have to expressly agree in a written instrument that its w4h
b) Note – ‘employee’ & ‘scope of employment’ not defined in © Act

i) (court looks to c/l on agency for when someone is an ee of someone else

6. 13 (non-exhaustive, non-determinative) factors for ee/er provisions (p. 437)

a) Hiring party's right to control the manner & means by which the product is accomplished

b) the skill required; 

c) the source of the instrumentalities & tools; 

d) the location of the work; 

e) the duration of the relationship between the parties; 

f) whether the hiring party has the right to assign additional projects to the hired party;

g) the extent of the hired party's discretion over when & how long to work

h) the method of payment; 

i) the hired party's role in hiring & paying assistants; 

j) whether the work is part of the regular business of the hiring party;

k) whether the hiring party is in business;

l) the provision of employee benefits;

m) & the tax treatment of the hired party.

VI. copyright: enforcement
a. Direct Infringement 

i. §106 – Exclusive rights in copyrighted works. 
1. Subject to sections 107 through 122, the owner of © under this title has the exclusive rights to do & to authorize any of the following: 
a) (1) to reproduce the ©’ed work in copies or phonorecords; 
b) (2) to prepare derivative works based upon the ©’ed work; 
c) (3) to distribute copies or phonorecords of the ©’ed work to the public . . . 
ii. Copying or Independent Creation? 
1. Basic infring case reqs:

a) Π has ownership of a valid ©

b) Π can show copying of a protected expression

i) CIF (3 alternative tests; dissettion & comparion; experts) OR

ii) Substantial similarity (improper appropriation) (impression on ordinary observer)

ii. Copying in fact:

1. Direct ev (e.g., photocopy, sampled song, music file sharing), OR

2. Access + substantial similarity (“probative similarity”), OR

a) (the work was public, ∆ had access, is some similarity)

3. Striking similarity

a) Most recent cases use this.

b) The work is so close that the chance that its independent is not credible.

c) (use when Π is missing ev of access)

4. Standard – dissection & comparison; experts

5. Three Boys Music Corp. v. Bolton (M Bolton infringe Isley Bros song)
a) Song Title

i) Many songs w/ this title, so that ≠ probative 

ii) (there is a point @ which a work is too small to have enough original expression in it for the law to protect)
b) Focus on copying-in-fact analysis – H2 prove it? Use access + subst similarity

i) Access: reas oppty to copy. 
1) Key issue: was he exposed to the song at the time?

2) Music cases follow a pattern – look @ radio play, other dissemination, promoted to public, so no surprise ppl encounter it.

3) Here – ∆ is a collector of Isley Bros work & is a fan

4) Testimony from DJs about radio & TV play

5) Subconscious copying
a. copying in the sense that you’re calling to mind a way to express yourself musically, but you’re using sth you heard before

b. still liability even tho he claims he had no idea he was doing it

ii) So, once have show access + theory of how he could have heard it, need “extrinsic step” (probative similarity)

1) Concrete elements, objective criteria

2) w/ experts, look @ elements of work for comparisons. (here, 5 similar)

c) Relationship btwn access & similarity: 

i) Inverse ratio – if strong access, still infr if only weak similarity

ii) But, if weak access, don’t necessarily need strong similarity

iii) (if some access & some similarity, potential infr claim – access gets you most of the way there.)

i. Infringing Copyright—Misappropriation 
1. = where & how to draw the line btwen a modification so slight that liability for infr s/b imposed nonetheless & mods so substantial that the creator of the new work s/b immune from the claim of the predecessor

2. (Substantial Similarity (improper appropriation)
a) = an alternate way (from c-i-f) of showing copying of protected expression

b) Utilitarian analysis – copying to the point that ∆ is tapping same market as author?

c) Uses a 2nd layer of assessment.

d) Standard – impression on ordinary observer (consumer, not expert) (aka ‘subjective step’)

e) Example – New Yorker v. Moscow on the Hudson

3. ( Probative Similarity (a c-i-f test) vs. improper appropriation (misappropriation) test

a) “Probative similarity” aka “copying in fact” aka “extrinsic step” aka “objective step”

i) In objective step, analyze/compare concrete elements of the expression to see what similarities there are (expressions, not ideas!)

1) In literary works, look at: theme, plot/sequence, setting, pace, characters (go past what you would expect in the genre, necessities of the theme), dialogue, mood

b) “improper appropriation” aka “misappropriation” aka “subjective step”

i) In subjective step, look at total concept & overall feel to get in head of ordinary observer.

1) The way an individual encounters the work - interactive, individualized, emotional.

2. 2nd Circuit’s Standards 
a) = non-expert evaluation: whether an avg lay observer would recognize the alleged copy as having been appropriated from the ©’ed work

b) Tufenkian Import/Export Ventures, Inc. v. Einstein Moomjy, Inc. (copied rug that was made from elements of public domain rugs)
i) (Elements of improper appropriation:
1) Show that expression is protected

2) Amount copied is not de minimis
ii) Use “total concept & overall feel” comparison.

1) Filter out unprotected mat’l (b/c no liability for copying that)… 

2) but, ordinary observer doesn’t compare isolated parts – so okay to use a “more discerning observer” test
a. isolate protected stuff but observe in its whole

b. ( Policy – don’t want to let someone prevail in a © case base on public domain mat’l – don’t let them re-privatize what has become publicly available

iii) Ask – has ∆ incorporated in their expression the stuff that makes Π’s original appealing as a work

1) Here – Π made choices as a designer re: what to remove.

2) ∆ did same thing. Is appealing to the same customer demand – don’t want to undermine incentive of the original author.
3) Choices to weed out stuff is not in the public domain.

3. 9th Circuit’s Standards

a) Uses ‘extrinsic’ & ‘intrinsic’ tests

b) Shaw v. Lindheim (“Equalizer” tv show)
i) If, after objective inquiry, conclude that there’s a triable issue of fact that it may be similar, have to give it to the fact finder
ii) (fact finder has to decide the subjective step)
iii) (triable issue on obj precludes SJ on subj)
c) ( 2nd & 9th comparison
d) Both require proof of access to Π’s work & appropriation of protected expression
e) 2nd
i) reqs proof of c-i-f 
1) (which reqs proof of access & subs similarity – measured under objective std)
ii) If Π meets both those burdens, can present the case under a subjective std of substantial similarity – avg lay observer
f) 9th
i) Once Π proves access, case turns to improper appropriation, w/ 2 subparts
1) If Π raises triable issue as to subt similarity of ideas, or ‘extrinsic’ copying, 
2) Then Π is entitled to present the case of ‘intrinsic’ copying (subs similarity of expression)
ii. The Right to Prepare Derivative Works 
1. § 106. Exclusive rights in copyrighted works

a) Subject to sections 107 through 122, the owner of © under this title has the exclusive rights to do & to authorize any of the following: 
i) (1) to reproduce the ©’ed work in copies or phonorecords; 
ii) (2) to prepare derivative works based upon the ©’ed work; 
iii) (3) to distribute copies or phonorecords of the ©’ed work to the public by [inter alia] lending; 
2. 101. Definitions
a) A “derivative work” is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. . . .
3. Def’n of derive work is broad: 
a) Does not req ‘fixing’ in literalist reading but court (& everyone but prof miller) says it has to be fixed
i) (must exist in a ‘concrete or permanent form’)
b) Has to subst incorporate protected mat’l from the preexisting work (subs similarity test)
i) (how is this different than reproducing a work in a copy? Has grown closer in def’n over time)
4. Micro Star v. FormGen, Inc. (duke nukem)
a) Was a derive work prepared?
b) Is the work fixed? (is it being stored somewhere? Here – yes – MAP file)
c) Substantial similarity? 9th circuit 2-step – objective detail/subj response

d) Key – derive works test is similar to reproducing copies test.
iii. The Right to Distribute Copies of the Work 

1. (First Sale Doctrine:
a) § 109. Limitations on exclusive rights: Effect of transfer of particular copy or phonorecord
i) (a) Notwithstanding ... 106 (3), the owner of a particular copy ... lawfully made ... is entitled, w/o the authority of the © owner, to sell or otherwise dispose of the possession of that copy ...
2. What if the copy isn’t “lawfully made”? e.g., Hotaling v. Church of Jesus Christ of Latter-Day Saints
a) Can’t claim 1st sale protection

b) But, okay to have the copy – but can’t distrib to the public

i) [© owner has exclusive right to "to distribute copies or phonorecords of the ©’ed work to the public by sale or other transfer of ownership, or by rental, lease, or lending;" per §106(3)]

3. “otherwise dispose”

a) Lending in a library is a permitted way of ‘otherwise disposing’ a copy

b) But since it’s not lawfully made, they can’t – violation of © owner’s excl right to distribute

i) If adds to collection, lists in index, makes available for use,, it = distribution to the public (even if no one ever actually uses it)

ii) Policy – don’t want to encourage poor record keeping

iv. The Public Display & Public Performance Rights 

1. § 106. Exclusive rights in copyrighted works
a) Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do and to authorize any of the following: 

i) …

ii) (4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the copyrighted work publicly; 

iii) (5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, incl the individual images of a motion picture or other audiovisual work, to display the copyrighted work publicly; and 

2. § 101. Definitions
a) To perform or display a work “publicly” means— 

i) (1) to perform or display it at a place open to the public or at any place where a substantial number of persons outside of a normal circle of a family and its social acquaintances is gathered; or 
ii) (2) to transmit or otherwise communicate a performance or display of the work to a place specified by clause (1) or to the public, by means of any device or process, whether the members of the public capable of receiving the performance or display receive it in the same place or in separate places and at the same time or at different times.

b) To “display” a work means to show a copy of it, either directly or by means of a film, slide, television image, or any other device or process or, in the case of a motion picture or other audiovis​ual work, to show individual images nonsequentially. 

c) To “perform” a work means to recite, render, play, dance, or act it, either directly or by means of any device or process or, in the case of a motion picture or other audiovisual work, to show its images in any sequence or to make the sounds accompanying it audible. 
3. Columbia Pictures Indus. v. Redd Horne, Inc. – store that rented out movies + viewing booths.
a) mere sale of tape doesn’t waive §106(4)
b) public? “place” is the store, not the booth.
4. Exception for non-sequential works (e.g., not a movie)
a) § 109. Limitations on exclusive rights: Effect of transfer of particular copy or phonorecord

i) …

ii) (c) Notwithstanding the provisions of section 106 (5), the owner of a particular copy lawfully made under this title, or any person authorized by such owner, is entitled, w/o the authority of the copyright owner, to display that copy publicly, either directly or by the projection of no more than one image at a time, to viewers present at the place where the copy is located. 

5. Hotel room does = private. Not open to the public, more like your living room.

b. Secondary Liability – aka ‘Indirect Infringement’
i. = holding someone liable for someone else’s acts. 

ii. Way to asset you rights against those who are helping others infringe

1. focus on ppl providing the instrumentality (or technology)/sponsoring the infringing activity = better way to stop the problem

iii. Need to use patent law b/c © act (and ™) doesn’t have provisions re: indirect infringement.

1. consider whether there are substantial non-infringing uses

iv. 3 types:

1. contributory = aidor/abettor liability

a) req’s knowledge and substantial aid

2. vicarious = respondeat superior liability

a) right to control + benefit
3. new: active enducement (Grokster)

v. Fonovisa, Inc. v. Cherry Auction, Inc. (swap meet w/ counterfeit cds)

a) Vicarious liability Assessment – benefit + control
b) Does ∆ have control?
i) Has right to term vendors for any reason – so yes
c) Does ∆ get a benefit?

i) Gets more $ if more customers – sale of pirated CDs is a draw

2. Contributory Liability Assessment

a) Does ∆ have knowledge?
i) Yes – raids, letter, ability to patrol
b) Material Contribution?
i) Yes – not merely renting space – providing infrastructure so customers want to go there
vi. Sony Corp. of America v. Universal City Studios, Inc. (betamax case)
1. ≠ infring b/c ‘widely used for legitimate unobjectionable purposes’
2. subst non-infringing uses
3. those that do object, the uses = fair use
vii. Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd. (p2p file sharing)
1. 80-90% of mat’l is ©’ed
2. active inducement theory – encouraging & instructing customers on h2 infringe
a) req’d showing:
i) one who distributes a device w/ the object of promoting its use to infringe copyright [look @ behavior]
ii) as shown by clear expression or other affirm steps taken to foster infringement
iii) is liable for the resulting acts of infr by 3Ps
b) But – be careful on what affirm steps inferences are drawn from
i) Mere product design choice, or knowledge of possible infringing use ≠ enough
c) Balance – don’t give © owners control over technological development of things that could be used for infringement
3. Clear expression ev in MGM:
a) Several interlocking steps that each co took, aggressively and publicly, to step in Napster gap
b) Suggested connections to Napster
c) Appeal to Napster user base
d) Similarities in names – signal to user community that they will get same functionality
4. by itself, above ≠ enough – so need plus factors:
a) didn’t attempt to dev ways to diminish infringing activity
i) (design choice shouldn’t be basis for liability, but if ev of bad action (courting Napster user base) it becomes probative)
b) Business model turns on high volume use, which record shows is infringing
c. The Digital Millennium Copyright Act 

i. Anti-Circumvention & Technological Protection Measures (class 16)
1. RealNetworks, Inc. v. Streambox, Inc. 
VII. copyright: defenses to infringement
a. Generally

i. “an unlicensed use of the © is not an infringement unless it conflicts w/ one of the specific exclusive rights conferred by the © statute.”

b. Copyright Licensing 

i. Exclusive Licenses
1. must be in writing – §204(a)

a) § 204. Execution of transfers of copyright ownership

i) (a) A transfer of copyright ownership, other than by operation of law, is not valid unless an instrument of conveyance, or a note or memorandum of the transfer, is in writing and signed by the owner of the rights conveyed or such owner’s duly authorized agent. 

2. a trx of ownership = excl license (§101)

3. (non-excl ≠ trx of ownership)
ii. Random House v. Rosetta Books (right to e-books)
1. granted rights to publish “in book form” - ≠ incl e-books /bc using K interpretation principles, def’ns, usage in the trade

ii. Implied Licenses 
1. Effects Associates, Inc. v. Cohen (footage for horror movie – not paid for)
a) Is this w4h?
i) Is an allowed category, but no writing
b) Is ∆ licensed to use it?
i) Can’t be excl – no writing
ii) Non-excl? implied from circs
1) gave negs
2) letter agreeing to make it
3) trx wouldn’t make sense w/o implied license
c. Fair Use - Criticism, Parody, & Other “Exemplary” Uses
i. Generally

1. fair use is applicable to every © right

2. “fair use presupposes ‘good faith’ & ‘fair dealing’

3. fair use = affirm. def., must be proved by accused infringer

4. factors explain reasoning but don’t drive it

ii. Illustrative ‘fair use’ purposes: 

1. “criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research” (§107)
2. ≠ exhaustive list

iii. 4 factors (§107):

1. Purpose & character of the use [commercial or not?]
a) = commercial nature or non-profit educational purposes? (§107(1))
i) “fact that a publication was commercial as opposed to nonprofit is a separate factor that tends to weigh against a finding of fair use” – but is not dispositive (Harper)
b) = criticism, comment, news reporting, & the like?

c) = transformative, or a replacement/duplicate? The more transformative, the less the significance of the other factors.

i) Goal of © (promote arts) furthered by transformative works

ii) Parody = transformative

	
	Commercial
	Non-commercial

	Duplicative
	
	Sony (no liability)

	Transformative
	Campbell (no liability)

Harper (liability)
	


2. Nature of the ©ed work [fanciful or factual?]
a) Is it in the core of stuff intended to get © protection?

b) Being ‘unpublished’ is a critical element of the work’s ‘nature’

c) © holder has strong interests in confidentiality & creative control

3. Substantiality of the portion used in relation to the ©’ed work as a whole

a) Was the amount used reas in relation to the purpose & character of the copying?

b) Look to quantity, quality & importance.

c) If small, but = “the heart” of the work, ≠ fair use (Harper)
4. The effect on the potential market for or value of the ©’ed work

a) Substitution effect is what is critical – does it satisfy the same demand (market substitute) as the original/licensed derivatives?

b) Parody ≠ substitute. Parody & original usu. serve dif. mkt functions. 

i) But, look at derivative markets – market for rap version of ‘Pretty Woman’?

ii) Also - Took too much?

c) “undoubtedly the single most important element of fair use”
d) FU is ltd to copying which does not materially impair the marketability of the work which is copied
e) Displacement = remediable; disparagement ≠ remediable

f) “Ordinary” & “Personal” Use that doesn’t effect the market (e.g., time-shifting) is ok (Sony)
g) What are the actual effects?

i) If no market substitution, probably always a fair use

iv. Parody vs. satire

1. law doesn’t recognize market for parody licenses – ppl aren’t going to allow others to tease them (generally)

2. Parody requires enough of original to “conjure up” the object if its critical wit – quotation of the original’s most distinctive or memorable features

3. satire ≠ need to copy someone’s work to comment on common cultural approach to sth – but parody requires invoking the original
d. First Sale 

i. Policy – c/l, restraints on alienation disfavored

ii. Exceptions for computer programs & sound recordings 

1. §109(b): can’t be disposed ‘by rental, lease, or lending’

2. doesn’t apply to AV works

3. doesn’t apply to non-for-profit libraries

iii. Lee v. A.R.T. Co. (postcards mounted on tile w/ resin)
1. Step 1: first sale

a) Selling the note card doesn’t violate Lee’s right to distribute. 

2. Step 2: BUT, is it a derivative work?

a) ART has not added anything but a tile to the back

b) Changing a frame, mat or mounting on a tile ≠ derivative work
c) Need to add more original expression of your own than just that
e. Compulsory Licenses & Regulatory Copyright 

i. Compulsory Licenses 
1. Mechanical Licenses – §115
a) If already recorded by someone else w/ author’s per, can get compulsory license

b) Scope of right (p. 586):

i) Can’t use if change the basic melody or fundamental character of the work.

ii) How much change? Little case law on this.

VIII. patents: acquiring rights
a. Generally

i. Utilitarian structure
ii. Disputes

1. Two routes of appeal if unhappy w/ USPTO – DC or COA (for patent prosec)
2. Litigation – directly to DC
3. Fed circuit created in 1982 – all patent litigation
iii. Rights: exclude others from making, using , offering to sell, selling, or importing patented invention in US (25 USC §154, 271)
1. Right to exclude:
a) Claims can be owned by different ppl
b) Blocking relationship:
i) A: Knife comprising handle + blade
ii) B: movable blade
c) Law encourages cross licenses to move fwd commercially
d) No requirement to actually make/do it
b. Disclosing & Claiming the Invention 

i. Basic bargain: you disclose, but get protection
ii. Tension – inventor may want to hold sth back

1. overbroad protection shorts public knowledge

2. under broad protection shorts inventor (less incentive to patent in the future)
iii. Requirements per §112 (Specification)
1. enablement

a) scope – that which is disclosed in the spec. coupled w/ what is known to a person having ordinary skill in the art

b) test for compliance = is ‘undue experimentation’ req’d to make & use the claimed invention

i) based on reasonableness std

ii) court will consider several factors, incl:

1) quantity of experimentation necessary

2) amount of direction or guidance presented

3) presence or absence of working examples

4) nature of the invention

5) state of the prior art

6) relative skill of those in the art

7) predictability or unpredictability of the art

8) breadth of the claims

c) judged as of filing date

2. best mode

a) aka ‘preferred embodiment’
b) policy – don’t give patent protection but let inventor keep best way a trade secret
c) two-part test
i) subjective: at time of filing, did inventor know a mode of making & using invention that he considered best
ii) if yes, objective: compares what inventor knew w/ what he disclosed by asking if the disclosure is adequate to enable one of ordinary skill in the art to practice the best more or has he ‘concealed’ his preferred mode
d) no duty to update the best mode after ap. filed
e) production details don’t have to be disclosed
3. written description

a) test: whether the disclosure of the application relied upon ‘reasonably conveys to the artisan that the inventor had possession at that time of the later claimed subj. matter.’

4. clear claiming (definiteness)
a) claims must be sufficiently definite

b) purpose:
i) puts public n notice of proprietary boundaries
ii) distinguishes invention from prior art
iv. O’Reilly v. Morse
1. Claiming beyond the disclosure – drags on other, future inventors
2. can only claim what you disclose

v. Adequate Disclosure

1. PHOSITA (person having ordinary skill in the art) can practice the claimed invention w/o undue experimentation) (multi-factor test)

2. PHOSITA can reas conclude that the inventor possessed the invention when filing the application
c. Statutory Bars 

i. Generally

1. §102. Conditions for patentability; novelty and loss of right to patent

a) A person shall be entitled to a patent unless

i) the invention was known or used by others in this country [only], OR

ii) patented or described in a printed publication in this or a foreign country, 
before the invention thereof by the applicant for patent, or 

b) A person shall be entitled to a patent unless

i) the invention was patented or described in a printed publication in this or a foreign country OR

ii) in public use or on sale in this country [only]

more than one year prior to the date of the application for patent in the United States, or

ii. date one year before filing = “critical date” for statutory bars
iii. Why statutory bars?

1. encourage prompt disclosure

2. discourage commercial exploitation while deferring start date of patent protection pd

3. patents = incentive to invent sth new

4. patenting old technology = harmful.

a) Encourages duplicative research

b) Raises prices able competitive level

iv. Policies
:

1. policy “against removing inventions from the public which the public has justifiably come to believe are freely available to all as a consequence of prolonged sales activity”

2. policy “favoring prompt & widespread disclosure of new inventions to the public”

3. policy preventing “the inventor from commercially exploiting the exclusivity of his invention substantially beyond the” statutory term
4. policy giving “the inventor a reas amount of time following sales activity … to determine whether a patent is a worthwhile investment”

v. On-Sale Bar 
1. On-sale bar arises when invention is both:

a) Ready for patenting
i) More than conception alone, can be shown by:
1) Reduced to practice, or
2) Drawings/descriptions (documents) sufficiently specific to enable PHOSITA to practice the invention
ii) No aspect of the invention was dev’d after the CD
b) The subject of a commercial offer for sale
2. offer must be for sth w/in the scope of the claim: subject matter of offer must either fully anticipate or render obvious what is eventually claimed
3. selling/licensing actual patent rights (not the invention) doesn’t invoke the on-sale bar
4. Public-Use Bar 
5. ►public use = “any use of the claimed invention by a person other than the inventor who is under no limitation, restriction or obligation of secrecy to the inventor.”

a) Today, secrecy can be inferred by circumstances
6. Evaluation based on how totality of the circs of the case comports w/ policies underlying public use bar. 
a) for a period greater than the statutorily prescribed time.
7. Generally:
a) doesn’t have to be >1 of the patented articles to = public use

b) if given, w/o limitation, restriction or injunction of secrecy, & it’s used, = public use
c) doesn’t have to be open to public view (e.g., can be inside a watch) – only in its “natural & intended way”
d) use must be in the US (but patenting or publication anywhere = bars)
e) barring event can arise from any source – e.g. 3P who sells it
8. Private uses:
a) if use is made in good faith solely to test the qualities of the invention/experimentation, ≠ public use
b) if the uses are under inventor’s control, & he hasn’t given anyone free unrestricted use, then = private use
9. Experimental Use – public use can be negated by showing the use was experimental
a) See general statutory bar policy – balance of two policies:
i) allowing the inventor a reas amount of time following sales activity to determine the potential economic value of a patent; vs.
ii) prohibiting the inventor from commercially exploiting the invention for a period greater than the statutorily prescribed time. 
b) Based on totality of circs. consider:

i) # of prototypes (1 is enough under Egbert)
ii) duration of testing
iii) *whether records or progress reports were made re: testing – can’t have passive program
iv) existence of NDA (today secrecy can be inferred from circs)
v) whether patentee rec’d compensation
vi) *extent of control inventor maintained over testing
1) last factor critically important – if inventor has no control over the experiments, he is not experimenting
10. lack of commercialization before filing ≠ dispositive of public use Q
vi. “Printed Publication” 

1. before critical date, the reference was sufficiently accessible to the public interested in the art

a) dissemination & public accessibility = key to determination of whether the prior art ref was ‘published’
b) look at when, where, who presentation was given to.
2. public accessibility is key:

a) [entirely oral – FN p 690]

b) distribution
c) indexing

d) if neither distributed or indexed, but displayed, consider:

i) length of time the display was exhibited
1) important in determining poty of public in capturing, processing & retaining the info conveyed

2) the more transient it is, the less likely to = “printed pub”

ii) expertise of the target audience

1) goes to how easily those who viewed it could retain it

iii) existence (or lack) of reas expectations that the mat’l displayed would not be copied
1) consider professional or behavioral norms

2) have steps been taken to prevent copying (license agmt, NDA, SW or disclaimer)

iv) simplicity or ease w/ which the mat’l displayed could have been copied

3. if entirely oral, but someone blogs about it, after >1 year = public printed pub

d. Novelty 

i. Generally

1. Statute: §102(a), (e) & (g)(2) [Conditions for Patentability: Novelty and Loss of Right to Patent]

2. claimed subj matter must be more at the time or date of invention

3. don’t give someone a patent on sth that already exists

4. must be in a single reference
ii. Proving Date of Invention
1. 2 ways:

a) Actual – prototype

b) Constructive – filing date (if satisfies §112’s disclosure reqs)
2. relevant when trying to antedate a prior art ref or trying to show he invented before someone else trying to patent the idea

3. Fundamentals:

a) 1st to RTP is prima facie ‘1st and true inventor’

i) If 2 ppl seeking patent, party who was 2nd to reduce to practice = 1st and true if can show was 1st to conceive and exercised reas diligence in RTP
b) RtP shown if inventor can show that invention works for its intended purpose

c) Conception is proved through presentation of corroborated ev that inventor form in his mind “a definite and perm idea of the complete and operative invention, as is thereafter applied in practice”

iii. “Known or Used” 

1. Generally

a) If used, but only experiment and it was unsuccessful doesn’t negate novelty

b) But if its abandoned after showing its practicability, then does negate novelty

2. consider whether work was done ‘openly’ and ‘under ordinary conditions w/o any deliberate attempt at concealment or effort to exclude the public and w/o any instructions of secrecy to the ees performing the work’
3. Comparative Perspective: Defining Prior Art and Geographic Limitations 

e. Non-Obviousness 

i. Why test for obviousness?

1. intentions are soln’s to problems

2. what kind of solns will artisans have?

a) Things in the art [not new any more]

b) New things that are obvious to the ordinary artisan

c) New things that take more skill and ingenuity than it takes to follow ordinary practice

3. we will likely get (a) and (b) even w/o reward

4. incentives will get (c)
5. Jeffersonian analysis → only have patents to encourage invention. 

a) Patents are an exception to the rule of competition. 

b) Shouldn’t give patent unless have no other choice. 

c) So, which inventions are big, important enough to give monopoly to (worth the “embarrassment” of a patent)?
ii. Tests

1. 1851 – Hotchkiss (p. 712): Must show more ingenuity and skill than possessed by an ordinary mechanic acquainted with business
2. 1941 – Cuno Eng’g : 
a) Must reveal the flash of creative genius 

b) (in Graham, overturned in a footnote – said was not meant to be a separate test; Hotchkiss is the cornerstone test, Cuno just a ‘rhetorical embellishment’)

3. 1950 – Great A&P Tea Co.: Synergism – whole must be greater than sum of parts
4. 1952 – Congress enacts §103
5. 1977 – Graham v. John Deere
iii. Generally

1. §103. Conditions for patentability; non-obvious subject matter 

a) (a) A patent may not be obtained [even if the inv is new], if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a PHOSITA to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.
2. How does §103 relate to IP clause and prior cases?

a) (congress can’t lower bar if ¢ reqs certain amount of creativity/genius)
b) IP clause = both a grant of power and a limitation (has a built in constraint – if tried to protect stuff that doesn’t promote the progress of the useful arts)

c) Congress can’t restrict free access to materials already available (things that are old or obvious)

d) Congress can chose policies to effectuate ¢ aims
3. (Inventor must display “more ingenuity and skill” than that possessed by PHOSITA [§103 is codification of Hotchkiss, but slightly different]
4. Prior art must be ‘analogous’:

a) In the same field, regardless of problem addressed

b) Or if outside the field, is reasonably pertinent to the problem

iv. The Graham Test (a Q of law)
1. based on ‘several basic factual inquiries’
a) scope and content of the prior art
b) difference btwn PA and the claims at issue

c) the level of ordinary skill in the pertinent art
d) nonobviousness determined accordingly

2. “2ndary considerations” can be helpful

a) commercial success
i) most important and most often asserted
ii) assumes that if inv were obvious, competitors would have produced it
b) long-felt need
c) failure of others
d) licensing/acquiescence
v. Combining References 

1. Can combine teachings of several prior art references

a) the references must suggest to PHOSITA that he should make the invention, and one made, would have a reas expectation of success

2. to prevent hindsight invalidation, must have some ‘teaching, suggestion or reason’ to combine cited references
 
f. Utility 

i. Generally
1. req. found in ¢ (“useful arts”) and §101 [Inventions Patentable] 
a) §101. Inventions patentable,. Whoever invents or discovers any new and useful process, machine, … 

b) §112. Specification. The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art … to make and use the same,….
2. Inv must function for its intended purpose
3. Low bar – rarely invoked by PTO, mainly an issue in biotech/genomics area (e.g., partial gene sequences)
ii. Burden

1. Initially on PTO – presumptive utility
2. if PTO provides ev showing that PHOSITA would reasonably doubt the asserted utility, burden shifts to applicant
IX. Enforcing Patent Rights

a. [Claim Interpretation]
i. Two impt tenets:
1. strong presumption that claim language is to be given ordinary meaning as understood by PHOSITA

2. claims are not to be construed by reference to the accused device – instead, in context of the entire patent (spec, prosec history, other claims)

b. Direct (Literal) Infringement 

i. § 271. Infringement of patent
1. … whoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or 
2. imports into the United States any patented invention during the term of the patent therefor, 
i. infringes the patent. 
ii. Independent creation ≠ defense!
iii. Direct Infringement Analysis:
1. Step 1: construe disputed claims

a) (construe to ordinary meaning to PHOSITA)

b) Q of law (Markman)

i) (result often leads to summary judgment)

c) Source of meaning → claim language, written description (e.g, “domestic cat” in spec), drawings, prosec history, external sources (ref books, experts)
2. Step 2: apply the construed claim

a) Q of fact

b) Map claim limitation o to accused items
iv. Transmatic, Inc. v. Gulton Industries, Inc. (bus ad holder)
1. What does term “light housing” mean?
2. can “light housing” have a flange?
a) Preferred embodiment, no
b) But looking at other claims, they add further structures
3. don’t interpret claim in a way that makes other claims superfluous
4. doesn’t have to be attached at walls
5. → look at text, rest of doc, experts if needed
c. Equivalent Infringement – Doctrine of Equivalents 

i. Generally

1. Highly fact specific

2.  “known interchangeability” = good sign of equiv.

3. (Equivalence assessed at time of infringement, not at issuance – keeps patents fresh.
4. DOE is “premised on language’s inability to capture the essence of innovation” – so allow for non-literal infringement. Uncertainty is the price we pay for ensuring that the appropriate incentives are given for inventions.
ii. Policy: 
1. If only exact copies = infringement, would devalue patent process

a) would lead to concealment instead of disclosure, etc. 
b) would “convert the protection of the patent grant into a hollow and useless thing”

2. If want strong incentive to get ppl to disclose, make sure property right is a reas size

3. Balance – don’t let DOE become excuse for lazy patent drafting

iii. Graver Tank v. Linde Air Prods. Co.
1. if two devices do work in substantially the same way and accomplish the same result, = same (substance not form)

2. = function-way-result test:
a) Patentee may invoke DOE against producer of a device that “performs substantially the same function in substantially the same way to obtain the same result”
d. Limitations on the Doctrine of Equivalents and Claim Scope 

i. Prosecution History Estoppel
1. DOE covers when words couldn’t. w/ PHE, had claim that worked, but affirmatively chose to use words that were narrower.
2. Warner-Jenkinson Company, Inc. v. Hilton Davis Chemical, Inc. (dye pH >6.0 infringing?)
a) Prosecution History Estoppel (PHE) – estopped by interactions w/ PTO
b) patented limited pH range b/c of prior art on one end, but why capped on both ends?
c) DOE must be applied to indiv elements of claim, not invention as a whole
i) Don’t let doctrine have such broad play that it eliminates claim element entirely
d) WJ: any surrender to get a claim precludes patentee from recapturing any part → SC rejects!
e) SCOTUS: look at both what was given up and why
i) If amendment reason is unclear, burden on applicant.
ii) If can’t explain, assume it’s an amendment that precludes equivalents.
iii) (so make amendment reasons clear in the record)
3. Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd. (two sealing rings limitation)
a) What drove amendment? 
i) Usu. prior art, but here was §112 (best mode)
b) Which amendments trigger PHE? Narrowing ones.
c) Which reasons?
i) Prior art? Yes – WJ
ii) Written disclosure rejection? Yes
iii) SC – still use equivalents w/ amendments. 
iv) New presumption → territory surrendered ≠ an equivalent of territory claimed
v) H2 rebut: @ time of amendment, PHOSITA could not reas have been expected to draft a claim that would have literally encompassed the alleged equiv
[image: image3.emf]
d) H2 prove? 3 instances (all a Q of law):
i) If alleged equiv was unforeseeable at the time of application [time of amendment]
ii) Alleged equiv has no more than a ‘tangential’ / ‘peripheral’ relationship to the reason the amendment was made (only happened 1x since Festo)
iii) “some other reason”
e) Net: (Amendment fully estopped unless can argue = unforeseeable.
ii. Public Dedication Rule 

a) Johnson & Johnston Associates, Inc. v. R.E. Service Co., Inc. (inventor describes stuff in spec that is not claimed)
b) ∆ uses steel instead of aluminum. DOE or ded to public?
c) Analysis:
i) Is disclosed, unclaimed matter dedicated?
X. Defenses to Patent Infringement

a. Generally
i. 37 C.F.R. § 1.56 – Duty to disclose information material to patentability.

1. (b) Under this section, information is material to patentability when it is not cumulative to information already of record or being made of record in the application, and
a) (1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or
b) (2) It refutes, or is inconsistent with, a position the applicant takes in:
i) Opposing an argument of unpatentability relied on by the Office, or
ii) Asserting an argument of patentability.
b. Inequitable Conduct 

i. Makes entire patent unenforceable.
ii. Purdue Pharma L.P. v. Endo Pharmaceuticals, Inc. (oxycodone – ‘surprisingly discovered’)
1. Ineq conduct must be shown by clear & convincing ev (b/c is a fraud c/a)
2. Threshold level of materiality & deceptive intent
3. then balance:
a)  materiality +/-   intent +/-
b) (if one low, other must be higher)
4. Here:
a) materiality isn’t very high.
b) Can’t infer intent to deceive from nondisclosure alone.
5. Materiality doesn’t invoke PHOSITA – more interested in what examiner would view as material.
XI. trade secrets

a. Generally

i. Justification:
1. utilitarian – public goods problem, recover development + cost

2. natural law – enforce principles of appropriate conduct

3. source of tension – favoring a fluid labor market

ii. Source:

1. Rst of Torts (§757-758): NY, PA, TX

2. Uniform Trade Secrets Act (UTSA): 42 states + DC, incl OR, CA, WA (can be differences in each state)

3. Economic Espionage Act of 1996 (18 USC §1831-1839)

a) (but have to convince fed atty to prosecute)

4. R3d of Unfair Competition – mid-90s

iii. UTSA

1. §2(a) – “actual or threatened misappropriation may be enjoined”

2. §3(a) – “[a] complainant is entitled to recover damages for misappropriation”

b. Defining a Trade Secret 

i. Derives actual or potential econ value from being not readily ascertainable 

ii. From UTSA:

1.  (4) "Trade secret" means information, including a formula, pattern, compilation, program device, method, technique, or process, that: (i) derives independent economic value, actual or potential, from no being generally known to, and not being readily ascertainable by proper means by, other persons who can obtain economic value from its disclosure or use, and (ii) is the subject of efforts that are reasonable under the circumstances to maintain its secrecy.
iii. “Reasonable efforts” requirement:

1. why? Helps prove/more confident that someone misappropriated

2. what = reas?

a) depends on how valuable – increase protect as value increases

b) (but don’t spend more than it makes sense to)

3. Emphasis 1: prove misappropriation

4. Emphasis 2: prove value
iv. Learning Curve Toys, Inc. v. Playwood Toys, Inc. (idea for tracks for Thomas train stolen)
1. Orally agree to protect

2. Existence of TS = Q of Fact (deference to jury)

3. Analysis:

a) Was design known to ppl outside the business?

i) Nothing else similar in market

ii) LC had tried and failed to make differentiating track

iii) LC obtained a patent (shows was new)

b) Too widely known w/in Playwood?

i) No, given size of biz

c) Measures to reasonably guard secret?

i) Oral, not written NDA ok

ii) Π having LC docs shows = reciprocal

iii) Π acted in good faith

iv) Look at context – good reason its not in writing

d) Valuable design?

i) ∆’s sales skyrocketed
ii) Doesn’t matter that Π wasn’t 100% done with design – Π added much of the value
e) Time, effort, $ expended

i) Can be important factor, but not always – ‘intuitive flash’ protectable
ii) Only a single factor so ≠ dispositive
iii) Creative insight different than data compilation (e.g., customer list) which may require stronger weight in this factor
f) How easily acquired by proper means?

i) Nothing to reverse engineer
ii) If = obvious, would have thought of it earlier
c. Misappropriation of Trade Secrets: “Improper Means” 

i. UTSA:

1. (1) "Improper means" includes theft, bribery, misrepresentation, breach or inducement of a breach of duty to maintain secrecy, or espionage through electronic or other means.

i. What = misappropriation? 

1. (Acquiring, disclosing or using in a wrongful way
2. (2) "Misappropriation " means: 
a) (i) acquisition of a trade secret of another by a person who knows or has reason to know that the trade secret was acquired by improper means; or

b) (ii) disclosure or use of a trade secret of another without express or implied consent by a person who 
i) (A) used improper means to acquire knowledge of the trade secret; or 
ii) (B) at the time of disclosure or use knew or had reason to know that his knowledge of the trade secret was 
1) (I) derived from or through a person who has utilized improper means to acquire it; 
2) (II) acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use; or 
3) (III) derived from or through a person who owed a duty to the person seeking relief to maintain its secrecy or limit its use; or 
iii) (C) before a material change of his position, knew or had reason to know that it was a trade secret ad that knowledge of it had been acquired by accident or mistake.
ii. Misappropriation #1 – acquisition (§1(2)(i))

1. X acquires secret of Y, and X ‘knows’ that T’s secret was acquired by improper means

iii. Misappropriation #2 – disclosure or use (§1(2)(ii)(A))

1. X discloses or uses secret of Y, and X itself used improper means to acquire the secret.

iv. Misappropriation #3 – (§1(2)(ii)(B)(I))

1. X discloses or uses Y’s secret rec’d from Z, at a time when X “knows” that its awareness of the secret derives from Z’s use of improper means to acquire it

v. Misappropriation #4 – (§1(2)(ii)(B)(II))

1. X discloses or uses Y’s secret, at a time when X ‘knows’ that X learned the secret in a context where X has a duty to keep the secret or limit its use.

vi. Misappropriation #5 – (§(1)2)(ii)(B)(III))

1. X discloses or uses Y’s secret, at a time when X ‘knows’ that its awareness of the secret derives from Z, and that Z has a duty to Y to keep the secret or limit its use.

vii. Misappropriation #6 - (§1(2)(ii)(C))

1. X discloses or uses Y’s secret, at a time when X has not yet materially changed its own position and ‘knows’ that the information was secret and made known to X through an accident or a mistake.

2. E.I. DuPont de Nemours & Company v. Christopher (plane takes pics of factory under construction)
3. ∆ argues public airspace, no other legal wrong (e.g., trespass, theft, etc.) – is like rev engineering or indep rsch
4. Ask – did Π reasonably guard secret?
a) Any cost-justified measures?
b) ‘impenetrable fortress’ = unreasonable
5. Cites Brown – “improperness” = free riding (obtaining info w/o paying price expended by TS discoverer)
a) (also have to expend $ to rev eng, or indep discovery)
b) Undercuts incentive to innovate
ii. Reverse Engineering
1. Why ok?
a) takes time, $, ≠ free (so no free-rider issue)
b) you learn new stuff / innovate, may even improve

c) encourage competition

2. Courts split on K’s to prohibit rev eng

3. Businesses take steps to prevent it – false parts, breaks if opened, etc.
d. The Employer-Employee Relationship 

i. Departing ees

1. Tension btwn protecting one’s freedom to pursue an occupation vs. protecting the value of TS

2. Distinction btwn (1) general knowledge, skill and exp accumulated over time, vs. (2) particular TS.

a) Ees can take (1), must leave behind (2).

3. H2 protect ers?

a) Typical confid agmt (not req’d but good for proof, avoidance of doubt)

b) Suits to bar inevitable disclosure
ii. Procter & Gamble Co. v. Stoneham (ee worked for P&G for 13 yrs, goes to competitor)
1. ee would use same general skills at new job
2. but, have non-compete agmt 
3. 3 year term – in consideration of stock options)
a) ask – is there really business info that stays secret for 3 yrs?
4. General standard (except CA):
a) “reasonable” = enforceable (scope, balance of interests)
b) Protect er’s interes w/o undue hardship on ee
5. Look for:
a) Time limits (if 5+ years, too long for ee to be out of work/life of TS)
b) Geog limits
c) Ee’s exposure to valuable TS – if isn’t true, then not protecting legitimate interest of er
d) Ee’s alternate means of support
6. Here – limited employment w/in int’l hair care industry w/ direct competitor
a) Focused on highest risk, very tailored
b) Time limit – 3 years – tracks useful life of marketing info
c) So, looks reasonable. Other ways ee can work, not overreaching, + he had access to highly valuable TS.
iii. Inevitable Disclosure
1. PepsiCo, Inc. v. Redmond (∆ wants to go from Pepsi to Quaker)
a) ∆ = GM of huge part of business.
b) Pepsi sues before he starts new job.
c) Has confide agmt but not non-compete – puts forth ‘inevitable disclosure’ doctrine
d) Consider – what did ∆ know?
i) He may try not to disclose but can’t help but rely on what he knows
e) If easy to make out as a case, makes all ee NDAs into non-competes!
f) Cites Teradyne – need to show high degree of probability of inevitable and immediate use of TS – almost for sure. High standard.
g) AMP – merely similar jobs – doesn’t necessitate that you will be using vital info, not enough
h) Danger – de facto non-compete agmts
2. What’s the “something more”?
a) 1:1 correspondence in jobs
b) Necessarily making decisions based on Π’s TS

c) Possessed extensive and intimate knowledge about biz plans
3. Deceptive behaviors during recruitment>
4. Won’t work in CA (b/c equiv of non-compete)
XII. ideas

a. Generally

i. Many of these cases c/b analyzed under TS law
ii. When is someone obligated to pay for idea if/when it gets used?

1. Split authority = idea is novel or original
2. idea is concrete

3. idea shared under facts that oblige one to pay

iii. Theories:

1. K

2. tort – invasion of property interest
i. concern: don’t impose liability on company when they’re not asking for it
1. invited vs. imposed ideas
b. Contract Law Basis for Idea Law Suits 

ii. Reeves v. Alyeska Pipeline Service Co. (tourism center at pipeline turnout)
1. Court adopts CA rule – no req that idea be novel/original.
a) Why? Don’t 2nd guess bargains
b) If pipeline co thought it was worth agreeing the way they did, in best position to decide that
2. P/E theory – change in reliance on a promise
a) Π made change to his detriment

b) (reasonably foreseeable change)

c) Fact Q

3. Quasi-K

a) Benefit of idea
b) Benefit of service – expertise. Real value is his knowledge of tourism.

4. TS? No.

a) Not novel – per UTSA, must not be know.

5. Novelty req’d in quasi-K, not in P/E
c. The Novelty Requirement 

i. Murray v. National Broadcasting Co., Inc. (Cosby show pitch)
1. theory why ≠ claim → not new, so can’t be basis of lawsuit (Cosby suggested in 1960s)
a) no novelty, no protection
b) (think nonobviousness in patent law)
2. not protectable – Π confuses idea as new vs. implementation of idea (breakthrough is that they did it, not the idea itself – Π isn’t responsible for creating the value in actually implementing it)
ii. Nadel v. Play-by-Play Toys & Novelties, Inc. (toy idea pitch – adequate consideration for K if not novel?)
1. NY moves closer to CA re: novelty req.
2. if confidential, paid for use = std custom and practice
a) if new to recipient = K claim 
b) if new to all = property claim
d. Concreteness 

i. Tate v. Scanlon International, Inc. (suture boots invention)
1. New + concrete = jury findings
2. concrete = separate req
a) not protectable unless has reached a stage at which can be implemented
b) (similar to enablement req in patent law)
3. if requires extensive investigation, research and planning, ≠ concrete

ii. Policy – if gave sth w/o much substance, clear that company added the value, not the ‘idea person’
� Horizon Mills Corp. v. QVC, Inc.


� Novartis Consumer Health Inc. v. McNeil-PPC, Inc.


� Two Pesos, Inc. v. Taco Cabana, Inc


� Wal-Mart Stores, Inc. v. Samara Brothers, Inc.


� Allard Enterprises, Inc. v. Advanced Programming Resources, Inc.


� In re Forbes


� In re Florida Citrus Commission


� In re Coors Brewing Company


� e.g., In re Phillips-Van Heusen Corp.- “Super silk” non-silk fabric


� Qualitex Co. v. Jacobson Products Co., Inc.


� Traffix Devices, Inc. v. Marketing Displays, Inc.


� Lever Bros. v. American Bakeries Co., Inc.


� Moseley v. V. Secret Catalogue, Inc.


� Hard Rock Licensing Corp. v. Concession Svcs, Inc.


� Forschner Group, inc. v. Arrow Trading Co. Inc.


� Web Printing Controls Co., Inc. v. Oxy-Dry Corp.


� Sears, Roebuck & Co. v. Stiffel Company


� Dastar Corp. v. Twentieth Century Fox Film Corp.


� White v. Samsung Electronics America, Inc.


� Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc.


� Mattel, Inc. v. MCA Records, Inc.


� Sony Corp. of America v. Universal City Studios, Inc., p. 574


� Harper & Row Publishers, Inc. v. Nation Enterprises (Pres. Ford’s memoir), p. 550


� p. 580


� p. 662


� pg. 669


� Space Systems/Loral, Inc. v. Lockheed Martin Corp. (including in ECP = on sale?), p. 670


� Lough v. Brunswick Corporation (inventor gave boat seals to friends w/o tracking), p. 682


� Egbert v. Lippmann (corset steels), p. 675


� Lough, p. 683


� In re Klopfenstein (soy food prep methods), p. 689


� Klopfenstein, p. 691


� v Rosaire v. Baroid Sales Division, p. 697


� Pg. 720


� McGinley v. Franklin Sports, Inc., p. 726


� In re Swartz, p. 736
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