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517.1 General

."^^}r^"_ illlle for punitive 
_relief in patent cases is sratutory.wnetner damages are t'ouad. by the jurlr or assessed by the judge, "íneither event the court may ilgreasé tt{" ¿Ããã""ìpiJthree timesthe amou¡t found or asses'sedii ;d "hãxi;üfräiå."i -uv "**¿

. '35 u.s.c. $284. Liquidated d*mages âre not pu¡litive if they â¡e reasorâbre and thegxact 9.m9y1't*ol.actuat damage woul¿. be ¿¡mc¡¡t tó l;;;. U";;å &à;;,. npï,at-rî,atmports, 834 8.2à 1018 (Fed. Cir. 198?).
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reasonable attorney fees to the prevailing party."'z The consequenc€s

of patent infringement therefore include the assessment provitleil by
statute of multiplied damages or attorney fees.3 Attorney f-e9s may
also be avr'àrdeâ for coniluãt in violation of Rule 11, FRCP, as a
discovery salction under Rule 3?, FRCP, ancl foråivolorrs or vexatious
conduct under Rule 38, FRAP, or 28 U.S.C. $1927. AII ofthese concepts
aooear to be interrelated.a In addition, of course, state law may pro-
vîde for an award ofpunitive d"m ages in certain cases, such as fraudu-
Ient inducement to ìeveal trade secrets.s The constitutionâlity of an
award of punitive damages is reviewetl under the de novo stanilard'
Nonetheless, if a punitive ilamages determinatiol rests on pureþ
factual issues, the^ reviewing cor¡-rt is to assume that those factual
issues have been resolved adversely to the defendant, absent contrary
indication. The tb¡ee main criteria a¡e (1) the degree or rêprehensibil-
ítv ofthe defendant's misconiluct, (2) the clisparity between the harm
(o'r potential harm) suffered by the plaintiff and the punitive damages
àwärd, and (3) the difference Letweìn the punitive dam?ges awarded
by the jury and the civil penalties authorized or imposed in compara-
bi. casãs. îhe court struõtures its review on each factor by conducting
an examination ofwhether the punitive damages subject was properly
submitted to the jury, an examination of the factual preclicates for
any ofthe pertinent factors, antl a careful assessment ofany compara-
ble state law sanctions.o

Increased clamages and attorney fees are simply means for plac-
ing the injuretl pateitee in the situation it would have occupied if
thã wrong had not been committed.T Thus, there is no necessarJ¡

inconsistàicy between awarding treble damages on account of willful
infringement and denying attoiney fees whether or not the case is
deemed exceptional.s

Increaseã damages and attorney fees must be premisetl on w'illful
infringement or bail faith.e In the initial determination of culpability,

,35 U.S.C. S285.
sRitp-Hite Corp. u. Kelteg Co.,819 F.2d 1120,2 USPQ2d 1915, 1919 (Feil' Ci¡ 1987)'
aV{estern Mar. EIec. Inc. u. Furuno Elec Co., ?64 F 2d 840, 226 USPQ 334 (Fed Cir' 1985)'

|Ríchardson o. Suzul¿i Motor Co., 868 F.2d 1226, I USPQ2d 1913 (Fed Cir' 1989) See,

e.E.Roton Barríer,lnc.. Ð. Stanley Works, ?9F3d 1112, 3? USPQ2d 1816 (Fed Cir 1996)' for
a 

-caee involving puîitive dâmages under the Illi¡ois TYade Secrets Act.
ïRhnnc-Poubnr Agro SA o. Deltøtb Genztics CorP., 272 F 3ð.1335 

' 
60 USPQ2il 1769 (Fed'

Ci.. zooi). fn" 
"."" 

pr;vides a textbook exa.Éple ofÀow to review a puaitive damoges awand

i-n 
" 

case lo*f"ittg tàrr¿r¡ent inducement. Thi¡e was a GVR by tåe Srrpreúe Court in light
of State Farm Ins: Co. u. Campbelt,538 U.S- 408, 123 S.Ct- 1513 (200Ð, and the reasoning

was aalhered to on reErand- Rhott¿-Poulcne Agro SA v DeI{ølb Genet¿cs Corp , 3'f5 F gd 1366,

68 USPQ2d 1314 (Fed. Ci¡- 2003).
Tùromson u. Western Lítho Ptøtc & Supp. Co., a53 F 2A 1568, 7 USPQ2d 1606 (Fed'

Cir. 1988).
sPaper Conoerting Møch. Co. v Møgna'Graphics Corp., ?85 F 2d 1013, 228 USPQ 938

(Fed. Ci¡. 1986).
sYørwal Corp. o. Eur'ContÌol IISA Inc.,775 F 2d 268, 227 USPQ352 (Fed Ci¡' 1985)'

Enhancetl claiages may be awarded only as a penalty for a.n infringels ùcreased culpabilty,
nÀely, w frn iifüngement or bad faith. Be otrice Foods Co. v. Neú EnAlDnd Pùnting & L¿tlL
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ii

a¡rd thus liabitity for increaseil damages, %ad faith" properþ refers
to an infringet's faih¡¡e to meet its affi¡mative iluty to use clue care
in avoiding infringement of anothefs patent rights. If an infringer
atlequately perforrns that duty by determining, for example, tþat gn
assertecl paient is invalid, that there is no infringeaent, or that its
conduct ii authorized by a license, it will not be heltl liable for in-
creased damages. On the other hand, where it continues its infringing
activity, and fails to investigate and detennine, in good faith, tJ:at it
possesies reasonable defenses to an accusation of patent infringe-
ment, the infringement is in bacl faith' Such conduct occurs when an
infringer mereþ copies a patented invention, or where it obtains
incom-petent, conclusory opinions of counsel only to use as a shield
againit a later charge óf *iUfU infringement, rather than in a good
fa-ith attempt to avoid infringing another's patent. Thus, "bail faith"
is more correctly called "bad faith infringement," and it is merely a
type of willful infringement.lo- - In the end analysis, awards of increasecl damages and attorney
fees should not be allowed to thwart efforts to challenge the validity
of patents believed in good faith to be invalid. A parby whg has
obtainetl ailvice of compàtent counsel, or otherwise acquireil a basis
for a bona fide betief thãt a patent is invalid, can be said to serve the
patent system in challenging that patent in a lawsuit conducteil fairly,
Lott"stly, and in gooil faith- Sucha party shoulcl not have increased
damages or attorñey fees imposetl solely because a court subsequently
holds-that belief r¡nfoundeã, particularly when the issues may be
fairþ described as close.ll Moreover, one of the benefrts of a patent
systðm is its so-calleil negative incentive to {esigrr around a competi-
tä1s products, even when they are patented, thus bringing a steady
flow of innovations to the marketplace..It should not be discouraged
by þunitive damage awards except in cases where conduct is so obnox-
ioui as clearly to call for them. The world of competition is fi¡Il of
fair fights.r'?

$17.2 Increased Dâanages

The court has come to the view that infringement damages cannot
be enhanced in the absence of a finding of willfi¡l infringement. In
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"dáil;J;;;;;;üoo L'iecu& vù.t *'e Éal court views as an inadequacv in the acÈual

damages found.
toJurgeræ o. CBK, Ltd.,80 F.3d 1566, 38 USPQzd 1397, 1399-1400 (Fed' Cir' 1996)'
rtK!þster Speed.steel AB v. Crucíble hæ., ?93 F.2d 1565, 230 USPQ 81 (Fed. Cir' 1986)'
Dstate Indus., Inc. v. A-O- Smith Corp.,75lF.2d 1226,224TSSPQ 418 (Fed. Cù. 1985).

Co., S23 F.za ßel, t7 USPQ2d 1553 (Fed Ci.r. 1991). He¡e, tàe district court hadpreviously
found that the inÁingement was tot \Ã¡illñl â¡d that the infringer bad not prolong€il- tlæ
litisation in bad faith.-a¡r<l therefore coaclude¿l that the case wss not excePtiotal Nonethelese,
thJttistrict coút was óuhâged at tlrc infringels intentional tlesf,n¡ctior ofrecorils, and therefore
trebled tùe actual ilamagãs "to adequateþ compensate" the patettee. The Feile¡al Circuit
vacat¿d the award on thã ground that damages can¡ot be enlancecl to ar¡¡a¡d F9,nut"it*
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lgg2itcharacterizeditsprevioussuggestionsthat.damagcsmight
;;;.ù;d *l"Iy drr" toìoi.ão"ãuct"ãurilg liticlti:g 9t dicta' and

ããrît"¿ 
""tìrtåi 

oîher sanctions are generalþ available for litigation
åä;îdä."ilã-iñ ¡"tì'rrio' of a partv to the litigation is just a

ããát i" Uã *"igfr"cl in assessing the l-evel of a defendant s culpability

liË"å ã,,^i;tri,iñent is founðto be willtuI'l3
" *-Th;il;;õd 

do-ages portion of $284 thus requires a two-step

ltt "iî. i'î"t",-ift" fa"tfittä". rrrost determine whether-an infringer is
"*ilåi;il,ffi;-"pott *rti"rt ittoeased do-48"1* Pay be based' If so'

ihJ;ät"t ;ú determines, exercising its sound 'ftscretion' whether'

;;ã;; ñ;;;nt, to incrôase the dãma,ges award given the totaliþ
;ilh; ;i;;¡¡a1j"rr.L"- s""u¡1"" increaseidamoges are punitive' the

;;"t"il;;ã; for impos-ine them must include some degree-of

Ïi;;;ìä;. A" ä.iïr øirn'riîfringement satisfles -this culpabilitv
;L"J;ä:;;;Jio *itr'o"t¿o,'bt' sãfÊcient t'o !r eet the fi rst criterion

i;"';;i;id; **f "".ttow 
d^-ages award' Increasecl damag-es

;ú" ;;;ï" -t*""¿"it ¡e"""sä of baã faith on the other sicle' The

ää"ätl'"ñ;ä"" üJãil\ willfirl infringement' and increased

á;;;;;;h;*""er, is sometiáes misunderstootl because the term

"bad faith.'has numerous pátent law applications'.Onþ some of these

*ã "åf""."irtt 
¿eterminiig-ihe predicäie cutpabiliry for an increasecl

l"--;;;;;ã. riuãî"iir'í" 
"""ã, 

for examplè, inreferringto miscon-

d;"üt--th" prosecution or litigátion ovei a patent' Such conduct

ü"ri¿* ;ttãqi"iit¡i" 
"otta""t 

d"ãng patent .prosecution' 
bringin'g vex-

îm"" I "t:i*tined 
suits, aitorne¡ior client misconcluct during litiga-

tåî;;;å;;;"à¡tv p'oio"ei"g litigation' these acts bv themselves'

iläiLi"îî""*iãt "-"nï"ì""t 
io.ä'' iä"t""t"d damages-award under

çãsa ¡à.1"." tÌr"y are not related to the underlying act ofinfringement
å-"ã .-r"i.tt i"* åbout the culpability of tbe infrirþr. Only a culpable

äå;ä;ä;ù-"î"la riaur" fàr incieased damages' not an innocent

ääå:fr'Ë rìriåâ'á.i" åiãr'f¡" evaluated to iletermine if the infringer

i"å,i *trTi"[v il ltgú of the totalþ of the -surrounding 
circum-

;;;";. ih" ,ífit"rtõ ftct to Ë" p"ott"ttl thut it, th" basis for increaseil

ää;;";î;;; *ã'ra ¡" that the infringem€nt was willrul' not

iËJîitisäüã" ."ti.;ties were improper' Thusl although an infringer's

;;;átl" cond.uct in prosecuting'its own patents' or its egregious

äå"äîãir" r"iãieã.""t [tigatioñmav- be sufficient for other sanc-

üo-nrììf"" u*u"d*s, or -ay bõosed as a-factor in determining whether

or how much to increase u áà-ug". award once sufñcient culpabiìit'y

ir iãrt¿, trt"." a"tiorrs 
"re 

,,ãisrfucient independent bases to justify

---ia"o¿co*-. portec, tnc.,gloq.2à816,23 USpQ2d 1426 tFed, cir. 1992). see wesúudco

a".". ,.*t-*"i-i,i"r"t Paper co, sãi Fztzâ¡' zo uSpQz¿ 1353-(Fed cir 1993) But see

i"";ià-i öä.';."8;þ",-n'"¿n"" p,'¿--r.ãi, i'o'is¿ r'zi ¿to' 25 usPQ2d 1447 ' 144s (Fed'

cir. 199A). wbere the court -"t.íå" f" "i" iä"eÈ"ge that súggests an, award of enha-nced

;'ï;;"";#;å-";;;o""t"¿ uv uã'i¡ît.r'o" l"Ërs:sz "*""' """ ' 
e'.g'' avia Group rnt't Int'

l-¿ffä;;:;"iù'.'i;":,-ããã ¡'lz¿ rsä. i uspQz¿ r¡¿s (Fed cir' 1e88): Rite-Hitz corp' u'

"x"íËi õ"1ätódïi uá0, z uspqzã rärà,1õisÌr'"¿. ci". Ls87\; Bo 
-u. 

Four star corp.,807

Ëîäiíeiî'úépdr¿ äiõti'"¿.i,r'.1-ria4l-Ñìi ufe co u Dura corp'' 78s F 2d 8e5' 22s

ijéËd"sdi irãã. ðr". issori s.c. ¡ziÃü'a s"" u.'-cørter-waunce InÆ., 7a7 F.2ð. 1sa, 224

USPQ 367 (Fed. CiÌ. 1986)'
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i;Ã , caÇ zr¿., 80 F 3d 1566, 38 USPQ2d 13e? (Fed Cir' 19e6)'^ 
- . -

ßDetta-X Cotp. D. Baker HughÊs Prod' îooLs' ti ' sU p 
'Z¿ /.to' zt USPQ2d 1'ø? (Fed'

increasedclamagesunder$2S4.laEnhanceddamaggsarepunitivenot
äåäiä""ãtì.1. f, """for", ",'-iüfti''g"t T a{ g-enerallv ?void 

enhanced

å;#ö"" ädil;;;åá"..;;o¿-i¡tt' ä"i""'" and a substantial

challenge to infringement ''"""-õä"irtä 
"in* 

-nurr¿, u flnding of willfi:l infringement does not

-^tã.t" îrttiã"-ue"" ú" 
""h*"Ëd, 

much less mandate treble dam-

î"ä. fir; ñ-"-""d iletermination in decicling to 
-grao-t 

enhancement

;åï;Ë;ffi"ti thå.eof is th"-egr"gio-osttess of the defendanf,s con-

iluct based on all tfre racts attã ciiãittñstances' The courtmust consiiler

ä.'.itärJääãî""ãätr; i"friü;¡' coniluct aore culpable' as well as

iäãiärã äãiá." -nieati',e oiãeliorating' These inótude (1) whether

lääîäïî" åJrt"-ro.tË"opñ"e, (Ð whetheitlere was q-oocl faithbelief

äiîtîrilî"tãäãl'" i',"'Ji¿ 3i ìót' infringed, (3) the infringefs behav-

ili:iJîr'irüËätm, i¿i trt" 
-it'tt''gers "sizó and financial condition'

tä;Ë;Ä;f îrt"'.u"", (6) durãfron of the bfringer's misconduct'

ì;í ;ñ"dtä ;ñ; bv tr'"'¡rrnt"s"", (8) the i¡fringet's motivation

iåí,r,ï"oîäd iäJïr{"ir'".-inã i-n#neer atleqnied to conceal its

åì""ãî¿-".t. fftese factors seem to be in-accord wit'h pJ$tive ilamage

consicleraf,ions in ottrer tort ããit'extsidTt'" i.-"""u*u oÎdamages based

;î ;î-fr,I";;;f th" i"r¡'eááã;t i" within the discretionary author-

i;;ïfihJiiJ-"ä""t, i"ro"Ã-"¿-úv tne "o"rtt 
familiaritv with the

H"tä.'il#täti""ti"tid irt" iti"t"Ët of justice' In exercising its dis-cre-

tion the trial court -uv "o"tî¿Jt 
ill *äigltt ortht eoidence of willful-

ä;.i;;Ë;;i-a"¡s"th" c"rp"uititv of-the infringer with due atten-

;i.ïil 'îy;;;"';.t""""t 
i"ãlüe"tiän, the closenèssof the question'

äîä äîãtrtã" raJs pertilent to"the awartl of exemplary damages'"

The court has 
"qn*"rv 

ü"iá lrtãt the altern¿tive remedy for de-

sisn patent infringement p;;;ã;A;v 35 U'S'c' $289-recovery of

;ii"Ë;"-ä'"ï;ä-t";tuå;;;bãincreased'ncler$284'which
orovicles only for "clornages'"üIn"ie"s"¿ aam?ges-.are not apportion-

äï;,#;;d'"til"r-.:,ii'"p;&;;;;""tof ãrdinarydamages'1e

$17.3 AttorneY Fees

District cou¡ts possess inherent poYer-to assess attorney fees as

a sanction when a p""ty 
'å; 

i"-i;t'fu- faith' vexatiously' wantonly'

Cir. 1993).
L1REddCorÐ.v.PortecIøc.,9?0F2d816'23USPQ2d1426'l4ll-19ÍFed'Cir'1992)'

sr""i.t' î"î,¡i;{' *;;;;;ã; ."d.ö j:{f ""'rt nir;mtttf¿F*nifH#"d.
Stryl"e, Co.p. i- t"ær^edícs OrihoPed'it

LlBrooktree corp, u. Aduon""¿ ul*-o*¡""",lna., g77-F-2.ò r555,24-u_sPQ2d 1401 lFed.

ciÌ. 1992). For exa'pt", 
"¡hao"t¿ 

¿.måcä"-,oäv-¡å."d"4"¿ * ¡appropriate' despite a verdict

ffndins ofwillÂ¡kiess, b""urr"" ort¡" "läãã"ä"'"iirt"i"**' 
¿" ¡tràin Corp' u NECCorp ' 115

i'ã¿ g'¿i, ¿z uspesd 1897 (Fed. cit lge?)'
lsBraunlncÐ.Dynani*sCorP',g?5F2d815'24USPQ2d1121(Fed'-Cù1992)'
\gCrystalsemiconì'uctofCorp.v.T?iTechMicroetectrònírsInftI¡l¿.'57USPQ2d1953

(Fed. Cir. 2001)
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or for oppressive reasorts.z0 Courts have tools to punish egregious
misconduct. These include attorney fees under 35 U.S.C. $285, Rule
11, FRCP, Rule 38, FRAP, or 28 U.S.C. ç1927.21

(ø) Determínøtíon of Entítlcmnnt

From early on, federal cou¡ts refused to adopt the English Rule-iequiring 
assessment of attorney fees agailst a losing party. Under

the American RuIe, the prevailing litigant is ordinarily not entitled
to any attorney fees absent statutory authority. A rationale for this
rule iÀ that one should not be penalized for litigating.2z As an exception
to the American Rule, courts have exercised their inherent equitable
power to make rvhole a party injured by an egregious abuse of the
judicial process. But in patent cas'es, that power is apparently limitecl,
to "exceptional cases," as provided in 35 U.S.C. $285.23 Allowance of
fees only in exceptional' cases is based on the premise that courts
should attempt to strike a balance between the interest ofthe patentee
in protecting its statutory rights anil the interest of the public in
confining such rights to their legal limits.2a Attorney fees are not to
be routinely assessed agâinst a losing party in litigation. Ttrey are
awarded to avoid a gross injustice and no,! to penalize a party for
merely defending or prosecuting a lawsuit.ã

A federal court h¿s inherent power to impose sanctions, and this
includes shifting litigation costs where a party has acted in bad faith,
vexatiously, wantonly, or for oppressive reasons. Statutes governing
sanctions do not displace this inherent power. When statutes or rules
provitle an adequate sanction for bad faith, a trial court should ordi-
narily reþ on those express authorities for sanctions. But if in the

I|L.E.A- funatech, Ittc. o- Al,lina, 49 F-3ð 1527, 33 USPQ2d 1839 (Fed. Cir. 1995).
zrJurgens u. CBK, Ltd.,80 F.3d 1566, 38 USPQ2d 139? (Fed. Ci¡- 1996). AppùeDtlv, 15

U.S.C. S111(a) is al6o available. See Wøymark Corp. þ. Portø Sys. Corp., 334 F.3il 1358, 67
USPQ2d 1303 (Fed. Cir. 2003).

ÐMachincry Corp. v. Gulffiber AB, 174F.2d 467,227 VSPQ 368 (Fed Cir. 1985).
aSvnTeþ |ndus, hr. v. Kenncdy Sky Liteí, Iìtc., 929 F.2ð 676, 18 USPQ2d 1332 (Fed.

Cir. 1991).
%5.C. Joh¡æon & Sot¿ u. Cdt'ter-Wølloce, InÆ., 781F.2ð' 198, 228 USPQ 367 (Fed. Cir'

L986); Mø¿hinery Corj. o. Gullþer AB, 774 F-zd 467, 227 IJSPq 368 (Fed. Cir. 1985). Not
aìl successful ¿lefendaûts a¡e entitled to attomey fees or to attomey fees a.nd expenses. T'lee

requirement in $285 of establùhing an erceptional caee remains a formidable and adequate
ba¡rier to unwa¡ranteil awards. Similarly, the $285 requiÌement that the fees awa¡ded be
"reâ6oûable" is a safegt¡ard agåiDs¿ excessive reiEbur6erûent. Møthis u. Spea'f,857 F 2ð 749,
8 USPQ2it 1029 (Fed. Cir. 1988). Irl Lør¡roy Corp- ù. Eur-Control USA 1n4.,775 f.2d26a,227
USPQ 352, 359 (Fed. Cir. 1985), the trial court found bad faith, despite a noDfrivolous effort
to design arouÀd the patent, âppareûtly on the gound that the infringer was the Pateût o'wner
who hád exclusively liceDseil tÀe plaintiff. In reversing, the court observetl that whe¡e the
parties are workiag under a coDtract, it would be logicâl to expect them to provide remedies
for a.Dy breach in the cont¡act iíself, a¡d recou.6e to the úore punitive aepects oftort damages
is therefore ù¡¡ecesss¡J¡. Attempting to avoid i¡fringemeût and inveDt a¡oü¡¡d a patent is not
su.fficiert to justi& the eDhanceÉett of dâmagÞs or attomey fees. See øIso Spíndclþbrilz 5.,
S. & G. GtubH o. Schubert & Sølzer Møs- Ah., 829 F.2d7075,4tSSPQ2d 10'f4 (Fed. Ci¡. 1987)

ÉReulon, ht¿. þ. Carsoø Prods- Co., 803 F.2d 676, 231 USPQ 472 (Fed. Cir' 1986).
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ãounsel fees, which prevailing litigants normally bear.2? It is intendeil
tn roinhrrrse a nartv that is inir¡reil when forced to undergo al excep-to reimburse a party that is inju¡eil when undergo al excep-

ose of $285 whentional case, noi the party's attorneys.% The purpose of $285 when
¡¡nlied to accused infrinsers is senerallv said to be two-fold: one, itapplied to accused infringers is generally said to be two-f'old: one' it
di"co.r"uges infringement by penalizing the infringer; and two, itdisìourages infringement by penalizing the infringer; and two, it
preventJgross injustice when the accused infringer h-as litigated in
bad faith. Where there is no willfi¡l infringement, the purpose of
discouraging infringement is not relevant. But an attorney fee award
can in such a case be justified by the need to prevent gross injustice.
This can be baseil on such matters as bad faith or litigation miscon-
iluct.2e Thus, a decision holding a patent invalid does not moot an
inequitable conduct issue where the accused infringer seeks attorney
fees as a result-3o

The patent statute provides for an a-u¡ard of attorney fees to the
"prevailing party''in exceptional cases.s1 Attorney fees under $285

zïAntsted Indüs- Ð. Buckele Steel Castin4s Co. , 23 F .3d 37 4. 30 USPQ2d 1470 (Fed' Cû'
1994). Ttrc trial cou.rt fouîil that the defet¿ta¡t copied the patent, lacked a good faith belief
that it T as invalid, denied infringerûent in tfie fâce of evidetce to the contrary, and burdened
the court with nuEe¡ous motions. IIowever, there was no fraudr:leDt coûduct, no fâlse pleatliûgs,
and no tactics of oppression antl harassmett- lltele was no iliscovery abuse, no misleailing
evidence presentetl ãt trial, antl in gene¡âl no conduct åmouûtlflg to abuse of tÀe judicial
p.o"""". fh*, although thii state oithe rycold Yas-h+d tf ilpport 9n- .award of increased
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i¡for.meil cliscretion of the court, neither the statute nor the rules are

uo to the task, the court may safely rely on its inherent power' There
must be a fincling of fraud or abuse ofthe judicial process. The review-
ing court must distinguishbetweeninappropriate conduct-reilressable
unãer 35 U.S.C. $284 or $285 and egregions conduct that justifies
resort to the inherent power to sanction' The court should resort to
its inherent poìÃ/er onlt where the ru.Ies or statutes do not reach the
acts that degracle the legal system.26

The purpose of $285 is to provide discretion where it would be
grossþ unjuit that the winner be 1"1X ¡o þsql_the buT99n of its own

and no taclics of

process. lhus, a.lthougll uus Eta¡e ot lne ¡ecolo w¿ls Irero !o suPPurL 4 ¿wdu
ãamages and attorneyfees under $$284 and 285, the Federal Circuit felt it ilid tot-sì¡pport an
ererciËe of discretioûtô awârd an additiot sanction, under the trral caurfs e$ritable powers,

of the expert wítoess fees expended by the plainti.fr.ld. Exercise of the court's inherent ¡rower
must be ãone with rest¡aint-a.nd discretion. The inherent power caú be used to shifÉ attorney
fees when there has beet wilLfü alÌsobeilience of a cou¡t order, o¡ conduct that iÊ in bad faith,
vexatious, wa.Dton, or for oppressive reasons. Conduct of the second type requires an iBproper
intent or iurpose'that car ot be i¡ferred from úere tå.r¿liness per se' Picþholtz tt' Rai¡lbou
?ech. Itrc.: 284 F .3ð. 1365, 62 USPQ2d 1340 (Fed. cir. 2002).

nBa.dnlam¿nti o. Dunham'q Lttc.,896 F.2d 1359, 13 USPQ2d 1967 (Feil Cir' 1990)'

^Mathis u. Spean, 857 î.2d 749, 8 üSPQ2¿I 1029 (Fed. Ci¡. 1988). T'he fact lhat tJrere

are no actual damâges áoes not render â.D award of attorney fees pùrritive' Aitorney fees are

compensatory, and äay provide a fair remedy in applopriât¿ cases' Knorr-.Bremse Systetn F
N. GMBH u.-Dana Coip., ael e.aa 1337, 72 USPQ2d 1560 (Fed. Cù' 2004)

NBecknan Instt., Inc. v. I'tlB Produkter AB, a92î.2ð 1547,13 US?Q2d 1301 (Fed' Ci¡'
1989). \{here fees are awarded solely on tJre basis of litigation miscor¡duct, the âwâì:d úust
bear sone relatron to the extênt of the mis conduct Read Corp- u' Portec' Inc ' 970 F 2il 816'
23 USPQ2d 1426 (Fed. Cû. 1992).

uPøraqon. Pod'iøtry Lab., I¡æ- u- KI'M I'abs , InÆ ,984F.2d 1782, 25 USPQ2d 1561 (Fed'

cù. 1993).
stF..g., Beckman h6tr., Inc. o. LEts Produktet AB' 892Ê.2d 7547,13 USPQ2d 1301 (Feil'

Cir. 1989).
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may be awarded for time inr.ruí.".eitã*ãiä""".äi,ffiî",1".1':åT"äi_"iti"#iåå"J":;if

rlil'i"*rffilntrr*î*åtüf trfr [d*+ft iå']:*îåt

ä$,{"üËifj#H#:î5*'iåii#,fåifä1i#iffi
Ëiffiiì;ffffi åållîn*ran rhar rhe rees awarded be ireasonabre"rs a safeguard againit excessive reimbursemeniõ Ëe"deral Circuit
fl:åit"ii"ïr"ff luù.""u"'b"tu"ti""i"t""iï"ìätìäi"i'çäu,*r.i"r,î
. It is not entirely clear wjusronrhe,ppuuìããffi .:Íl'Ïj}.;: jHTf,P*îJîîg:;i,::î:î'ir:;
rt may be an abuse of discrerion p g1r".-ai"-àJrå.,äi äììti"u 

"r." i'a srtuaf,ion where some claims a"" ¡"n 
"¿î¿ ääi"oaïglä ,oa otl,"".

i!'ffi##ri3;#,i!;::Fr#:itit-iir:Í":1,",i3"".;å"Íä;i":,î"i,1"?;ïi
fx+"#å#:f$åi:FFffiïå*"+ätå1"i"iuËÏi:*rtr;m:ll"*l*¡y]]'i:1:i:i=*å:iåi:äJlm'ï#lrd.äif ?:"'Æ
ilxaif ;":nn'":ä+i{iti"l"#":þ:*:ü:lÞTi{f ffi inî##?fJtrtii,"îxT,'i:iî*å."ïîä::r,:i:i*#*i,#Ëir=*3*r*lÌlïî""trffi 

:x"rj,,*il[.å.j*îåt?ffi rft råx:*i:]"ï 
rriHËi. "!ËË..å.tåöT:yJïff;i* iås:ïîij];g*t;g*nt:lt"#i:"bi*n*"#r"iHJ:if,î:,#:,":"",åtHå: j",i:*:i;*exercis^ing equitabte p"*"ãtãäãöiåut"ti"".

wH"î:#e:ffi; #Æis^yn:::rr.3^d 1473, 45 uspQ2d 14e8 (Fed. cù. 1ee8).f 
"f 

i*"51,iî*ï#ff :H:$lü-=;;*i:Fj:üi.iÉ1q.N."-:f i,l,'i'"[T:Í;îî;f,g?;not â prevailing pl
clar-û rt aôserted ;n

Party. when a p¡aintia s"de¿iã"i.i."vsuL 
uercÙse DUD roßes on validitv is

lå:l**ti,;;,;"1:iï{F*gË;',#:',iT*--""åi:'ffi #::iå:i;gpf ü,i{":þ*¡ç:*f ffi iiffiWí;r:{il"¡årffi î;1tH,s¿,åtr*.,å¿;HåJxåiffi *¡^t:pffi t:if ,:!i¿åi'åri:r$:H#
ÍX"*.3ï""1f Íl¿F,l",ä"ffiT"îål1#ffi::$i¡!,1,!{i$"T,1?å1"",iy"î#i
Ë"Tri"H:ïli"ï#åÐ'i"^åiqþî:iilffË1,i#"if É?ifl iff î:ä'#iiini"H;";îï "e;"rü"e Ëä;Tl#.ï';"'#:'iäJ,".'#"ff**#ii:il'":îS":,*ftÌ

iYi:::,i":::,:57r'.2d 74e,8 uspQ2d ro2s (Fed. cir. 1e88).

ä#W#Ê,X"{:#:":;y:f ::.y,îä,+ài,"Ë,"uilålã,i","e2d1466(Fed

#yiiåi'ä*i*'fl'*kffiå+#rËå1_:ii+tff i:Tääffi
pa¡ty in the context of paîü
L:t'V Steel Co., g6¿ F.gì lr
*##x.r*#{#1#j:ä"*"*"*s:**#s::h#."_*"#fu î#
thethe.paities, defenda¡t wâs fo,roj ãl -"-' "- *" -er¡¡'s r¡a¡ alters thc k
o¡ ttre_Ésue of i'vali¿ity ¡o . ae"..oirå.lfilailing 

partv, even thoùgb itffi l_rfr ","Htr,:tr.ii^ii::i;î:T"iH*:1ffi #såt:"ï,ï:1,# j+i*åî*îffi 
?¡g*r"^ç*g$,i"ç;H";4þiïåi#åî$"ïä":å"i,Ë,'å,ffi ,tff jft_r j

1?Radio Steel & Mfg. Co. u. ufo C*a":ne,231 F.2d 840, 221USpe 652 (Fed. Cir. 1984).



3(a)

ient
not
Yto
nal;
,ion-
rIn
ave

ç17.3(b) Increased Damoges & Attorney Fees

held invalid or not infringed.38 Similarly, it would seem that fees may
have to be apportioned carefr¡lly with regard to whether they resulted
from a vexatious litigation strategy.se

It is well settled that attorney fees cannot be awarded against
the federal government unless specifically authorized by a statutory
waiver of sovereigrr immunity. Such statutory authorization must be
express and specific; it cannot be extended beyond ihe statute's literal
terms and it ca-nnot be implied.ao Thus increasetl damages and attor-
ney fees are not available against the government in a case u-nder
28 U.S.C. $1498.41 The Hatch-Waxman Act authorizes an award of
attorney fees to the prevailing parby in exceptional cases on the basis
of an ANDA filing. The joint operation of $271(e) and $285 require
the infringer to display care anil regard for the strict standards of
the Hatch-Waxman Act when challenging patent validity. Thus, a
case initiated by a flIing under $271(e)(2), like any other form of
infringement litigation, may become exceptional if the ANDA filer
makes baseless certifi cations.a2

(b) Determínotíon of Anount ønd. Coaered Actiaity

961
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Attorney fees do not typically include taxable costs,4 but they
do cover expenses.a h Møthis u. Spears,Æ the cor¡rt spoke at length
on the subject of expenses under $285. In nonexceptional cases, theon the subject of expenses
American Rule is that ear

at length
ases- the

sBeckma.n Instr., Ina. v. LKB Prod,uh.ter A.B, a92 F-zd 1547, 13 USPQ2d 1301 (Fed.

Ci¡. 1989).
æBeckmøn Instr., Inc. n. LKB Prod.uþter A.B, 892 F.2d 1547,13 USPQ2d 1301 (Fed.

Cir. 1989).
&Søld,ana v- Merit Sys. Prot. Bd-,766 F.2d 514 (Fed. Cir. 1985)-

^Motorola., htc. u. (Jùíte¿l States, 729 F.2d 765,227ISSPQ 297 (Fed. Cû. 1984).
uYama¡øuchí Phørm. Co. u. Dãnbury Phdt'm. -l¿c., 231 F.3d 1339, 56 USPQ2d 1641 (Fed.

CiÌ. 2000).
ßBenn¿tt v- Depdrtment of Naù!,699 F.2d 1140 (Fed. Ctu. 1983).
alentral Soya Co. v. Geo- A- Hormzl & Co., 723 F.zd 1573, 220 USPQ 490 (Fed- Cir. 1983).
t'Mathis v- Spears,857 F.2d 749, 8 USPQ2d 1029 (Fed. Cû. 1988).

on the subJect ol expenses under }zðb. ln nonexcepüonal cases, lne
American Rule is that each party bears its own attorney fees and
expenses. But courts have exercised their inherent equitable power
to make whole a party injured by an egregioüs abuse of the judicial
process. Congress enacted $285 to codi$ in patent cases the "bad
faitn- equitable exception to the American Rule. The intent was to
discourage conduct that falls within the scope of exceptionality, by
reimbursing the prevailing party for the fees and expenses to which
it was subjected by the exceptional concluct.

The Mathis cou¡t dicl not hold that all awards under $285 may
or must include expenses, or expenses of any particular type or
amount. The district court s inherent equitable power and informed
iliscretion remain available in determining the level of exceptionality
rising out ofthe offendels particular conduct and in then determining'
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in light of that coniluct' the compensatgry glantum of the award'

including the u-ourriãitløt"ál'i"u"' ry¡¿1 if ¿¡-' ernenses shall be

included, u',a tr," 
"utå 

äï'ili.¡iäãil"î'"iä;'t' tfät';' lhe 1w3rd'6**ïÑ;t".t"¿" 
tt'e ie"sottà'¡te and necessar¡r out-of-pocket e-x-

penses of providi"g ä-1"*y;biervices that are- 
-not 

covered by the

tã*lv t.tä t"""".ã tft"v "ä*ot 
always- be anticinated with anv cer-

tainty in u si'r"o tut;,ih;i ä"rãì;rãv paict bv counsel and billed

to the client, thut u";;;T1;bf" "ottt 
õt'prottitjlted bv statute' and

that are not exput'""i il"t't""¿ for the mere convenienðe of counsel'a?

Tine Møthis clecision"m-ãlãs ü cÈa" tttat an attorney fee' award' can

includ.e necessary *i-*tã""¡I" lodging expenses of multiple attor-

ä;f;;Jtpl""d"f;ã;t'" ;ã""pã"tË" r* t"tretarial and parale-

äíËËä;*;ñ;;;;;i"";"ã whei the vol'me of work relating to

i# Ì#;å;ï":;;";ã;ã ;h;;";d secretarial workdav' resulting in an

;ï-;i-ñ;ü 
"o"t 

u¡o-"ä-t¿ ¡ÇoJ 
"ol'lìal 

ofiÊce salaries'4 Although

- o- Mathis also held td;;;ñ; ;i;"¿ss fees-are recoverable under 35

, q!' îiî'ä"sr¡i t¡"t "ärtiáíîitfreãe"ision 
has since been effectively

: '' ;;;;d'ñi;;;;ðão't pì"""a""t'as rhus, expert witness rees are

?' ^l not recovðrable under 35 U'S'C' $285'* -

) / ""' Àpp"i'"ïirv, t¡Ëi" it ""ão"¡i 
that fees mav be awa¡ded for in-

'* house coo.,""t *o'bä'ti;a';; ffi;;;ËffiÑLenin-bouse counsel

i. Ë;J;ãJì""r.Jr:iir"ãronable"ratei for in-house counsel are to

be calculated ¡u"u¿'o" ä;Jpi"r overhead. To allow a private-firm

market standard f;t'i":h;;ã;;ork wor:]p be to allow a nonlegal

business corporafio; b;;; ;h; services of in-house counsel and reap

;;ä#iË;ãfr'";J;I" ;;;;;¡Ê'si i'p""ssioo' the court has held

that a pro se litigu"t, äü"it ã átt""""y' äamot recover attorney fees

as a sanction fot ¿iti"îãty-titãã"¿u"t ún¿e" nule 3?' FRCP' This Ís

because the rule tpå"t" iå tu*t of expenses or fees "incurred'" One

cannot "incur" r""" iä'ä¡f-ø o"es¡If'^fees that one is not obligetl to

;;:^üÃ;;., thã i'ã"l""ttot""/ connotes an asencv relationship

- 
"Aorn* u. SPeørs, 857 î.2d74g, I USPQ2il 1029 (Fed' Cir' 1988)'

ûBennztt u. bepartmztut of No;w,699 F 2d 1140 (Feil' Cir' 1983)'

ßMoJhis 0. sp)ars, 857 F.Zd 749, 8 uspQ2d 1029 (Fed. cû. 1988). Fees alrd expenses

.r "*""åïåî 
å"ffJî"î" ä" å*La"úrã ,li"i Ëzli. s""n*"" t æt ., hæ. u. t'KB Prod.ukter

uijãlz'i:,Ã1liz,13 usPQ2d 13ol (Fed' cir' 1e8e)'

4|Í|cmuford'FittingCo.u.J.T.Gíbbons,llæ.,,182U.s43?.(198?),tbecouftheldthat
*h* Ji:"''üil;;öT"ãli-i"'-¡"''""-eo't ro"'tee* paid to its-oçn expert witnesses' a

fefle¡al court is, u¡"",,t 
"oot"""t 

o, u*iuä*r, 
"'åtoio.y 

auihority ø Fj- contrarv, bou¡d by 28

U.S.C. q1821(b), which limits "tp"* 
täCã""iã"-ãtí-¿" undð¡ Êß20 to 

-$40 
a dav for each

day's attê¡da¡ce and for t'e tt-" -J"ü"*ilv i"""pi"¿ i" t"u"ål !-. -*^d- Fro tl:e place of

attendance. And in We st virgitt'tÆ u"ií 
-n*îÅ''-i*li' 

Casev' 499-U S 83 (1991)' the court

held thât attorney fees dia not eoco-iå"" "-ip-"í*ito""" 
f"ã"; 

"rplicit 
ståtutory reference to

äi,iîåäi;;" ;ieãoi.e¿ ¡ o'¿á" ø superseile 28 U's'c' S1821(b)'--^-

ûAtnÂted Indus. L). Bucþrye steet cøst].n+s co., 23 F.3tl 374, 30 USPQ2d 1470 (Fed.

Cir. 1994).-- -íläe 
tn¿^., toc. t). cetanese polymer Spec. co.,840 F_2d 1565, 6 USPQ2d. 1010 (Fed.

cù. 1988).-- --uíäe 
tn¿*., t n rt. Celønese Poþmer Spec' Co" 84o F'2ð 1565' 6 USPQ2d 1010 (Fed'

Cir- 1988).
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between two parties-(client arrd attorney), such that fees a lawyer
might charge himself or herself are not "attorney fees." Nor are súch
fees a pay.able "expense," as there is no direct financial cost or charge
associated witì the expenditure of one's own time. Nonetheless,-a
pro se litigarrlattorney may be able to recover fees under the inherónt
powers of the district court, which provide an independent basis for
assessing discovery sanctions.s

Proofoffees should include an accounting ofhours, bílling rates,
and some evidence to show the reasonablenèss of the rateJin the
com:nr:nity. The records should be organized so that the couït ca¡
review the reasonableness ofthe time expended.e There is no judicial
requir_e{rjrnt for contemporaneous time records to qualify fõr a fee
award. While such records are the most desirable way of proving time
.q_pent, they a¡e not the only means. Attorney fees 

-are-allowãble if
they are based on records that are substantiâly reconstructed and
reasonably accurate.ss A client's bill may, if suffióiently detailed, sub-
stitute for lost billing records. But there must be some evidence to
support the reasonableness ofthe billing rate charged ald the number
of hours expended. Although the issuè of fees should be settled in
the most expeditious manner possible, there must be some frndings,
certairrly more than an "equitable instinct," supporting the fee awãd
in order to provide a base for appellate review,õ6 Custãmary fees are
factors in determining a reasonable attorney fee.57

Where a prevailing party has obtained excellent results, its attor-
ney should recover a fully compensatory fee. Norma1ly, this will en-
colnFass all hours reasonably expended on the litigaiion.ss Reason-
ableness is also comprehended by the requirement that the fees be
lor ryork actlally done on issues covered by the statutory provision
for the fees.ss tr'ees can be awarded for defenses not tried. Litigaats
in good faith may raise alternative legal grounds for a desired out-
come, ¿¡nd the cou¡t's rejection ofor failure to reach certain grounds
is not a sufficient reason for reducing a fee.60

ßPichholtz þ. Røinbow Tecb. I¡tc.,284 F.3d 1365, 62 USpe2d 1B4O (Fed. Cí1, 2OO2).
íLam, Inc. u. Johtæ-Mønvill¿ Coìp., 77aE.2d,1056,219 USPQ 6?0 (Fed. Cir. 1989).
æPPG Indus-, I¡¡¡. v. Cela nese Poþmcr S|nc. Co., a4O E .2d t565. 6 Uspe2d 1O1O (Fed.

Cfu. 1988). It was â¡ abuse of aliscretion to refuse any fees for in-house counsãl r¡¡o¡k where
tåe rmderlying docunentation for time spent was afidavits co¡roborated by business recor¿ls,

-aü 
preparcd wi-thin two years of the end of the time period in question. The court did note,

however, that insufficiert dosumentation may warrant a reducúon in fees. Ihe aûourt was
therefo¡e left to the discretior of tl:e ¿listrict court oû rema¡d, Id. Insufficient docuúertâtion
may warrã¡t a reduction in fees, but it does not relieve the district courÈ of its obligation to
award a reasonable fee. Slimfold Mfg. Co. ù. Kinkeød,ItuJus., 992 F.2d 1453, 18 USPQ2d 1S42
(Fed. Cir. 1991).

æWcttet Teclls. Corp. o, Calco, Ltd,850 F.2d 660, ? USPQ2d 109? (Ëed. Cir. 1988).

- - 
s1Møthis o. Spears, 857 î.2d.749, 8 USPQ2d 1029 (Fed. Cir. 1988). It was not improper

for the trial couÌt to consider the resùlts of America¡ Int€lìechral ProperÈy Law Associaåon
surveys of rates.

ûMøthis u- Spears, 857 F.2d 749, 8 USPQ2d 1029 (Fed. Cir. 1988).
ssHughas v- Noui Am, Inc., 724î.2d,722,220 USpe ?02 (Fed. Cir. 1984).
æMathis v- Speørs, 857 F.2d 749, I USPQ2d 1029 (Fed. Cù. 1988).
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Under $285, fees cannot be awa¡ded for work on nonpatent is-
sues.61 The cou.rt has held that attorrey fees under $285 may be
awarded in an action to enforce an agreement settling a patent in-
füngement case.62 But care must be taken to assure that a fee award
does not cover work done in connection with a claim that does not
warrant attorney fees.63 Only if the nonpatent issues are so inter-
twined with the patent issues that the evidence would in large mea-
sure be naterial to both can fees be awarded for the entire case.e

Certainly, arr award under $285 is not limited to fees paid for
coulsels work at trial. Fees incurred in discovery that was necessary
to the outcome ofthe case are properly included in an award.ffi It also
seems clear that fee awards may cover work other than strictly that
done at the tria-l-court level. Thus, the power to award attorney fees
for appellate work is not the exclusive domain of an appellate court,
and the trial court may award fees for prior appeals where such
appeals are an integral part of the ongoing 1itigation.66

What about ad:rrinistrative proceedings? In Weóó u. Dyer County
Board,67 the Supreme Cor¡¡t held that attorney fees. should not be
awarded in nonmandatory, nonjudicial proceedfurgs where the party
has the option of proceeding directþ to court, iurless the paÉy can
demonstrate that the lsork product rüas both usefirl and of a type
ordinarily necessary. In deciding that fees should be awarded for
protester participation in a protested reissue proceeding, the Federal
Cirouit seemingly distinguishecl Weóó on the ground that the protest-
er's participation was mandatory, or nearþ so. Thus the district court
on remand was ínstructed not to evaluate whether the protestet's
work was useful and necessary: it was presumed to be so because it
was the same work that would have been performed if the case had
proceeded to trial.6E It seems reasonable to expect that this rulíng
will be applied to reexamination proceedings as we . Work done in
a reexamination by an opposing party would seem to be no less neces-
sary and useful than the work ofa protester in a reissue proceeding.

One decision can be read as suggesting that increased damages
are typically intended to cover attorney fees in whole or in major

ÊrPeærsen Mfg- Co. o. Central Purchøsing, Inc., 740 F.2d 1541, 222 USPQ 562 (Fed.
ctu. 1984).

æInærspiro USA, hrc- v- Fí&gie Int'|, htæ.,18 F.3d 927, 30 USPQ2d 1070 (Fed. Cù. 1994).
1læ reasoni¡g implies tllat such a claiû is one ârising ìmtler the patent laws.

æWater Techs- Corp. u- Co,lco, Ltd,., 850 F.2d 660, 7 USPQ2il 1097 (Fed. Cù. 1988).
ügtißþle o. Heubleìn" I¡t¡., 716 F.2d 1550,219 USPQ 377 (Fed. Cir. 1983).
úMøthís u- Speals,857 F.2ð,749,8 USPQ2d 1029 (Fed. Ci¡. 1988).
66PPG Ind.us-, Inc. o. Celan¿se Pollùt¡pr Spec. Co,840 F.2d 1565, 6 USPQ2d 1010 (Fed,

Cir. 1988).

'¡471 U.S. 234 (1985).
æPPG Indus-,Ina. v- Celanese Poþmzr Spec. Co., 840 F.2d. 1565, 6 USPQ2d 1010 (Fed.

Ci¡. 1988). lhe court also held that it was ân abuse ofdisc¡etion to deDv attornev fees incurÌed
by the prctester as aD intervener in the applicaJrt'Ê previous appe"t ø tLe F"d""ä Circrrit íìo-
the PIO Boa¡d decision rejecting the reissue application.
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part.6e A district cou¡t has discretion to award preìudgment interest
on_attorney fee awa¡ds under $2g5, but need nót ilo so"in every case,
indeed,not even in every exceptional c¿s_e.^ The liulifity ot"orriurtiuJ
ror lee awards is discussed in 910.4(d).?r

(e) Erceptíonøl Círcutnstances

- -- 
I: winfu i¡fringement exceptional conduct? Willful infringement

may be seen as producing an unnecessarl¡ and outcome_certai_n law_
:Tl ån$ F",". -aVp{19 I gaqe so exceptional as to warrant attorney
rees.'" A finding of willfi:l infüngement is legally suffcient to meeïthe criterion- of an 'exceptionaì cãse," arrd 

"rrãà"i*f, "1",r-.tuo"""rt rs wrthin the trial court's discretionary authority to award attorney
fee¡,?3 al.thg_ugþ_an ar¡¡ard of fee!, becäuse di.;;u¿i";;T,, rtoes nòt
automatically follow from the willfi¡lness of an ínfringem"ít.r Norr"_
theless, not only is it incumbent upon a t¡al cãurt iïaúicutate the
Dasls ror a flndmg of _exceptional circumstances, but it is equally
naces_saq/ to explain why the case was not exceptional in the fäce o-f
a finding of willful infringement.?s

In addition to w.illful infringement, activities reflective of bad
-f-ij^î?-"l lhp :"ggesting exceptional circr¡mstanceÀ 

"IsoLct"ae 
i"eq-

ll-t:bl: corlguct during patenl 
-prosecution, misconduct during litig;

üon, vexatious or unjustified litigation, or a füvolous suit.?6-Inaäe_
quacy of prefiling preparation 4ãy be relevant to the ;exceptional"
case question.TT But the Federal Ciicuit says that it has never- upheld
a fi1ding of exceptionality based on a paientee's ¡aa ?aitf, busiinesÀ
conduct toward an accused infringer prior to litigation, and declines
to expand the scope ofthe statutory terà "exceptioäal,' ií that manner.

,_ - 
æP.øper Conuerting Mach. Co. v- Magta-Grøphics Corp., Z8B F.2d 1586, 229 USpe ,180(Fed. Cir. 1986).
1oMø,thi.s þ. Spea.rs, 857 F.zd I4g, 8 USpe2d 1029 (Fed. Ci¡. t9B8).
?rsee, e.g., nota 10:964.
nKloster Speed.stee¿ AB u- Crucibl.e Inc., ?9A F.2d 1565, 2A0 USpe 81 (Fed. Cir. 1986).
73Del Mar Auinnics. Ine. ø. @uinton l¡;l,tr. Co., 8g6 F.2d 1A20, S USi qid tzf)í,1262 (Feð,.Cir. 1987).

^..,^ 
I!^*,::.{fE: c!. !. ! :n cyuhrlc., el? F.2d 538, 16 uspe2d 1622 (Fed. cir. leeo);r\vut vroup rnt't, rtlc- v. LA (kar Catif,lnc., 85A F.2d 1552, ? Uspe2d 15aS (Fed. Cû. 19881:see allo Broohtree corp- u. Aduanccá iti"ìó o"i¡*",-tr*,'biiõ:å tsËáiTn uspezd 1401Ged. Cir- 1992)

- 
È;I-urgens o- CBK, Ltd,,80 F.gd 1566-,-38 Uspe2d 1392 (Fe¿ Cx-- tgg6)i Modínz Mfg.

Co..-u. Nlen Group, hrc-,917 F.2d 5BB, 16 U'Spe2d reäS G"d. iir. îSõo) îråmson u. WestemLitho Ptate & Supp. co., s5s F.2d 156b, ? uspeÞ¿ reõe O"J. Ci,.Iõasí:,È.õ. ¡"n*." a soov. Carter-Wallace, Inc., 7at F.2ð, tg8, z2e USpe Soz(F"à. Ctr. léæ1. -'-"
^-,ßBe.ckmønbætr.,Inc.v.IkBprod,uþterAB,BgZF.2dlE4I,tBUspe2d1g01, 1A04 Ged.c-1:. l?99ri qannÃrd. oit co. u. Atr¿ericdn cya"i*¡¿ c"., zz¿-e'.í¿ ãã, lzä üseq zee 1r"a.cir-. 7985rt Barer Ahticn¿esettschaff o. Duohar In.t't .Reiø;i B-n.: ii8 F .n ìzez ,-zzz isi,cj649 !ry+ cir. r9B4); Steuenson u. Sears,^Roebu.ck & C"., iten-zâ los, ln ùseq sos 1r,.a.Cir. 1983).

._ - lE¿c9n Gas Sys. fnc. ù. Bauet Compressors I¿¿., 229 F.3d 1 O22, 67 tJìI|qzd, 1470, t47g(Fed. Cir. 2002).
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Such business conduct, even though sufñciently relieil upon and preju-
dicial to lead to estoppel, does not make any subsequent lawsuit
exceptional.?8

$17.4 Wiltful Infringenent

The word "willfr¡l" is wiclely used in the law, and, although it has
not by any means been given a perfectly consistent interpret4tion, it
is generily understood io refer tã conduct that is not merely negligent,
e.f., acts tirat are "voh:ntarry," "deliberate," or "intentional'" The con-
celpí of "wi[fi:f in-fringement" is not simply a co! iluit for enhancement
of'damages; it is a ðtatement that patent infringer?enJ', like other
civil wroägé, is disfavoreil, and intentional disregard of l9gal fqhts
'warrãnts ãui"o"o.u. Remedy for willful infringement is fountled on
35 U.S.C. $284 ("the court may increase the damages up to three
times the amount founcl or assessed") and 35 U.S.C. $285 ("the cou¡t
in exceptional cases may award reasonable attorney fees to the pre-
vailing party'').?e

fhé p¡hroy consideration in determining willfrrl infringement
is whethðr the infringer, acting in good faith and upon due inquiry'
had sound reason to believe that it had the right to act in the manner
that was found to be infringing. The law does not search for rninlrn ally
tolerable behavior, but requiies prudent and ethical legal and com-
mercial actions. 'ihe preðedent- displays the consistent theme of
whether a prudent person would have hail sound reason to believe
that the pát"ttt w"J not infringed or was invalid o¡ unenforceable
anil wodã be so held if lit'igated. A factor to be considere¿l is whether
the adjudged infringer relied on legal advice. \{hen this defense is
raised-the-court may consider the nature ofthe advice, the thorough-
ness and competence ofthe legal opinion presented, and its objectivity-
The court wiil determine wheüher the advice of noninfringenent or
invalidity or unenforceability coulit have reasonably been reliecl on,
and wheiher, on the totality ófthe circumstances' exculpatory factors
avert a finding of witlful infringement. The totality of the circr¡m-
stances may inãlude not only such aspects as the closeness or complex-
ity of the legal and factual questions presenteil, but also commercial
factors that may have affected the infringer's actions. Aspects in
mitigation, such às whether there was independent invention or at-
bmfts to desigrr around alcl avoid the patent or any other factors

lslorest Løbs. Inc. D. Abbott I'øbs.,339 F.3d 1324, 6? USPQ2d 1682, 1686 (Fecl Cir'
2oog). The court did leave room, however, for Úhe possibility that a condì¡sioÀ of excepüionality
might be justified where it could be show¡ that the pat€ntæe ktew or should hâve know! that
its prelitigation cotduct would result it estoppel.

lsKrnrr-Bremse Systemp F. N. GMBH v Dønø Corp , 383 F,3d 133?, ?2 USPQ2il 1560

(Fed. Cir. 2004). P¡ovjiions for i.ucreased da.måges ûûder $284 and âtto-rn-ey fees u¡iler $285

àre available as deterrentg to blata¡t, blind, willfi¡l infringement of valül patÞrùB' Møthis v

Speørs, 857 F.2à.749, 8 USPQ2d 1029 (Fed. Cù. 1988).
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tending to show good tqith, should be taken into account and given
appropriate weight. WillfuI infringement is a question of factl ancl
must be established by clear and cõnvincing eviáence, for the bóund_
arJ¡ between unintentional and c"lFable acts is not always bright.
Since the issue of willfu_lness not onl] raises issues ofreasonableriess
and prr4gnce, but is ofben accompanied by questions ofintent, belief,
and credib_ility, appellate review requirós äppropriate cleferónce lõ
tþe special role of the trial cor¡¡t ln maAing such determinations.
Thus a finding of willfuI infringement will b*e sustained untess the
reviewing 

-court has a definite an¿ n¡m conviction that the trier of
fact erred.e

The issue of willful infringement accorclingly measr¡res the in_
fringing behavior, in the circumstances in whicñ ihe irrfrirrge."ctJ,
a_gâinst an objective standard of reasonable commercial beihavior ií
the same circumstances. Willfirl infringement is thus a measure of
reasonable commercial behavior in thJcontext of the tort of patent
infringement. The extent to which_the infringer disregaraea thä práp_
erty rights of the patentee, the deliberateneis of thelorHoo, ."i., ä"
other manifestations of r¡nethical or injurious commercial co"aú"t,
may provide grounds for a finding of willfi¡-l infringement arrd thá
enhoncement of damages.8r The boundary between uñintentional and
culpable actsjs not always bright, for the facts often include subjective
as well_as_ objective elements. Thus willfill infringement must be
established by clear and convincing evidence, for-it is a punitive
finding and cqn have the consequencã of multiplication of dairages.st
In finding willful in_fringement,ã jury is requiriil to findby cleai and
c-onvircing evidence in view of the totality õf the circumsiances that
the in-Í?inger acted in disregard ofthe patént and lacked a reasonable
basis for beli_eving that it had a right to do what it did. On appeal the
issue is whetherthat finding was supported by substantial eùãence.83
Absent an inilial presentation of evidence on the isÁue of w.illfulness,
the br¡¡den of coming forward in defense d.oes not arise. There ié
no. evidentiary presumption that every infringement is willfirl. The
patentee mrrst present threshold evidence of.culpable behavior.sa

u fildirre of r¡¡illful infringement, it múst appear that the
infringer had no reasonable basis ?or believing it had a right to do
the acts in question.ss The test is whether, underäl the circumstances,
a reasonable person would prudently conduct himseìf or herself witÉ
any confidence that a court might hold the patent inva_lid or not

æSeI Int'\, Inc. v. Ailuan¿eil Tech. Løbs., Inc., 727 F,Bd 1462, ¡f4 USpeZd 1422 (Eed..
cù. 1997).

srHoechst Celanzse Corp. v. BP Chem, Ltd,.,7g F.3d 16?5, BS Uspe2d 1126 (Fed, Cir. 1996).
úPøll Corp. u. Micron Sepørøtions, Inr., 66 F.gd 1211, 96 Uspe2d 1225 (Fed. Cû. 1995)-
æAntsted Indu$ v. Buchelye Steet Castings Co., 24 F.Bd 1TB, B0 Uspe2d 1462 (Fed.

Cir. 1994).
uNorian Corp. o. gtryher Corp.,363 F.gd 1921, ?O Uspe2d 1508, 151? (I¡ed. Ctu. 2OO4)-

- 
*RosemounL 7nc. ù. Beckmøn Instr., Inc., 227 F,2d 1540, 22f USpe 1 (Fed. Ci¡. 1984);

Sticþl¿ u. Heubtein, I¡æ., 216 F.2d 1550, 219 U-Spe gZ? (Fed. óir. rgeSl. 
-
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i¡fringecl.86 There must ìe an honest doubt of infringement or valid-

iw.8? Althoush tt 
" 

u"t o, .r,pitäii'ii"it'ñs"-""1ii1be considered

a?actor in a willfulness aeterälnãtÏon in a--ppropriate circumstances'

it cannot be the sole ¡u"i" tát*""1tá"ã"menf of ãamages'"t

Willfirlness in intringetr;iii t" * lir"' t^not an all-or-nothing

tr"it:iftä;ää"æ.. recogpizes that Pfr*g:Ti:: mav ranse

ää""u"*i"r,"¡e"ç'l"ifi:îJÏ|t*kå'"1"#m3çXtl:
iff åËl#î";:5å:Ìi:-liï#::iÏ"i:*:riîåi:'llir"rut""'nt
:rr+,rm¡ryt-+"],*'mÏr+í=¿{'"nffiçffi
ll,îTi*t?rf iå;;T;"1"t#rüää;#;.iatoneorwithoïherconsicr-
"""tions 

of the particular 
""iã' 

î""i¡i"tés,b the court's assessment

Ài th" 
"ott."qo"nces 

of patent intnngemeËiut" 
of -irr¿,t *hich must

Willfulness is a determ
be made bv exa-ioit'e tt'" t"i;liiï Jiitte citcu.msB"ces'sr Proof must

be bv clear and convincing:i'ä;ñ'"ãb*"t "Sd:li 
basis for di-

ä;íd;*';ïd;*r*;mi;'nÞfu1'"i:*fiffiHå':"1*:,'åi
ouestiãn of willful infringer
iurv question of intent'e"' - úi firlne"" does not equate to fraud' and tþu-+ th9 pleading re-

TråiåftiËl:+*ffi",ffi H:i¡Lî{#lîiåri 
jiäîffi irtïi

fraud or mistake, the crrc

"ft"*f 
i ¡ä "t"t"ã 

wíth particul arity'ea

(a) Oqinions of Counsel

Certainly' ongoing consultation with a patent.Iawyer is highly

p."bïi.;;äå*":";?;"ä?ät'ils"f l" there a dutv to obtain an

-uc"**t 

sor,,co. v- Geo A' rrotmzt & co' ?23F 2d 15?3' 220.u-sP-Q^490 (Fed cir' 1983J'

stRosemount, to" u a""n*o'iinÏt"" * ' ä"''u 1540' 221 u-sPQ 1 (Fed cir' 1984)'

icäi, t* ;,.,,^ø" 
"¡,. ç:ii:^ää.fr:¿3"'d;."íåå:iå$"å;i:¿i:?ãà,3i "*

Norinn CorP.' u. Stryker CotP'' 363
æRite'Hite corp' u' x¿t"t c"'' ãtsi:i rrzo' z uspQz¿ 1915 (Fed' cir' 1987)'

saR¿ad Corp' 1)' Poúec, Ittc ' tZO ¡''¿ tte' Z¡ USPQ2d 1426-(Fed Crr' 1992)'

,,",:fÅÏ,i#s,,yu,:!l:'gti;l*x;n:{:trx:*wç:ffi Ji;!L1i'H

"*ô;Ë.:i?ïT:t;;:. !#,*',,"¡." co..p'stsp2d815'24 usPQ2d ltzr' ttzziFud' ci' rsez)'

ssùichørdson v. su"un¡ voi' l' iee F 
'¿ 

tz'u' t uspQ'1-1^9:3^@ed cir' 1989)'

saperøuson e"our"eor¿ llnellol^l'L-."' ' u"e" óvs LrÇ 350 F'3d 132?' 69 USPQ2d

rOOr, tOrZ-tf'"¿ Cit ZOO3)'

ln*l*ggî*tr*gîåH'ffi #i,#äiffi 
-"Êffi

opirúon of competent counsel wlu :
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opinion of counsel? In its 2004 decision in Knorr-Bretnse u. Dana, anen banc court held that "no adverse inference that an opinioá oi
counsel was or wou-ld have been ur¡favorable flows from uo ullug"d
infringer's failure to obtain or produce an exculpatory opinion ofcoin_
sel..Precedent to the contrary ii overn¡Ied."s This upËarãrrtlv 

"nelui"_ocal holding prgmises not only to simplifr the willÍirln""s i¡¡qoiry, brrt
also to reduce the chances of a finaing ofwillful infringement.rt"efo¡
decisions on the question are collectðd in the note.ss 

"
So the Federal Circuit says that there is no dutv to seek an

opinion and, more than that, a failure to obtain or produåe one cannot
be held against the accused infringer.es Is there any benefit, then, to

a¡ opi-nion was obtåhed does not alwa)¡o and alore dictate a fading tbat the i¡jängeúent
w€s^not-r¡illfi¡1.-¡øosret Speedsteel AB u. Ctucible Inc-, ?93 F.2d 1565,"280 USpe S1 (F;d. Cir.1986). He¡e, a ûûding of no willfi¡Iness was reversed as clea¡ly eoori"or* t"À* ". ..r.*"
-Lröþr. -t:te¡e, a ll¡ldrng oï no willñ¡Lness^ waa reversed as clearly erroneous because no opinion
w_as sought despite a wa':tiDg not to infri.ûge more than a year-before inlingement legâ¡. See
!b2!yco hæ- u. fu-Bøg Corp., s¡Z r.z¿ r2ra, I USpe2ã rgzã tF"ããir. "1é-8gl; Avù G.oupInt'l l¡tc.-u. LA Gear Catif., Inc., aíi F.2d1¡sz, z USpeäa r¡¿a (F" ¿. Co. tlee\ßp¡rÅ"lf"t;ks.,s.& c. cmbg Ð. schubert & Satzer Mds. Ák, azs'F-zã 102i,-a ùbÞô!-J ro¿¿ t¡,"¿. cir.198?). Absence of a¡r oplrfon of cor¡¡sel does not in everj¡ cas"."qri"" 

" 
ÀT¿i"i 

"i 
ùrã-i"i-t;.

studiengeseltschafr Kohte u. Dart Indus- Inc., soz r.za ráea, s úsÞ@ãlãza f¡.ã¿. ci". ßsej;
Ní¿kson Indus- Inc. u. Rot Mfs. co., g4z îz¿lss,6Uspeá¿ rãiã iFJõi¡. rgssl.
._ - :!{rLorr-8rc!?se Ststzme F. N. GMBH ¿. Danø Corp., BB3 F.Bd tB}I, 72 Uspq2d ß60(Fed. Cir. 2004). Ihe court passed the quesüion "ofr¡¡hether íhe t¡ie¡ olf.*,Irurti""f*iy "¡Çcaû_or should be told whether or not õor¡nsel was co¡sult€d (âlb"it *iin",it-u.v info""ð" ãJto the natule of th€ advice received) as part of tJre totality oi th" "ir;;;à"ces releva¡t tothe question of willfirì infringemeût."

elt also eeems likely to reduce the workload of soûe patert la.wyers.

_ - ßCrit¡kon lnc. o. Becton Dirkinson Vaseular Access ht¡.,120 F.Ad 1258, 4g Uspe2d 1666tFed. c_ir. 1992); E¡ectro Med. sys. s.a_ u. cooper Liþ scizncà" lni ã¿ È.sãib¿s, e2 ùspe2d
1017 (Fed. Cb. 1994); L.A. Geør Ine. Ð. Thon irIAn Sh.oe Co, ges r-iã irli, zs úSnqza rdra(Fed. ci¡. 199a)i Mr¿¡æsota Mín. L Mfe- co. o. Johnson a' Jü""ü oinåpr"ai*, i""., szø
l?g-.l-5fq, ?4 qspe2d 1921 (Fed. Ci¡I.-tss2)Lfuzo¿ Corp- u. port";, r;.,-'wo n.za t'Iø, zsyjïA:g 11^r9^g"J cir. 1ee2\.; ortho pha, òo,p.,. s"itn, sss f.d¿:;ãó, ãz usrqza rirs
$êS :rr rsJeT]¡ Írco Inc..u. AE-BaE.Corp., 857 F.2d 1418, I Uspe2d 1a2g (¡'ed. Ci¡. 19BB);
AùÆ croup Int'l Inc. u. LA. Gear Cotif., In1, 858 F.2d 1552, Z Uspe2d 1548 (Fed. Cir. 1988jispínd¿lfabr¡þ s.,s.t'G- GnbH u. Schubert ¿ S"t i U*-.rt., elg e.5; rì-zã ¿ uspez¿ ro¿¿(Fed. cir. 198?); Bon v. Four star corp- 

-Bo7 
F.2d. 7s67, r uspeztrllo '(F"¿. cii. rsìei

lîtti;R.f t r¿. D.^GT.E latzrgn_c2ry., boo q.za nor, zai uspe ié5 fF"ã. òi.. rslÐ; c;eø;NorïLem Uorp, u. I)aùi.s Core & pad. C'.,_IBZ F.2d 159, 228 USpe A56 (Fed. Cù. 1986); E@lsro¿Puinø Co- u. tø¡-Mør-Co Inc.,772F.zd-7s70,222 USpa 1z? (Fleã. Cì. tàl$; a""àúa t"". ui.

lt BoLsels-Tire Sto¡es 1¿c., ?50 F.2d 9oB, 22g USpe 98i (Fed. Ci. 19ài¡; At""*q""í t"". ,i.
!:ckmøn^Ittstr-, Inc., 727 F.2d L540,22t uspe I G;d. Ci¡. ßAilCi"ñí S-oy" i". u. cno. A
!9nn4 e_!ro., 723 F.2d. t573,220 USpe 490 (Fed. Ci¡. tgAB\; Untpruak; Devices Inc. u.

Y:y"."-Py*" co:^lrl !.\!^t1y ?]-e_uspe 56e rrea. cí. rgsãt. Bui see Kin9 rnstr.
Çorp. Ð- Utan Corp, 767 F.zd a53,226 tJspe 402 (Fed. CiÌ.. f9B5).

. $The court explained that tlæle is precedeDt for the alÌawing of adverse inferences i.ûci¡cumsta¡ces other than tåose iûvolvi.Eg-attorÃey-clieût reìati"""Ë$;; f", "*;;l;,-;ñ;;pa¡b/r-refu.sal to teÊtifir or produce evideìce in civil suits create" . p'i""u-ptio,, òr áo irrt"rrt
e vritÌ¡ìold dâmaging info¡matioÈ tàat is úat€rial to the litigatio". fto*""ei, Ur" corr"ts hâ\,"
declined to_impose adverse inferences on invocåtion oftle aËorney_"U.oi j"i"if"gu. Thi" ,ol"
applics to the same extent in pateDt cases as in other 

"""as 
ofl"*. 'ihe i¡feience iÉat withheldopiniots a¡e adverse to tàê client's actioDs ca.n distort tåe atørneyãeoiìebUonsfrip, in

derogation of tåe foundatioûs of that relati.olr,;¡. e specia de afacíinfãtto.nev_"lierrt ióta_
tionshi- p,s in patent cases is rot wa.rranted. 1l¡ere should be ao risk of liabiliÇ in <lisclosuresto and fr-oe counsel in pateût ûâttêrs; such risk can intrude upon firll comlunication a.ndultimately the public int€rest i¡ encouraging open and confldeni'*tãUoo"nip" ¡"t*""r, 

"li"oiard-atrnrreyr- Knorr-Bremse Sjstene F. ñ. eU-tn o. oøna Corp., fda nãa iSsz, zz USfqza
1560 (Fed. CÍ. 2004).



obtaining an exculpatory opinion? Of course there may be. As the
Knot-Biemse court observed, there is no per se rule that the existencè
of a substantial defense to infringement is sufñcient to defeat liabiliüy
for wiltfirl infringement even if no legal advice has been secu¡ed. This
is simply a factor to be considered with others among the totality of
circumsiances, stressing the theme of whether a prudent,perso!
would have sound reason to believe that the patent was not in-fringecl
o¡ was invalid or unenforceable, and would be so heltl if [tigated.r0o

Thus, ilespite Knon-Bremse, it appears that' consulJation with
counsel is indeãd relevant evidence, as is the product ofthat consulta-
tion, its thoroughness, its objectivity, and its substance' To serve as
exculpatory legal advice the opinion of counsel is viewed objectively,
to determine whether it was obtained in a timely manner, whether
counsel analyzed the relevant facts and explained the conclusions in
light of the applicable law, and whether the opinion- warranted a
rðasonable clegree of certainty that the infringer had the legal right
to conduct the in-fringing âctiviff.1ol What matters is the nature of
the opinion and whafeffèct it had on an infringer's actions.10z Those
caseiwhere willful infringement is found despite the presence of an
opinion of counsel generalþ involve situations where tþ opinion of
cõunsel was either ignored or found to be incompetent.l03 The empha-
sis must be on compitency.lü Objective evidence must be considered
to detenrrine whether a defendant was justifietl in relying on patent
counsells advice, i.e., whether the opinion was competent. Opinion
Ietters should be reviewed to determine whether they evidence an
ailequate foundation based on a review of all necessary facts -or
whether they are conclusory on their face. Counsels opinion must be
thorough enough, as combined with other facts, to instill a belief in
the infringer that a court might reasonably hold the patent is invalid,
not infringed, or unenforceable. The letter should be reviewed for its
overall tone, its discussion of case law, its analysis of the particular
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be a faõto¡ i¡ a decision to awa¡d inc¡eased danrages. An alleged itfringer s'ho i¡teûtioDally
blinds itÁelftô the facts and law, coûti¡ues to in-fä¡ge, and eúploJ¡s the judicial process witå

co¡sultation with attorneys as to patÞnts that were closely related to tlæ Patent i¡ suit.
úzA¡nsted, Inl,us. u. Bu.ckeXe Steel Castings Co , 24 F.3d 178, 30 USPQ2d 1462 (Fed.

CiÌ. 1994).
ßReol, Corp. o. Portec, [nc.,970 F 2d 816, 23 USPQ2d 1426 (Fe¡I. Ci¡. 1992).
rvMin¡¿esota Mín- & Mfg. Co. u Johnson & Joh¡tson Orthopøedícs, Iræ.' 9?6 F.2d 1559,

24 USPQ2d 1321 (Fed. Cù. 1992).

rûKtlorr-Brense Ststeme F. N. GMBH v. Dørt Corp., 383 F.3d 1337' 72 USPQ2d 1560
(Fed. Cir. 2oo4). Aû asglesBive strategy, i¡volving a decieion to forego advice of coungel anal(Fed. Cir. 2oo4). Aû aggresBive strategy, i¡volving a decieion to forego advice of coungel and

to bring a declaratory judgment actíon seeking to have the patent d€clared inválid, c¿D q'ell

be a faõto¡ i¡ a decision to awa¡d inc¡eased danrages. An alleged itfringer s'ho i¡teûtioDally

no solidly based ex¡:ectatioD of Êuccess can hardly be sur¡rriseil when rts ilq3gemeDt is foutd
t¡ be v¡iilf¡]. Ktroså¡ Speedstcel AB o. Cru¿iblc htc , ?93 F.2d 1565, 230.VSPQ 81 (Fed Cù
1986). IDdeed, tåe úere fact that an accusetl infringer brought a ¿ledâratory judgÉett action
is no evidence that there was a ¡essonable basis for believing it had a right to continue allegedly
inÊìnging activity. tdtufman Co. u. I'antech,80? F.2d 9?0, 1 USPQ2d 1202 (Fed. Cù. 1986).

ßL9RI lnt'l Inc. v- Ad,uanr¿d, Tech. Løbs. Inc., 127 f Ad 7462, 'f4 USPQ2d 1422 (Fed. Cir.
199?). The court has passed tùe question whether willful iúfringemett can everte purgeil byhas passed tùe questio¡ whether willful iúfringemett can everte purgeil by

adviæ.ItAdøønced CønL Sys. htt:. v. Medtro¿¡¿, 265 F.3d 1294, 60 USPQ2dsubsequent legaÌ advic-€.ItAdøønced Cønl Sys In v. Med'toníÊ,265 F.3d 1294' 60 USPQ2d
1161 (-Fed. Ci¡. 2001), tÀe cou-É amûed the district juilgds retusal to permit evidence of
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Ansted lndus. ¿. Btækey Stuel Castit gs Co.,24 F.3d 178, 30
'I'hc ewi¡ìcnce was that tÌ'e .lie¡t knew thât the attornev did nollle evidence was tÌ¡at the cìient ùnew tÀât tJæ attorney did not fully u¡de¡sta¡d the invettiot
a-nd s¡as not awâle of objective evidence of ¡onobviousness.

ñIn¿tu-E¿te Corp. v. Kel'lsy Co., 819 F.2d 1120, 2 USPQ2d 1915 (Fe¿I. Ctr' 7987); Rolls-
norce Ltd.. v. GIIE Vàteron Corp., 8OO F.2d 1101, 231 USPQ 185 (Fed. Ctu. 7986); Mdchínerr
cirp. o. Gutlfiber AB, .714 F.ù 467, 227 USPQ 368 (Fed. Cif. 1985). Simplv becâuse the
iDfringer obtaiûed a¡l opinion on anothet pat€nt does tot mean that its failule to do so oD the
one in suit amounts to congcious disrega¡d of it. Atnelicon Origínnl Corp. o- Jenkins Food'
Corp,, 714 î.2d 459,22? USPQ 299 (Fe¿I. Cir. 1985). Where tàe defetdar¡t did ûot cotsult aÌl
attor¡ey for frve months after the 6¡st notice letter, dül not search for plror art until aft€r suit,
and continued to Eake â.ûd sell aft.er suil, double clamages were iuotiñeð Del Maì Aùiortics,
Inc. ù. Quinton hßtr. Co., 836 F.2d 1320, 5 USPQ2d 1255 (Fed. Ci¡. 1987).

ßDel Mør Auionics, htc. o. Quinton Instr. Co., 836 F.2il 1320, 5 USPQ2d 1255 (Fed. Cir.
1987)t Rite-Hite CoÌp. o. Ketþ Co., 819 F.2d 1120, 2 USPQ2d 1915 (Fed Cir. 1987).

r$Møchinery Corp. o. Gullfiber AB, 774l..2d 467,227 USPQ 368 (Fed. Cù. 1985).

977

facts, and its reference to inequitable conduct.1o5 In order to provide
a defense against willful infringement, counsel's opinion must be
premised upon the best i¡formation known to tJ:e defendant. Other-
wise, the opinion is IfüeIy to be inaccurate arrd will be ineffective to
indicate the defendanf,s good faith intent. Whenever material infor-
mation is intentionally withheld, or the best information is intention-
ally not made available to counsel tluring the preparation of the
opinion, the opinion can no longer serve its prophylactic purpose of
negating a finding of v¡illful in-fringement.106

There is no per se rule. While an opinion or lack of an opinion
is evidence going to an infringerrs state ofrnind, its existence, or lack
thereof, is not conclusive.l0T The v¡eight that may fairly be place¿l on
the presence or absence of an exculpatory opinion of counsel varies
with the circumstances of each case and has not been amenable to
development ofa rigorous rule.108In ascertaining an allegetl in-fringels
state ofmind, a district court must look at the totality ofcircumstances
in determining willfulness.loe

Whethe¡ infringement is w'illful is by deûnition a question of the
infringet's íntent. While an opinion of counsel is an important factor
in determining willfulness, its importance does not depend upon its
legal correctness. Indeed, the question arises only where counsel turns
out to have been wrong. Rather, the lawyer's opinion must be thorough
enough, as combined with other factors, to instill a belief in the in-
fringer that a court might reasonably hold the patent invalid, not

rúWestuaco Corp. v. Intemattiþn@l Paper Co., 991F-zd 735, 26 USPQ2d 1353 (Fed. Cù.
1993). Fo¡ example, it Johræ Eophíns Uniu. u. Cellpro Inc-, 152 F-1d 1342, 47 USPQ2d 1705
(F€d. Cù. 1998), the court held that a.D opiûiot of outside cou¡sel could not have instilled in
the deferdant, tbrough its kDowledgeable patent a¿lvisor., a reasonable conûdence that itE
activities did not infringe vâlid pateats. 11æ cou.rt cited tùe following defects: the opinion tlid
not attêmpt to li¡k tl¡e disclosures ofthe p¡ior ârt rcfereûces relied upon to esteblish a¡ticipatioû
or obviousness with the limitations of tJæ clai$s oftùe Patents. Îhe opinion leÙter conduded
tåat defendant ilid not infringe soñe clai¡ls but conßpicuously omitted any referetce to clairûs
asserted in the action. tr\¡rther, Uæ opi¡don was merely conclusory as to its allegations concern-
ing inequitable conduct, and made Do mentioû tåat iûtent to deceive is a necessa¡J¡ co¡ûponent
of tÀis defeDse, a fact that is often difficult to establish.

rßComørk Comm. Inc, v. Hørr¿s Corp.,156 F.3d 1182, 48 USPQ2d 1001 (Fed. Ctu. 1998).
An iDfringels u¡cottradicted testiEoty that he or she had a good faitù belief that tÀe påtett
was iûvalid ûeed not be accepteil by ajury as true \dhere there is ålso evidence that tJ:e belief'was ¡lrvauo Âeeq nor De accePæo Dy aJu.rJ¡
was based oì1 an opinion that was i¡l par.t P¡edicated oD faulty or inco¡oplete iDformation.
Amsted lndus. ¿. Bt¿ckeye Steel Castings Co.,24 F3A 178, 30 USPQ2d 1462 (Fed. CiÌ. 1994)'
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þfinSed, or unenforceable. Thus, the infringefs intent and reason_
î!lî leliefs are the.primary focus of a willfi¡li.ti"e;ãìt ilquiry."oAn importartt consideration in assessing willfulneõs is that tïerä isnothing in the opinion,itself that wodí alert uìfi"ïiø regard theopinion as a bad one.lu

. Certainly, qn _opi{on must be rendered in good faith a:rd mustnot be _disregarded.112 For example, a 
"on"loso"f "ccount 

of defense
counsel's aspirations for winning arr inÍïingemõnt ."ii*itfrorri urry
supporting reasons does not amount to an aùthoritative opinion ufoiwhich a good faith reliance on invalidity may ne founaããli;ã nJiä""
upon_factual assumptions for the opiniãn n:ust be ¡sl.orr51..rrn

The client need not itselfbe¿blé_toevaluate tLe legJ'competence
of it-s-attorney's advice to avoid a finding of willfunZ;. Thä c[entwould not need the attorney's advice atäl i" ifrJã"ã"t. That anopinion is 'incompetent,, múst be ,h"rrr tt ã¡:å"-Ii""" Lî¿u""u. r,o.
îIHp1?,*" attorn? may_not have looked-ind thà neàssary facts
and thus there would be no foundation for his or her opinion. A urritten

-ttoOrtho PhÃ¡n Corp. o. Smith, g1gE.2dg36, 22 Uspe2d 1119 (Fed. Ci¡. 1992). Here, thecourt 
_held that å failu.re to make a doctrine of eqri"á.rt À jyÃ" *ã ì-oi*pã ae ,rreârooa¡le. ecritic€l factor i¡ evaluåti¡g the effect ofa-n opi¡o" or*"*"1 o'o-"úüñ_ãã"Ji'tiu ..*oo. u.r"""of a pârtys reliance oû it. There ie no. reqiireneut tnat erìpiniJåìr1îiaarcss validity øDegat€ a fnding ofwillft¡lìnÈingemenl ifìt coua"aes tlat tUå"e-i"-oã-;iäig"meût. whetheror not an opinion is lesallv correct is not 

_the 
proper focu6. Cr*o, tl.lÏ¡¡nn" Ufg- C.., øOF.3d ?85,35 USPQ2d 1255 (Fed. Cù. 1995). '

-_,-ttlRead Corp. v. Poftac, Itt-,9?0 F.2d 816, 28 Uspe2d 1426 (Fed. Ci¡. 1992). See note17:106.

..toMachiræ.ry Corp. u. Gu fiber AB,774F.Zd,467,227 tSspe 368 (Fed. Ci¡. 1985). WIe¡ean attorney âdvises tÀe cüeut to avoid a parti"uf*..ic" of" Lì"üid-"tlut the client does¡rot even Eeasure ¿he raase for â ì."c tiû," ,flr" bed;i"c p;;;;i;";-irãa th"r, oory xi".
:91+"c^T,:^t_hfl_i"._c':qeut 

ihat misht nale . air","oã", 
"oJiåiu-åi"äîigäu r"itt i" oeg"tæaa¡c Ine cuent ra ¡¡ tlre Êa-ûìe Dositjôñ as one who did not obtain an opinioi ofcouisel. Cå¡rolsoya Co. u. Geo. A- Eo¡m¿t & co., tzt r.x tüâ, izi üs-peîsöìË5¿Tåi."reas). ln ânotherc¡se, the attorDey advised the cúen{,. *1" -ã. 

-.r¿". 
ã" ìõ"""iàì,*ø"äi¿ ""*¡" ,rri"e".

l:_lüå* ffil-tr"d, bur modified iÉ activiries, øtlo"t i"io"lot ri'tË atiome¡ ø includeüungs Enat rtre attomey had not sÞecifically advised agaiasÉ. In afirnúng a f¡di¡¡g oi'willfuìness,tlæ cou't obse*ed 
'}'ut 

i,he atørnev had ãon" .h;ir" -;d,;;ïïåiäa tr*e crient t¿ a ctrit¿who complains that, its mother nevór warne¿ it not ø 
""i ln-Jdi aÅ'--ilì"îc**n¿ng u*n.Co. o. Mo¿nn.GraphicsCorp.,78EF-2d7olÌ,zze ùsÈô-sja ii;.ã]õii. iô#i'r 

" "ou,t 
i¡¿i",te¿that there wa.s a duty, becâ¡.6e of the- i¡j'acuon, ø Ëe Jt";;"ñ,1:.-il ä;r, !nÆ. o. B¿nh.sMfu. Co- 60 F.Bd.785, 35 Uspe2d rz¡¡ ßu¿ cíi. r.s95Ì-;f;;;;å.";;"" -ade withoutapproval of cou¡¡el. The Federal Ci¡cuit vie¡rea_,..r: 

"" 
d"å t" 

"rr"Ì"""îu-"" 
oi io"a*.øo"y tyt€chpiaal peÉonnel, no¿ disrega¡d ofpatent dghts by nãna;e;;t---'-- -'

ttsBou o, Four Stør Coro.. AO7 î 2d._1567-, _t-Uspe2d 1210 (Fed. CÈ.7g86)i Korí Corp.u. witco Marsh. Bu4sizs. Inc.. i6L F.zd 649,22¡ uspe 9È;ìr1-¿-. ci. ì'sõsi. ti _.y ,rot 
"uu"6,tåe dub¡ to seek a.ûd obtâin comDerÊnr regar 

"¿"¡"" 
*rtù" *t"pãóï"åijãiøio" 

"o "*"**""from the ma-nufacturer that it has obtåi¡ed an opinioo oi iaváIdity äãlooiolillg"_"oqwithout âctuåtly 6eei¡s the opi.nion or invesae¡6¡Le'f*tiiui- ¿1"8"*î ñIi";, g27 F.zð.1552,18 USPQ2d 1081 (Fed. Cìr. 199t\. rn Datosco-p" C;p.;. SMaC,l;,ázöi.äazo, rr usnqza
1331 fr"¿ Cir. tgse), arl opiaijl said,noriri_ns +q,ft ;;rd,6:"äã'ã,,;;äered onty riteralrDtn¡rgeureDt, not equivalents (indeed, thc-Fedãral Ci¡cul¿ coicludeà tbãi ù" opioiór, _ùãÂot have dealt witù equivalents becâuse def"oa.nf" atøãey"ìeiÀái oltäi"¿ ¡o" consulte¿l,he prosecution history ofthe pateut). Tbe di"t ¡"t 

"ourt'" 
*'ir"ru"ioioilli* rn¡o""", ¡*"¿largely on tbe opiDion, was held clearly erroueous.

lrrMintæsotø Min. & Mfp. Cn n Joh¡¿son & Johnson Orthopdcd.izs, Inc., 976 F.2d L Sg,24 USPQ2d t32t, LB4O (Fed:-Ct¡. lggU.
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:gïî-i^i_1y-_* _incom, 
petenr on its face by reason of fts containing

i:::ff:i1i_:y:l{"T"."1" *itl"ur discr¡ssion of facrs or obvious$
t::::lTg_"q.1 ¡uggrngi{ or off-the_cuff anJy;ì;. B;;";;ñ;i
9ee.d ^n9t 

unequrvocally state that the client will not be held-liehtc
ï'^:ì"::ïrS oruy.a superficral or ofi'_the_cuff analysis. But an opinion
1.".o I9r unequrvocally state that the client wi not be held^liablefor infringemenr. An hónesr opini"" i. -;;;iik"lilffiåk of probabit_
'-r:",1jlg:tElrr.s. A gooà. tust tn-at trre aãi;; å;" is genuineano not merery serJ:.serwing is whether the assert--ed defen"ses arebacked up with r¡iabre p"oðr d,'"ing ã lrtJiniiîåä"ï;"il;i#i
questions.rrs

, Oral opinions are not favored becar¡se they have to be provedpghapg y_ears after the event, lu""a o"fy ãrrll-JU-]"], that riay beaffected b.y^ faded memories and the ilces-;¡;;í"mporaneous
litigation.n6
_ There is no rule excluding reliance upoo house counsel opinions.llz
l*.1"::." -counsel's 

opiaionãay þ" idG;i""q;-ö;ia[y if he orsne rs nof a patent attorney and does not examine ìhe prosecution
history of the patentrls or if 'he 

o" ,ir" *u" á*r."*oi'ithTi wrongaoingr,elating to the matter. J¡ such ci¡s,mst;";t á;;;;may requirethe opiníon of outside counsel.lle

- -. The court has held that a copyisf,s reliance on counsel,s Rr:le 11
9|]iqatio,11.to support its assertion that it harl-a Ëoo-d*täith belief inf,ne rnvardrty or r¡nenforcea-bility of the patent was insufÊcient to
î:.::î:f*"- i_fi"_dic. "f 

*|Iry infringemeni. A aefensive pre"di,rã ;frnvandrfy or unenf'orceability may pass muster under Rule ll,"yetnot provi¡lc adequate defense to . cL""g" of *llnì"".".]ro -

. In an important statement o" th" q;".ti;;-i;i;;il"r and when
l"^:::^"S,:::"orney's opinion,- rhe c9rþ t u, 

""ggu;iãã-trrat 
it måv

De usetul to have sep-arâte trials on liability and õn willfuln"". 
"lIäoamages. 'I'hat way, the accused infringer need only disclose an attor-ney's opinion if it is found liabre.r2r A-riaccusedl"í"ilgãì .rr""rJ 
"ã1,

^ -n6aead Corp. v, pottec, lnc.,9?O F.2d 816, 23 Uspe2d 1426 (Fed. Cir. 1992). A failüeof a,lawyer to perforh specific tegal r""ear_ 
"h 

pao" ø-ield!;r;; ãiil; does nor per se¡ender tlÞt opinion incoúpetent, pa¡ticutarly .ilu* tl" "tãã"yi"r-.írliä*" of experienceú the pateDt specialty. Id Ïhe facr that a leiter s_peaks in teÃJ ffiãiãúiíã"", uo¿ t¡"."fo""can be said to be equivocal. does nor requi¡e_ a nnaìrg of williulnesàlWiürå'Corp. u. tnt"^o_tionøt pøpet co.,991 F.2d zg5, zo usÞez¿ rã¡¡ Oiá. ó¡r, ldiriïrtEMin¡esota Min & Mfe, Co. u. Johnson & Joh¡tson Orthopøed,í+s, Inc.,9Z6 F.2d 1559,24 USPQ2d 1J21 (Fed. Cir. ié92).
rl1SRI Int'|, Inc. ø. Advanced Tcch. Labs., Inc-, 727 F.Bd t462,44 Uspe2d 1422 (Fed-cû. 1997).
ttsUnderwø.ter Deuices, Inc. Ð. MoìÌison_Knud,sen Co., 717 F.2d itÍlgO, 219 USpe 569 (Fed.cir' 1983) orderins iåe Þroseû¡rion Êre is a "o"-r *d 

"å"".".ry-"-t"iliålôi tn" otrr.. rr""a,û^sludienaese scrLøfr. Kohte o. Dart rnd.us., t;;, se, Fliä¿ i*risïiliå' rzzs fr"¿. ci,..1988), a 2-1 panel found uo clear e¡ror in-"'u"t¿í"ã *'ãi tr'. äãrä"äuülããLtua 
""u"orruutyin electir¡s to. rely 

-upon th€ opinion of insid" ;,-."i ;-q"rlfi"ì";;;;äüåä1" *no nua u"ooonitori¡g tbe releva¡t field for tbree years.
treMinn¿sota Min. & Mfp. Co. u. .Iohnson & Johtæotu OrthÃpazd.ics, In .,926 F.2d 1559,24 USPQ2d 1821 (Fed. CiÌ. iõ92).
tbL-A- Geør, hæ. v. Thom McAn Shoe Co., 988 F.Zd 1117, 25 Uspe2d 1913 (Fed. Cir, 1993).

- ^ --.Drîromson 
u. Western Litho ptÆte t¿ Supp. Co.,858F. t568,7'USpezl ,eoo (F"¿. Clr.1988). Here, however, willfr:lness and ,r 

"mqgã! we¡e tried with liablty, Àd-stice tne ioflinger
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without the trial court's careful consiileration, be forced to choose

¡"-t*iã" *"i"i"g the privilege in order to protect itselffrom a willfirl-
ness finding (inïhich case it may risk prejudicing itself on the ques-

tion of liabíliiy) and maintaining the privilege (il which case it may
¡.[ ¡"irg tt"iá to ¡" a v¡illfi¡l lnfrinþr if liabilitv is fou¡il)' Tria]
ão""t. ttti" should give serious consiileration to a separâte trial on

willfulness whenevei the particular attorney-client communications,
onceìnspected by the court in camera,^reveat that the defenilant is
incleed cänfronted with this clilemma.122

(b) Notíce of the Pøtent

To willfi:lly infringe a patent, the patent must exist and one must
have knowledgi ofit'.1ãWhãt constitutes notice? Or, more to the point,
when tloes thõ ctuty of care begin? It is obvious that a- party cannot
be held liable for inÊringement, and thus not for willfl:I in-fringement,
of a nonexistent patent.ua Moreover, in our patent system patent
ãooli"atiott" are secret, and patentees are authorized to sue "innocenf,'
dirofact tt"rs i-*ediately after their patents issue-and without
warnins. To hold such patentees entitled to increasecl damages or
rti"Ããi fees on the soürrd of wüfitl infringement, however, would
¡" to ""i*¿ """ of thã patent system as a form of amb-ush' 1% Nonethe-
less, as a general propoiition, the fact that the accr¡sed party nay have
.tàtt"¿ itË i"ftiogement before the patent issued, or before becoming
àware of the pateät, does not always bar an awa¡d of increased dam-
ãses or attorney feås.u6 Although- willfulness is generally baseil on
cõnduct that ocóurred after a pãtent issued, prepatent conduct may
also be usecl to support a finding of willfulness.Dz

In Gustafson i.-Intersystems,l2s t}ire court tracecl its evolving juris-
prudence concerning circumstances where a product founil to infringe
äi t¡rl hud b""tt mànufactured before the patent issued. In trvo early
cases, the court had conclucled nonwillfulness where there was no
prior íotice ofthe patent and suit followed within ilays after the patent

f"ll"d t" t"t-td"* - exculpatory opinion of couDsel at trial, the court wâ8 free to i¡fe¡ that
ãitU* 

""lpittiã" 
** obtained o¡, ifan opi¡ion we¡e obtâined, it was contrary to t'he i¡fringe¡'s

desire to i;itiat€ or continue its use of the patettee's iEventioÃ'
øQuø,ntun¿ CorP. o. Tanløn Corp., 94O î.2d 642,19 USPQ2d 1799 (Fed' Cù' 1991)'

sstate Indus-, I¡tc. v. A-o. Smith Corp-, 757 F.2d 7226,2 USPQ 418, 425 (Fed Cjl'
rse¡). seããsã J;'s¿ ¡ts u. Múø-sJt, 927 F-247552,18 USPQ2d 1031, 1039 (Fed cir' 1991)'

øGv.stafson,Inc. u.Intersystens Ind'us- Ptods., I¿c., 89? F 2d 508, 13 USPQ2il 1972 (Fed'

Cir. 1990).
uGustafson, Inc. ø.Inters!/stems brd'tle. Prods'' Inc ' 897 F 2d50a, 13 USPQ2d 1972 (Feil'

Cir. 1990).
D6Po,cíf¿ îurkituÌe MfE. Co. u. Previ¿w Furniture Corp ,800 F 2d 1111' 231 USPQ 67

(Fed. Cn. D86).
øMinnpsota Mi¡t" & Mfg. Co- tt. Johnson & Johæon Orthopozd'ícs, hæ,976 F 2d 1559'

24 USPQ2d 1321 (Fed. Ci¡. 1992).
sGwtafson,Inc. u. Interststztns Inlus. Prods-' Inc ' 897 F 2d 5O8, 13 USPQ2d 1972 (Feil'

cù. 1990).
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issued.r2e In its next decision,130 w'illfirlness was sustained because a
prior warning h?d been given and the infringer knew ofthe patent the
day it issue4. lberea-fter, the court ilistinguished its earliôr cases,131
indicating that it had not laid down a per se rule that wiUfuI infringe-
ment could never be for:nd when ma¡rufacture began before issue,
a1{^a{olting^ 1j'totality of the circr:mstances" apprõach to analyzing
willÍrlness.r32 Using that test, it later sustained w-illfulness findingã
for manufactu¡e before issue where warnings had been Biven.r¡¡ 

-
In Lhe Gustøfson case itself, the court reversed a-willfulness

finding where the infringefs first knowledge ofthe patent came when
it got sued. It would appear, therefore, that no knõwledge at all w.ill
þs.important in defeating a willfuüress finding, while a warning, even
prior to irfüingement, will support a w.illfulness finding. As thé court
explained, whether an act is willful is by definition a question ofthe
actofs intent, the a¡swer to which must be inferred from all the
circum_stances. Hence, a party cannot be for¡nd to have willfirlly in-
fringed a patent of which the pariy hacl no knowledge. Nor is there
a r¡niversal rule that to avoid willfulness one must ceaie ma¡rufacture
of a product irrmediately upon learning of a patent, or upon receipt
of a patentee's charge of infringement, or upon the frling of suit.
Exercising due care, a party may continue to manufacture-and may
present what in good faith it believes to be a legitimate defensê
without risk of being founil on that basis alone a willful infringer.
That such a defense proves unsuccessfi:l does not establish that-in-
fringement, was willfi:I. However, presentation in bad faith of a totally
unsupportable, frivolous defense may in itself provide a basis foi
attorney fees under $285 and nay, in light of all the circumstances,
a-lso constitute some evidence that continuerl infringement was
willfirl.134

- 
øAmerican Original Corp. u. Jenlehs Food, Cotp,, 774 F.2ð, 459, 227 USPQ 299 (Fed.

Cìt. 79a5); State InÅ4s., Inc. v. .4_O. Smith Corp., 751 F.2¿, 7226,224 uspe 418 (Fed. Cir.
79g').lnAnzrican Orígin¿¿, the infringing úachine wae altered, upon the advice ofa cont¡actor
who did have legal counsel, in the hope of avoiding infringement,

rÐPouet Lift, Inc. Ð. Lang Tools, Inc., 774F.2d,478,227 TSSPQ 4BS (Fed. Cjr. 1985).
úrsee ûote 17:129.
E'zShiter,In'. u- Bentley I.Æ;bs., Inc., 794 F-2d 1561, 2gO USPQ 112 (Fed. Ci¡. 1986)- Ihe

fact that alt infringer ¡r¡ay have sta¡ted its iDfringeûenú before the patent issued or befole it
waa awa¡e of the pât€nt doea not ba¡ an awa.rtl of increased damagis or attorney fees.,Auiø
Group lnt'|, Inc- v- L.A- Geør Cølif., btc., 853 F.2d 155?, 7 USPQ2d 1548 (Fed. Cir. 1988).

ßI{auftnan Co. o. Løntech 807 F.2a,97O,7 tSSPQ2d 1202 (Fed. Cir . 7986)i PctcifiÃ Furni-
ftEe Mfg. Co. v- Prevíput Furníture Corp., 800 F.2d 1111, 231 USPQ 67 (Fed. Cù. 1986). Iû
National Presto Indus., Inc. u. West Bend, Co., ?6 F.3d 1185, 3? USPQ2d 1685 (Fed. Cù. 1996),
the courù lejected, as a¡ exculpatory a.rgumert, the cfucumstaûce that the plaiotifi filed suit
on tùe dây tÀe patent issued. It appeâ¡ed tlút the defendant kneç' ofits issuance on that day
ând indeed had several months' advance warning. Ilæ district cou.rt iûcreased the damages
by one-half; this was affrmed.

rsGustafson, Inc- v. Interclstens Indu.s. Prods., ItLc., 897 F.2d, 5OA, 13 USPQ2d 19?2 (Fed.
Ci¿ 1q90) I^ Crysta,l Semizond,uctor Corp. o. TtiTech Microel¿ctroni.cs Int'|1nc.,5? Uspe2d
1953 (Fed. Cù. 2001), the court not€d that Ga-s¿afso¿ did rot hold, as a matter of law, tàJt a
pa.rtythêt co-ntinues its accused infringing activìty a.fter a patentee ûles suit cannot be guilty
of willfrrl infringement providerl tÀe party þresents a nonfrivolous defense to iofringemeni.
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good faith if the

coúe out on úhe 6ide of noawillfuLness.
öoDflicting evidemr a¡d had

t.:!î6tøt Co.p. ù. Enviìotech CoÌp-,82A F.2d 1538, B USpeZd 1412 CFed. Cû. t98Z).

Here, the inÊinger did not copy the
court bints, however,
of a product bearing

good failh if the infringer can show that it wanted a license as arr
alternative to una-ffordable or exoensive lif.iøefinn ¡'^(+c Ës Tt,r+ ôñalternatlve to unalïordable or expensive Iitigation costs.rse But an
unsuccessfi:rl attempt to obtqiñ J license r¡_nãer the patent in suit

Although a-defendant may obtain counsel to d"f.od 
".n 

u"tioo, d"f" *ffiå¡e¿l fo¡ a trial

r¡consisteût witÀ the disúrict coù¡t's other fndiûgs thal the aetendant puriL"ãy prtÉ_rã¿ it"metlmd upon that of the plaintiff, and that the deieo¿"¡1¿ ,¡orlti r,,." 
-Éi-J,lìi-- 

" ,-o,- *- -should have kro\ro it iá" i"airø"".
lictirg evidence. With all respeä. itThu¡ the Fede¡al circuir 

"em;detro regglv_e tr¡e ""rflt"t"s-;;ä;;. Fir;",iì äplliiappeaned that the district cou¡t had dore its b""t ø 
"esot"e 

ñe öooniã"" .i¿"-., ".¡ "

ï:l:l ":îlq:ät_p rhe colo,petenr lessr opinio." or"o"i"aiog";;;iãìiríJ¡ãLnv ¿ili q""ti&aa oue cåre þelote urdertaking a¡y poteÞtially i¡fri¡ging activity-

- - ^ - 
llíRadio Steel 8' Mfg. Co. u. MTD prods., In¡., 7Ba 8.2d, t654, 229 USpe 4g1 (Fed. Ci¡.lg8ö. ln Stztz Intus., Inr. u. Mor-Flo Indl|r,, i*., i:æ r.za lm4 i'z uÉr-qïj rozo 1rua. ci".1989), the dishict cou¡t for¡nil that tùe infri¡geoent was not wílÀrl, b.""ä-ipoo 

""ti.rr"" 
ooerroneous advice of cor¡¡sel that there wa¡ nã bfringement. tU- eiAio!]n1w"*,er, 

""en"a

The matter will certainly be developed on a case_by_case basis.
Fo-r example, the court has refused to ìonsider the conduct of an
infringer prior to i-ts contact with an attorney, where the devices made
during that period were prototypes only anl not the real focus ofthã
litigation.ls In another case, thõ infringer had received some orders
by the time it received a¡ opinio¡1 6¡1 1[u natent, but no installations
had been made. Before installation, moidifications were made, al_
though-they turned out to be insufficient to avoid infringement. The
Fetleral Circuit was r¡nable to conclude in the face of süch evidencÀ
that a finding of nonwillfuIness was clearly 

"oo""o"":ä. A patent-pending notice gives one no i<nowledge whatsoever. It
is not even a guarantee that an application has bee; fled. FitirrÀ.;
application is no guarantee any patónt will issue, and a very subsian_
tia l-Fercentage ofapplications never.r_esult in patents, Whai the scope
of clàims il pa-Ents that do issue will be is sðmething that is totally
unforeseeábIe.137

(c) Pørti.culør Cases

The rejection of a license ofrer without even consulting house
counsel is a factor that tends towa¡d a fndi¡g ofwillfi:lness. ihe fact
that the license offer was quickly withdrawnänd suit nled within OO
days ofthe issuance of the patent does not overcome this; úhere is no
rule t_hat an infringer pust be allowed a certain amou;t of time to
"develop' willfirlness.138 Actually, a request for a license can cut both
ways. It can be evidence of willfuInesi or evidence of an infringer;i

ß.!-t!::Jntus",!?c 
u. A,O. Smith Corp., TEt F .2ð, t226, 2U tJspe 418 (Fed. Cir. 1985).Ine ¡¡rEùger ctrd not copy the plailti.Fs^device but was spu¡¡ed into activity by it. Therints, however, that a ûnrline ofwilltut infringement might Le sulJorË¿ ¡v à-"i*i 

"opvi"gldr¡ct bear.ing patént-appliãd-for marlo-ogs.

- 
lsnalstotl Purina Co. v. Føt-Mar-Co,Inc.772F.Zdt57O,227 tJSpe 1?? (Fed. Ci¡. 1985).1'lìe court 

.al"so 
¡eferred ø tbe infringels ino*Í"¿æ tlrf t¡" piL-"øäaì Ton a¡¡ tnterrerence

a,6 support for the fi¡ding of willfrrlness.
l$King h6tr. Corp- o. Otari Corp.,767 F.2¿, BEg,226 tSìpe 402 (Fed. Cù. 1985).
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hìgh degree of cautiolto avoid the possibility of infringe_ment of that patent.la. Again, willfilness ;;.i b;;;J""ted on thetotality of the surro'ndirig _circum.tã""ã..r-.t g"ii-islnconect thatall reþvant circumstanceJshoul¿l in"t"¿ãäytr,r"Ëüäi the in_fringerconsiders releva¡t. The decision on relevanðe is Jquarely v¡ithin thediscrerion of the disrricr court, sub.¡ecfto;;; ¡;"-ä;use of thardiscretion. By.esrablishiag_i" F ;;;;ã;;itäi ãi Ëi""rnt 
"i""u__stanc,es must be considered, the õourt has not .t;g"á the founda_tional rules that the trial judþ d"ær-i"-", *f,"iñäää"àã,"lt 

"r.ia"o."a¡¡d 
-th_at 

the rrier of fac¿ is"onty ;;qrilã ;;;kh"åi tu considerall of the arlmitted 
"oi¿uo.".trz 

- '
In the end analvsis- AXfilness determinations are unpredict-able. Cert-ainly, *t'eie aãefen-¿"ni; ñd;*",ilïü: frecific auesa-tion of inf ingement and gio"" , 

"ofy 
oi;h" ileäi; llere it takes

l:_1!T13ttuî steps tþrigh 
"o".,¡fáuá" *itfi ;;ülJi;. orherwise

l,u ascercarlr wnether the Datent is.infrin^ged, and where it deliberateiycontinues its inÍ?ingemeirt, a-nnding of-wilifri;;=;" a reversalof tþe disrricr 
"oo"È_is 

t ui¿y """p'¡.ir;:iåïïi. å;e error in a
lrþs of wilffin iofi,irrg"m"ni whËrã tfr"- p"t"ü"" 

""f""ed 
a licenseand was ignored. and six vears later adviseä ofa ,¿i¿itl fr"f¿i"g 

""ãwas stitt ignored.la An enãrmoush;;;;;; ñ;ffiöfååti rity a.,riogthe period of a stav of an ilirrnction 
_pendi"g "pp"uT-ãåìppropriatelybe considered as þarr of rhe wlìfrrr';;rili;ãti"ij,ìlüäu¿ ir,""".""adamages.r6 An aftempt to design a noninfringing a]ternative doesnot necessarily negate continuing sales^ of infriIþs ãã"i.". a"ri"ãthe redesign- period.ra. Infringerñent a-fter thtiF"d:"rÌ circuit hasaffrrmed a judgment on tiabili{,i" prrri"ut*ty;dd;."tñ;"ãî;

e,nough, a statement b-y.the presi¿,i"t of tt.," i"hìie"iio ite effect that
::I^î*^o-:l{:"y machine that þis customers reqriested, regardtess ofwnef,ner a patent was issued, will not sit well with the Fede;al Circuitwhen it is reviewing a findiág 

"f 
*intu1 ;*ü;;;;.'ä

_JJut the circumstances are not always so clõa¡. The court has leftundisturbed a finding of no wiltñ¡lnesl*t ã.ã tt å 
""f"aäie showed

$17.4(c) Increased Danages & Attorney Fees 977

- ^^_.1ÐSpind,elfabrik GmbH v. Schubert & Satzer, g2g 8.2d. t075, 4 Uspegd I0¡f4 (Fed. Cir.1987), Ilere, that factor overcame relia¡ce uoon thê âdvi.Þ ôf c-*o- i-_À^,,-- -..-^^r ^_r
¡wrur r ue¡ lr¿u ¡u* (feo, utr.

upon t,ì.e advice of Gerea¡ in-house couDsel andresuìted in a fading of v¡iìIfi¡l¡ees Ãì a¡ awa¡d of increased ¡lu*.*u" 
"rrd 

uålT;ffå"ï'
:1:fye nætr. Corp- v. Otar¿ Corp., 767 F.Zd BÍs, 226 rJ$pe ¿Oä Gu¿. C¡r. rgas).raAdvønced Card,. Sys- Inr. v- Medtronín, 26S f.aa fZSa, eO USfqZd 1161 (Fed. Cir. 2001).

. ^-_ 
|ßCPG Prcds. Corp. u. pega.sus Luggage, In¿-, 776 F.2d 100?, 22? USpe 492 (Fed. Cirre85). sre êtso orúl¿oå i netics, r;c. ,. s"f"'tí úá*iö¡"¡.", ü."., ãiä i 1ä rËãË,', uspo2d ro'

î.2d 7007,227 USPQ 497 (Fed. Cir.
¡¿c., 806 F.2d 1565, 1 USPQ2d 108r(Fed. Cù. 1986).

reLeinoff u. Louis Milonn & Sons, 726 F-Zd 784, 220 VSpe 845 (Fed. Cir. 1984),IÈBott v. Four Stør Co¡¿.. 802 F.2tl 1567, 1 Uspe2d 1210 (ied. Cir. 1986). A stay is nota judicial license t¿ contintre and greauy in*;;;"-iiÃtr;o];ä.J;åsìi;-"
lßA¡¡¿erican Med. Sts.. htc. u. Mcdicat En4,g corp.l ai.ea :.l,zz, ä USpe¿¿ razr (f"a.Ci¡. 1993).
wBott u. Four Stat Cotp-, BO7 F.2d t6Ê7,1 USpeZd 1210 (Fed. Ci¡. 19S6).lßI{øufman co- o- Lantech. s07 I¡.2d 9?0, 1 uspQ2d 12(n o.led. Cir. 1986). He â160

linå*fu,"."t"T" 
o.*t€e's r¡âde sholp booth, "úå";;;"1;ri;-"äiä aãtl, a""pit" r"i"g
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hi*"'};#ilåHåät{"3fiçír:}"ffiîfr:"}'t*tilf fl#*
:i#i'iif Jl:ä:STi if,öäîi*ã *"'"""ed device' but not

:{ä'åî"#åy*"*rn*i*Ïtq$$içg;mtm't;#;;;;tp"t"r*""p*"{Hå¡ii*mintf:f J.ìi'îi}iü
awaie of the patentee's "nTq:-i:i-:Ï?;'il".d. counsel was not
iJî.ñ;ãpi,iio,,-or-T:Xt"üï:å'#;:ll"l*åift 

"lf 
ft 

"einfr 
inger

;:i#ff iü'"f i*tr"iätl'*f n';m;l"ãt"i"'we1e-91v¡redbvprior

ffii
Hf#gtr''ii.åäïtitråR#:ffitr,-;m
må";înråi,*j#5iåi'd"g"1Ë,ii$';'*id,iffi
î:rf"î"åt'":äit""iHlvJ'iiåä"åt"va"r"nsegloup'rhepatÆntee's

--t
t6'centr@t sola co u, e':,!.!!"ffi'"i,iä n"ãiti"lir-À-i-r"'tt"

le8s). Àcou¡seÏs op^o" t",';;;; 
,ooer co., eetF.2ò735,T-"8Ëffålil36li:å.3ì:.

1'3wpstuo'.o corp. o. InternotlþnÃt ä#if;.; , âî:il¡ji;"r,r,yL*"-"", onry under

Ë#*ffi 'trj;rÏtri,rË*ii-trtÌl;Éffi"-'l"ïìii,ffi å::iir""glä
rffi #JrÍ*uil'*l:i+å*r#-'""Ëöl,rm_"-W:1"*"HruäË,i"*tr
io ligbt of th" 

"ooclutigt "t 13."J'"äî"-pålit"É [o desigB or invent€
Iåláir'attr"pateorr"."""'ö;î;_,*.,tszpt¿tstz.¿z.u*R?åiiSil$åå:3i iå8ål

"* 
;:{#,!:i#i gr::';;i:::iu:;: i;; i'ãã äsg' sr uspez'



expert witness had criticized the letter on various grounds, including
kfil"T b qgke a prope,r and frru u!uly.;;-;ã;; s5'u.s.c. $rosl'l nere was evrdence that the accused device was desimed to be com_
p,atible with the patented device. The a"f""à""t, ã."i-fre founder ofrne rndustry gÌoup, was aware that its decla¡atory judgm.ent litigationagainst the patent owner would be -o"" "f".tiíä-ii1ãer members
9fþe Sro-ul did not take a license. ¡U of tfr"se-ïa"tä.*""sopport"a aninference by the-jury that the tlefendant mãàã it" ãå.i"ià" ø i"f"irg"without a good faith belief in the tnvati¿ity ãi tfre pãîent a¡d that itused the opinion letter as a basis ør forning a pãtã"|åLf""À" gro.l
J{,\e1tlan as a senuine þg¡ls for aecision ä;ãng.ìii i¡" cou¡t hasnero ürat 3._gfant by the pIO of reexamination is not probative ofunpatentability and thus the grant of reex¡nination does not auto_
paticallr preclude 

3 findirrg of w lfuhess. ft¿ gr;;i;i ,"u*r*irru_uon, attnouglt su¡ely evidence that the criterion for reexamination
nas been met, does not establish.a,Iikelihood of patent invalidity.ro
."^ Il-11:lT":19 hT 3 

patent righr to exclude ðti"". Ao- -.iirgrne mvenüon claimed in his or her patent does not mean that thõinvention cannot infringe claims of änoth"",À put""i ihàt are broad
."::]..Cl lo encompass, i.e., 

-to "dominate,', the invention. Thus, anrnmnger proþably cannot rery upon the fact that it has itselfobtained
a patent on the accused produCt as establishing a reasãnable beliefthat it itid not infrings.rsz^

,In Pall 
-u. _Micron,l'8 the court hinted that Rule 402, FRE, wiltapply to willfulness determinations. Rule 407 bars ãrriãão"e of sobse_

g¡9i! ¡em.eaifl action i¡,r pr-oving culpability for a prior act or event;
rrte po[cy imp.lemented, by the rule is to avoid i¡hibìting postacciden[
repaü, lest additional injury occur. In pall, the defenãant switched
rargely to a new version after six years, production of the old version
and a-fter three years of litigation. It coritinued, il;;;;i to produce
some quaatitie_s olthe original version. The trial court fou¡dio will_
rur.S:s,s as to fhe finst six years of the original version, but did findwufulness as to the continued production of the old version afterthe switch. The Federal Circuit ieverse¿. ft *.ìerri""¿ tfrat pat"rrt
infringement is a coniinuing tort, and an action even if innocent
when begun rl{¡es not automalicajþ retain its purif ã. ãì""rr-"turr"".
ch.ans.gi. the filing of a lawsuit does not 

"tóp-Uó 
ìi*l insofar asculpability may arise from continuing disr"Sui¿ ãi thu I"g¿ rights of

$17.a(c) Increased Damages & Attorney Fees 979

requidns the coûrracrors to use ttre päbnted p;;"*".ï;; ;ñ;ä;;ú;iãiä:'"äïà"i;:to rely on the agenq/s representatior witÀ-out seekinø *,;"¿u- "r-"-,-".il"^ï_Y :" "th.: 
agenq/s representa:rio" *rr'o"t 

"""r.i"1 
tr" ;d"tä;ä;ñ;i ä";ïäffi;:accu.racy of tJmt represertation.

ßÈHoechst Celanese CorD. u. Bp Ahem. Ltd-, ?B F.Bd 1S?5, 38 Uspe2d U26, 11gg (Fed.Cir. 199ß)
li1fiotts-Royce Ltd,. ø. G1IE Valeron Corp., BOO F.2d 1101, 281 USpe 185 (Fed. Ci¡. 1986).ßPall Corp. u. Micron Separations, Inc., 66 F.Ad 1211, 36 Uspe2d iZZ¡ Gu¿. Ci". lggS).

... 16In re Hayes Mictocomputer patent Litig., gA2F.2ð.l5g?,25 Uspe2d Iz4t (Fed. Cù.1ee2). I¡r,sr@re Contr. & Ens'þ Corp. u. co"¿oiJ lÃ.'t,il, å;ã'ñJi;öð-6ä uspe2d 1481,
11-8^6-!l* -cy: 

2008), a stare Sseocy o.d-e 
" sp""ifi" ffie",lit^ilÀ-riäïriì"¿ a ticense ro

ï^":îj': ji:^ï."_111 :¡.9 Li *coregrareq rhe invenrio4 in the collt"a¿ sp".incaUã"s, th.r!
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the patentee. It also disavowed any rulc- that because an original

äå"ffi;ä"J *ä. i""'¿ "oi'ià-ut*iuru' 
there is a greater bur-

den on the patentee to ptoå 
-i;ifn*t"ss 

as circumstances change'

Ñä"tilI*.:ï rr"ta tttti putu"t-ãtt""""ion to the new version was

#ï;ff;tä;ñ;llñi;ó ?o'*th" ïà"ti""*g proiluction or the old

version 
mere fact that a company has frled gl- $q+ application

or certification cannot suppäää ã;ürrc of witlfi-rl infrinsement for

purposesof awardi,,sattotn"il"Ët'pîttå"itä-s5u'sõ'sãzr("x¿l'tt'

$17.5 Other ExcePtional Conduct

(ø) Inequítøble Cond'uct

.rqssdt*ru:::*:'^:1îff,ïfl"*,*"få";ì"":îäi$:å[T.iËî',ä:
and. either alone or ln corrJt

frääîJî;"-å;";;;¿"r.#;õì";;d"lif g.L:9,118i*:P**::Ìne u.'È''.' rur 
i¡iãconduct must result in an automatrc

every case of proven inequitz i ,. - _r¿L^ ^--^ - " ..ov¡enfi nn aì -,16reverv case oI pruveu rucauùcv&;ñ;f 
ã" case as .,exceptional."16l

4to*9v fee lyard T -11 lI^ ., -.**.*, ^,. .., csrahìish as a rule that oneiffi: ;iå ä'i Ë;ìun'""a q'" u;"t"q"T' !9,::?l*13i :
äT""',ii::äiå"ff"äiå"'iä";Ë;äJ";útvr::y:*::'"*:*Tl*
iliHïå:iilå;''iåii""J'äñr;qË ìhã itt"'lq¡ can show- compeuing

countervailing"ir"omstaoc"s];;S"ãþ"?s, d9¡-1yi::"P1tl1l:
;#iiii""åft ;;;tË;ä^i"ft-s;"4"d*-P:-lî.:'kî"1'"33i'""i1
åtiJ'å"i';:i#;iåîil"*"riä;fi;'ry"a"pllg.obtainedPatent'
Þ^+r-^* i+c n,rrnose is ø otoåi" &"."etion where it woultl be grossly
ilirrãì,"itE p"tpose is to Provide where,it woultl be grosslY
Kåtner, 1IS puI.PusE rò w l,rur¡úv wn counsel
iliuJffifthJwinner-b-e left to bear,the,burden of its o

äå'"i;h':d öiläiolritie""t' normallv be ar' 163

---Ãe1""" Cr"w ¡'t¿ v Apot.aha ' 
g76t'gd 1339' 71USPQ2d 1801' 1809(Fed Cir' 2004)-

1úA-8. chanae co o RTE corP , ã¡n r''¿ teot' t usp^Q'd 1881 (Fed 
-cir' 

1988)- Tbus

'få:Lî{{t':i'Ji#ilrîi{f*f*i'-"æ

:iî*iet*'xçä"ri#m*;"";"X*iinzYæt:';:î#i:'iäf i
usþezd r¿oo tred. ci'. rsgs)."ä:;irffil'g*i;a,r*##'å#i¿1q{trri?lii",,îÍiiffi 

f åiå
(Fed. cir. 198?). Here, lhere wa€ "t "io*irlJ 

tnìi *tu ã¡iril coqt-1:s-:t:Îrlv erroneous u¡

ìil=J;ãäïu-"åü,ã;¡;*"0e1.'.1'i1$;lî"f*:lnll:};X¿;|ff,*åS.-if :"'1il:

åts"å:'"i#it"¡lff#rlir"'"F?:::,itåïË;;"äî;'-io'li¿ uu'," ¡""o deerded frivorous ir

iåiräîirr" ï"ã"ã* 'r a jurv trial issuå of 6rsl' imp¡ession'*"*7;;.'p:;;;"^ç.;ryr=y!;i!å^r;1".:"i^:,åHnH\'.'å,J,T;';3ä#ä"Ì,iåå

i:åä'."'J ffi ti¡8;t""Ë*..: åätåãääö;Ë;"h a ¡esurt"but tËe cou¡t reject¿d the

arsuneot on the basis that sucn a reíäiiãJå i-pt"p"¿v "un 
the burden of proof'

'6J-P. steùens co. u- k' ru L¿' àzzs z¿ rd¿z' s ÚspQz¿.1235 ßed ci¡ 1987)' Both

invâridating a Faudut"otlv p*.o"¿ iåüíí;ã";;;'t";;ùd one are public sewices /d'
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(b) Inaalíd.ìty
981

. A paf,int owner has the right to exclude others from makins.using, and ldljog ttt" inventioã and to enforce tlai ¡ifrt ;hf ;i,jpatents are held invalid or expire. Bqt .that right is not unliûit;d;
bad faith litigation, where a.paientee initiates fitig;;; on a patent
known to be invalid or not iifringed, i, 

"o"a*t ãfãi.i"" 6;;bli.poliry, and carr provide a basis foi granting attornãy-iees.t" tt nãìbeen sugg. ested tha_t tfre prestmptiòn of vilidity miihi protect tfrepatentee rn cases where validity is an issue.r65 Wherè a patentee is
:l:-19 I *:d"'Etory judgment of invaliitúy an¿ 

""rri"rh"À"ã""t"rt can probaþly rely upon the presumption ofvalidity alone to e;tabüsú
[ne none_xceptronal nature of the case, provided there is no fraud orinequitable. conduct, or unless it appeari that the initiJ accusations
EnaÌ establlshed the case or controversy were made in bad faith orthat-the hligation was conducted io an',ro"easonãbie manner..*
,. Nonetheless, bringing_ slit on a patent despite knowletlge of ear_
rrer sales that would invalidate it justifies a holding of excãpfional_
i:ry:i11P¿jh" same token, co.ntinuiig with Utigãti""ån"" teainin!ìr
mvaldatrng 

-sales_ can justify a-tto1n.ey fees.168 On the other haíd,a patentee should not automatically Le penalized for pursuing aíinfringement action after a determination of in""fi-.ti-tv in another
suit.r6e

îÌre court has said that the only_deterrent to the improper bring_
ing of clearly unwamanted suits on ãr"io"sty rtwariã-oìËeiforceabïe
patents is $285.170 No award under $2g5 can-fully compensate a defen_
d"-Ì¡t sybjected to bad faith litigatiõn, e.g., for lóss oTã*ãàtirr"s, ti-e
and missed business opportu-ùties. müÁ t¡at defenlant can¡rot berüty returned to the situation it would have occupied if the wrong

-^-^ Y{:!:l!c Iy o. L. PeùEo Co.,33? F.3d 1362,67 USPQ2d 164e (Fed. Cir. 2003).Ìrere, L¡e Oratnct cou¡t wâE uDset hv whal was clearly a.n efrort by the pâtentee to extend, inpractical.efr€¿t, the tife of its patent ãn a rlruc Uy "úii"J i-p-årå;-*t"iitËots. to 
"ever"i'ga'" aw€rd of attorãey fees, üre Federat_ Cirorlt ã¡se*"a tËat iñ" läaiìã"onsi¿e""d _o"esocially desirable for-compardes to seek tn¡Jy no"el io""oGo"s formfJaÍeãiot yet treatalte,the pât€nt laws set the stardards ofnovelþr, noooblrioo"oess, 

"oã 
.,tiliÇ* il" i"qoi""-*Gfor patêntabitity, withour Eaki¡g valu" ¡úác.""ru -;à-;i"ãtn"-*.'tiõ" ø" -..kjrg ;datlempting to pat€ût new inventions of leisei medical vâlue. " '-- --- --

- - . 
t6Ad.uance Ttønsformcr Co. v- Leuin*on,_887 F.2d 1081, 5 Uspe2d ieOO (F"¿. Cir. fgeg);Machiræry Corp. o. Guüfiber AB, 774 F-zd tâ7, 222 Usiqiel fr"¿lcì. rs8sl.ßAdvance Tlawformer Co. v- Leuiaso4 837 F.2d 10g1, 5 Uspezd 1600 (Fed. Ci¡. 1988).wlnterytø,rt Corp. v. Itatia, 777 E .2d 67g, 228 USpe 1 (Fed. ¿ù. 1935).lûHughes Þ. Noþi Am, ha., 724 F-Zd t2Z,22O USpe ?02 (Fed. Ci¡. 1984).
tæSteoe¡æon v, Sea.rs. RôebLck & Co., 7lB î,2d 7O5,218 USpe 969 ßed. Cir, 198A). Iishould be noted that here tùere had bee_¡ a cou¡t of cusøns-Ã-a-rå-tãit- Àppe* a".isioo

1fy* ge flll.l"ldi¡q of vatidily þy.the uslri, so tlait¡ã ;*;;-;¡ï; by rhe disrricrcor¡r¡ would seeu tþ have been narfinrlarìy inappropriate. See álso Mo ¿on Inft, Iti. v. Cørdinnlch¿m. co, E F.td 146,r, 28 uspe2d 11s-0 G"d: óL.ìft). -
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